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I understand that, consistent with applicable laws and regulations, Stanford
University is governed in the handling of intellectual property by its official policies
titled Inventions, Patents and Licensing and Copyright Policy (both published in the

Research Policy Handbook), and I agree to abide by the terms and conditions of those
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policies, as they may be amended from time to time.

Pursuant to those policies, and in consideration of my employment by Stanford, the
receipt of remuneration from Stanford, participation in projects administered by
Stanford, access to or use of facilities provided by Stanford and/or other valuable
consideration, [ hereby agree as follows:

I will disclose to Stanford all potentially patentable inventions conceived or first
reduced to practice in whole or in part in the course of my University responsibilities
or with more than incidental use of University resources. | further agree to assign to
Stanford all my right, title and interest in such patentable inventions and to execute

and deliver all documents and do any and all things necessary and proper on my part

to effect such assignment.
vZe] A% FEAT Pl vhek, wgel ATL, V191FA. 019
So ARHOow AMAHC] ALk o FS Fyel thal wEH7
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A7 weh= A A AL 558 A 2]o Know- how 5] EgHE
Mgoltt. v, A Z AR Fge] dislide thaat 22 230 itk

Oul= ZFe vddd Bhoz dMAA] AAEE Bttt ol
 AANEES HEHAo T 5 glon, HIS ¢ gle dAE
(paid-up)?] Royalty-free®= A ARE-EIT},

@8 AHAFES AT 2 glo] ERlelA =g o itk
o BF TAZIFNN AFANE ARSI wmEs AAlsioF gt
(Small business preference).
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<E 19> FNEEY For FF

Research Terms IPR
collaboration

agreement

Agreement Sponsor has non-exclusive rights to use in University

specified field/territory; no sub-licences

Agreement 2 Sponsor may negotiate further licence to University
some or all University IP

Agreement 3 Sponsor may negotiate for an assignment University
of some University IP

Agreement 4 University has right to use for non- Sponsor
commercial purposes

Agreement 5 Contract research: no publication by Sponsor
University without Sponsor’s permission

ZA]: https:/www.gov.uk/lambert-toolkit

5 http//www.ipo.govuk/whyuse/research/lambert/lambert-intro/lambert-historyhtm
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Consortium
agreement

Agreement A

Agreement B

Agreement C

Agreement D

< 20> EHEEZ Yok 9

Terms

Each member of the consortium owns the IPin the results that it
creates and grants each of the other parties a non-exclusive
licence to use those results for the purposes of the project and
for any other purpose.

The other parties assign their [P in the results to the lead
exploitation party who undertakes to exploit the results.
(Alternatively the lead exploitation party is granted an exclusive
licence).

Each party takes an assignment of IP in the results that are
germane to its core business and undertakes to exploit those
results.

Each member of the consortium owns the IP in the results that it
creates and grants each of the other parties a non-exclusive
licence to use those results for the purposes of the project only. If
any member of the consortium wishes to negotiate alicence to
allow it to exploit the IP of another member or to take an
assignment of that IP, the owner of that IP undertakes to
negotiate a licence or assignment.

Z2]: https://www.gov.uk/lambert-toolkit
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Abstract

A study on Ownership and Utilization of
Intellectual Property Rights of Industry—
University —Institute Joint Research

Martha Huang
Department of Law, Graduate School

Seoul National University

Open Innovation Environment makes R&D globalization and
complexification. By this trend, collaboration between different entities
becomes accelerated. Contracts and laws on ownership and utilization of
intellectual property rights become complicated, and it is very important
motivation of R&D, main results of R&D and source of profit in markets. So
improvement of laws about ownership and utilization of intellectual property
rights in collaboration research is very important.

This paper is to propose better approach to develop laws, contracts and
guidelines about employee invention, cross license and royalty by analyzing
and comparing laws on ownership and utilization of intellectual property
rights in collaborative research of developed countries.

The results of the study can be summarized below.

First, the legislation on intellectual property rights should be discussed under

legal policy in order to increase predictability and stability by providing legal
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theory based principles. In particular, property rights and transaction cost
theory, principle- agent theory and game theory are very useful to find
ownership and utilization structures and make procedures simple by seeking
mutual interests and considering interdependencies.

Second, there are needs to improve the legal consistency among laws by
enactment and revision of laws. Specifically, Revision of the Science and
Technology Basic Law Article 11.3, National Research and Development
Management regulations "Article 9, Article 22 (the collection of royalties),
the amendment of Article 23(use of royalties), and invention Promotion Law
Atticle 10, Article 13, and patent Law Article 44 are needed.

Third, it is necessary to spread and improve the collaborative research contract
guidelines. The guidelines have the advantage of reducing the uncertainty and
unfairness while respecting the autonomy of the parties in the private contracts.
It also allows promoting the mutual interests and facilitating the international
collaborative research by reducing the uncertainty of foreign institutions.
Fourth, the development of a standard contract model and negotiation model
in industry-university-institution collaboration is required. Both public /
private collaboration is performed by the contracts. Thus the bargaining power
can hinder the collaboration, so by the models, contracts among different
parties can lead "win-win" strategy and fair and productive agreements can be

made.

Keywords : Industry—University —Institute Joint Research, Ownership
of Intellectual Property Rights, Utilization of Intellectual Property

Rights, Employee Inventions Law, Cross License, Royalty
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