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4 35 USC 112, 2nd paragraph (definiteness requirement) — “The specification shall conclude with

applicant regards as his invention.”



O[3t At 2 S25|0f Y= E2tn SX|2tE 35 US.C § 282 (b)°9] Q70| TtE3}X|
XStH Olof Ciet R =l HEg 25 Jo| M7l & = ULk 7| st A2
Yol EFHO|L FEEA ZYE00F SHXZH SAl0| Ol E5{HM= e[H

Hel WolM A siMol Zhsdtotn ofopr| St QA= Foloh £ G YAt

200 gejHel siAo| JhssiitH Frael Hest §A Zd & == UCHD 0|op|
ko QICH7 mMEtM E3 HJPe ZHAMA| HREE9 EFH Ji0|E29le 72X HAH

=

YRR HREHLD A= HFOILh 5 o7 EHE2 oo CishA o= FE

2&S o7 WK dge deot &S ofM3ty| ofiz 28017 M2 &S

otz YHUME Yo WETE ZHXZD 7IeHY WES TESH|ZL Xl A

> 35 U.S. Code § 282 - Presumption of validity; defenses
(b) Defenses. — The following shall be defenses in any action involving the validity or
infringement of a patent and shall be pleaded:
(1) Noninfringement, absence of liability for infringement or unenforceability.

(2) Invalidity of the patent or any claim in suit on any ground specified in part II as a

condition for patentability.

6 MPEP § 2173.02(I) (“A broad claim is not indefinite merely because it encompasses a wide scope

of subject matter provided the scope is clearly defined.)
7 In re Am. Acad. of Sci. Tech. Ctr, 367 F.3d 1359, 1364[, 70 USPQ2d 1827, 1830] (Fed. Cir. 2004).

8 During prosecution, PTO gives a patent claim its “broadest reasonable interpretation consistent

with the specification” (MPEP 2111).

O TGN, So|E, H3E, LA}, 2011
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i=|
H

sta Hel(federal circuit)O M= MESE| YATH £=Fo| ES BH 7|F(insolubly
ambiguous) 12 FA[StOo BN AIME mDOI0| 35 USC § 112 of 2AH3to] E3{9

FEdS FYoH| OfE@A ol ALK mMEtM 2 SHd A

trol)250| O|Me £F A3t REQZ o2 T A U 7Holo] A58 sy
2% O AS0l 2% o mME x2 2A5HE0 Es o =7
2to|(settlement) S MEASHA St QUCL Of7|0M= Of ZHO| CHsHA H&= UAA CHRO

B0 ok 22 5 280 et 0j= g MER 7|2 MAIZO wap 7|&8
QAMSL XL SICE FIIX oz ohz, 0=, {9

E51Ea A 7IE0 As B el =G THStE 7IES Z20] HmoiEHA

0 (35 U.S. Code § 282 - Presumption of validity; defenses)

1 The Federal Circuit created the "insolubly ambiguous" standard to determine definiteness of
patent claims in Exxon Research and Engineering v. United States, 265 F.3d 1371, 1375 (Fed. Cir.
2001)(holding that "[iIf a claim is insolubly ambiguous, and no narrowing construction can
properly be adopted, we have held the claim indefinite.") : S|Z2E = Q= EISIC= L9 2 O

=
LHE sfH0] B 4 g8 WEZR Ruwo ¥EI 32 2L

AS, oHAZ S50 =i gHet dgss SN 2 &
58 ZHXZ 0|52 Fote A= FEoHoF SHCh= 2H0| 228 £ ChE ZE2E NPE (non-

practice entity) 22 PAE (patent Asserting entity)2 £c|1 USH PAEZ} AAWELE oK &
O oILt CHE B2E S8 7ot E5E 0|8diM 252 Hol= YME= M 28N

PEA EZof X1 Ug

ajo



P2 HEXNQ @1QI35US.C§ 112 2™ thtof o3 HAMAME 7|E22 HESH
20| 0F otct. SHX|ZH MFOM QAGSIUR0| SdHez Y2 MMl Hel2n
f@A AHdels Aol Ol= S31Fol Jtojegtel B oojn ESH MHALIPFEOAM Qg

BEEZH)0| gle 4% O 20 A 2Hdw[E otch mEtM HEE2| B2 S50
FMAMOM ZEE0] Ae AECHE de| HeE E9 2dRE A2l HAHMEZ o[
X0l RDSHA AOjH otelo] LS mSt7|of ofg4z0| BCh 53| Oj= AIA
0™ (Leahy-Smith America Invents Act)!*0f QIsiA YEEO| LHE 0o Fads CtE
mj 20| Best mode™ (MY W& S0M 7t L& Aoz YUHS HOtof &) F20

A HSH ZTF et MAMel 28 A grgdnel HEdS Iergto| 02430

teE A2z oALn ol 557t sdds 2¥sts il tSoA F= o =(quid

13 USPTO gives claim claims the broadest reasonable construction in light of the specification and,
if claim is amendable to two or more plausible construction, applicant is required to amend claim
to more precisely define metes and bounds of claimed invention or claim is indefinite under § 112,
12.

Ex parte Miyazaki, 89 USPQ2d 1207 (BPAI 2008) (expanded panel)

14 LEAHY-SMITH AMERICA INVENTIS ACT, http://www.uspto.gov/aia_implementation/20110916-
pub-1112-29.pdf, (2011)

1535 U.S. Code § 282 - Presumption of validity; defenses
(b) Defenses— The following shall be defenses in any action involving the validity or
infringement of a patent and shall be pleaded:
(3) Invalidity of the patent or any claim in suit for failure to comply with—
(A) any requirement of section 112, except that the failure to disclose the best mode shall

not be a basis on which any claim of a patent may be canceled or held invalid or otherwise

unenforceable; or



pro quo)?l S71X2l SJHUN F= = S0l S5 LHE Mo ozs= 437

of Th3t 2RO A|Zto] g2 Hx|m ULk

1.35US.C§112 2™ o £

JFCHE g 80 tist 82 2d T otLtel g0 s 23ct 0= S|

35 USC § 112 2 chtollM CHA| ot FQ EHojo| FESaX otk 1 &2

YA MO Z|etst g0l 2 HSHA (Particularly), £785HA|(Distinctly) 2Hd E|0{OF BHCFL
O|OF7|5t QUCE O47|A "2 HSIA' (Particularly)’® £0{0| CH$ CHE AN S AMEEHS O

‘=ESHAIL EMBl, EEHHOIX] A, =0l Zhsctt=ET Zostn AL

[ ]

'EF5HA'Distinctly) 7= L2 AN HEZS I 'SY5HA 'FEE=E, '22to] glof’

galstn RALt SpX|T LT S37%t S

Jfu

™ = H=2Hindefiniteness)0| SHEHSI= AIS 2

S5 72 THSH| @A =0 ACE 8282 =0 o3 £3{el RmY0| FFEY

16 Particular :
1 In detail or in particulars; item by item, or part by part...3. In a particular manner;
expressly.” Id. at 1783.
2 Relating to a portion of anything; separate; sole; single; individual; specific ...2 Of or
pertaining to a single person, class, or thing; not general; not common .." Webster's

New International Dictionary 1783 (2d ed. 1948).

17 Distinct :

1. Distinguished; discriminated by a visible sign; marked out. 2. Distinguished by nature or
station; not the same; separate ; individual ...3. That may be seen or discerned; clear; plain;
well-defined .."Webster’s New International Dictionary 755-56(2d ed. 1948)

2. "So separated as not to be confounded with any other thing;... not confused.” Webster’s
Dictionary 354 (Imperial ed. 1864.)
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Molg P w2ty S YFOME =S HRYS WA fM LT 528
Ho EdAas2 H7|E 0| §112 2" (indefiniteness) 0| 21380 E3 =

Hta Esh Q30| HA3| ZO{E= A|ARQI Z{o|Ck

B3t (Insolubly ambiguous) O|2te 02 AEs| 2 +=F9| AMIHE XA|StD ULt

5 oYt dRets YA B2 O 83 sjA0] ofH YMo=E EIhs o Y

gt 235t QUEE ol O 250AM & 55 7 20 oisiM &
YAzt o2 Qlo|2 4o AZZICD X2t LE 40| = Faottt= LT
Z0[C}. Eoh SSAATE FHFYel 2 sHMol s Ae[HQ siMdES Ws=Ch

gR2te 21790| El= A22 £3 4&9 Huelo| YoM E 4T3l =25t e
= S0l QURUACL H=O| OjF A& EIPFoM muelse B £ F g

8| A (Claim construction)} §112 2™ E3k(indefiniteness) =&t ALO|OA O Zi0j

ZFOMHE £ Tsob sHEXOf Cf3t Mol J|=0| ojN EEHCE 2B ARE
" CAFCE Soi2asiolasol Anlt Seysasel InJt SSQEN0l 2HES a7l 9

Qp=a
o=
§f 5H22el fZ(Preponderance evidence)= Lt A4S Huisiya =ZHAISE Z7H(Clear and

convincing evidence)& H|7|6t0] RaFXE SlHEE A8 @F

19 Star Scientific, Inc. v. RJ. Reynolds Tobacco Co. 537 F3d 1357, 1371 (Fed. Cir. 2008)("If
reasonable efforts at claim construction result in a definition that does not provide sufficient
particularity and clarity to inform skilled artisans of the bounds of the claims, the claim is

insolubly ambiguous and invalid for indefiniteness)
20 Halliburton Energy Serv., Inc. v. M-I LLC, 514 F.3d 1244, 1249 (Fed. Cir. 2008)

10
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T SiA(Claim construction)ZHa KYEO| FMo| B oA SMEX Hy
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OlHYUXIA ELCh* Ol &5 250 5% 2 AR T oLt 2=of ofjg Hha

Cist st HE 7|20 Qs A FIROX[2 stct otz I (Figure 1)20A EZO|
§102(a)2t &HH A HLRANA SH=Hindefiniteness)| CHst 17| =S HEE

35%~40%etE =2 X2 LIEfLED QACE SpX|2F 0| ofeh mtv|etE H|&ih I|1of

21 Before a patent can be declared indefinite under the federal circuit's test, the patent must go

through formal claim construction proceedings. Biosig instruments, 715 F.3d at 891
22 Interactive Gift Express, Inc. v. Compuserve Inc,, 256 F.3d 1323, 1346-47 (Fed. Cir. 2001)

23 UNIV. OF HOUSTON LAW CTR., T U.S. PATENT LITIGATION STATISTICS PROJECT,
http://www.patstats.org [hereinafter PATSTATS] (Mar. 7, 2009)
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FIGURE 2

REVERSAL RATES BY ISSUE AT THE FEDERAL CIRCUIT FOR PATENTEES
THAT WON AT THE DISTRICT COURT LEVEL (2000-2007)
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28 2014 Patent Litigation Study by Pwc (As case volume leaps, damages continue general decline)
2% Mary A. Woodford, Preliminary Analysis of IPLC Data

30 AM. INTELLECTUAL PROP LAW ASS'N, REPORT OF THE ECONOMIC SURVEY 29 (2009)
(reporting that patent litigation suits with over $1 million at stake cost roughly between $3 million

and $6 million).

31 "Patent are so vague,” one attorney said, that "[i]f someone claims infringement, the only way
to resolve it is through litigating.” Rich Steeves, New Report Examines the Economic Cost of Patent

trolls (Oct. 11, 2013)
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32 2014 Patent Litigation Study by Pwc (As case volume leaps, damages continue general decline)
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Chart 2b. Median damages awarded:
nonpracticing entities vs. practicing entities
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Median damages are adjusted for inflation to 2013 US dollars.
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2ot £ oo et 4Z4dE MEZ2 b= F£ 502l B=G(Clarification)
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Wt AS 2013 HRE Qo #F =X F SiLtz £ UCEP Het Ao ERE

33 FACT SHEET-Executive Actions: Answering the President's Call to Strengthen Our Patent System
and Foster Innovation — the White House
Progress on the June 2013 Executive Actions

1  Transparency in Patent Ownership.

2 Enhancing Claim Clarity — The AIA reforms made important improvements to the patent

examination process and overall patent quality, but stakeholders remained concerned
about patents with overly broad claims in certain high-tech fields~
17
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3 Nautilus, Inc. v. Biosig Instruments, Inc. (13-369)
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sie LHEZ Biosig Instrument Inst.0f L=5tA| EICE Biosig Inst. o A& AFO| 2AHT
20| MEH 2ol AlA2 1990 HLCHO| Biosig Inst.7 StairMaster Sports Medical

Products, Inc. Off 2t 7|=2 HBSIY L 0| StairMaster Sports Medical Products,
Inc= Biosig inst. 28H 2fo|idA =5 glo] iF 7[&0| S0t MES ASZHAM
THOR S RACE O] 0f StairMaster Sports Medical Products = Nautilus, Inc. O S+ &
Sl Biosig Inst. = StairMaster Sports Medical Products & S+ o510 A HES
A% Mastn e Nautilus & HOIE 2004 H 78 X|HHA*0 A5 H7|UCt 0o
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of7|M A AAb IFEO| SO0jZt 53 TS MWEH Biosig Inst o S

=2
(US5337753)= E7e (SET i & 157122 O|[RO0A™ bt 0f7|A 5 2 60f

3 Sued Nautilus for patent infringement in 2004 (Southern District of New York. Pet. App. 8a, 53a.)

36 Reexamination2 HtM o Z 1022} 1030 W2t E3(9] FadS CHEHAM A 3XH7F MAMDHE
oA HI2™Moz HOIZF 7Is53HX|, OfuIX|of [}2fA Ex Parte reexaminationd} Inter Parte

reexamination@ 2 L} O FICH
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A heart rate monitor for use by a user in association with exercise apparatus

and/or exercise procedures, comprising;

an elongate member;

electronic circuitry including a difference amplifier having a first input terminal
of a first polarity and a second input terminal of a second polarity opposite to

said first polarity;

said elongate member comprising a first half and a second half;

a first live electrode and a first common electrode mounted on said first half in

spaced relationship with each other;

a second live electrode and a second common electrode mounted on said

second half in spaced relationship with each other;

said first and second common electrodes being connected to each other and

to a point of common potential;

said first live electrode being connected to said first terminal of said difference
amplifier and said second live electrode being connected to said second

terminal of said difference amplifier;

a display device disposed on said elongate member;

wherein, said elongate member is held by said user with one hand of the user

on said first half contacting said first live electrode and said first common
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®

electrode, and with the other hand of the user on said second half contacting

said second live electrode and said second common electrode;

whereby, a first electromyogram signal will be detected between said first live
electrode and said first common electrode, and a second electromyogram
signal, of substantially equal magnitude and phase to said first electromyogram
signal will be detected between said second live electrode and said second

common electrode;

so that, when said first electromyogram signal is applied to said first terminal
and said second electromyogram signal is applied to said second terminal, the
first and second electromyogram signals will be subtracted from each other to
produce a substantially zero electromyogram signal at the output of said

difference amplifier; and

whereby a first electrocardiograph signal will be detected between said first live
electrode and said first common electrode and a second electrocardiograph
signal, of substantially equal magnitude but of opposite phase to said first
electrocardiograph signal will be detected between said second live electrode

and said second common electrode;

so that, when said first electrocardiograph signal is applied to said first terminal
and said second electrocardiograph signal is applied to said second terminal,
the first and second electrocardiograph signals will be added to each other to

produce a non-zero electrocardiograph signal at the output of said difference

22



amplifier;

® means for measuring time intervals between heart pulses on detected

electrocardiograph signal;

16 means for calculating the heart rate of said user using said measure time

intervals; said means for calculating being connected to said display device;

17 whereby, the heart rate of said user is displayed on said display device.

MAA -0 A Nautilus £ Fujisaki E8]E 22 Biosig 0| &H2 Al (Novelty or
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37 Fujisaki (4,444,200) A heart pulse rate measuring system comprises a casing, a pair of rod-
shaped grip sensors extending outwardly from the opposite sides of the casing for sensing a
heart pulse signal, and an electric circuit for calculating a heart pulse rate from the sensed heart
pulse signal. Each of the grip sensors is composed of two conductive cylindrical electrodes
arranged in an axially aligned relationship and electrically insulated from each other for obtaining
a pulse rate utilizing the potentials at four points in a user's body. The electric circuit includes a
differential amplifi er, having a ground connection to one of the two electrodes of each sensor
and two inputs for the remaining electrodes. A filter is used to eliminate noise from the output of

the differential amplifi er, and a computer calculates the heart rate from the output of the filter.
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39 Dr. Henrietta Galiana, who described Lekhtman'’s device as having “closely spaced electrodes”
and whose “mock-up” of Lekhtman’s “invention” had a spacing between electrodes narrower than

the width of each electrode. J. A. 166-68
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Fujisaki's device, the electrodes are Lekhtman asserted that in his device, in
"wide” and ‘closely spaced,” with the contrast, the two electrodes touched by each
space between electrodes “narrowed hand are “relatively narrow and spaced apart,”
than the width of each electrode.” 1d. At with the space between electrodes “wider
158-59 than the width af each electrode” Td At 159

Lekhtman
'753

Fuiisaki
(prior art)

flel JB0M = = UXO0| &0 1 A= F 7Hel ©F AtO|7t Biosig inst. %2
2 Y710l Dr. Lekhtman O 2@ 1} Fujisaki o ZHO|A =015 K07} Lte ZHES 2 %
7t QULCE Ol0 E35 B2 Fujisaki E5|t 2 &5 £75{2l Lekhtman o] E5{7t HF9|
M (electrodes)2| AtO|=Qt M=7H0| 7+A0| XO|7t QUCte ZeE En 2T FFY0

CHsi A E3{ d (US 5337,753)2 78 &A EIRULC.

40 Asked the PTO to reexamine the Lekhtman Patent, asserting, inter alia, that Lekhtman’s monitor

was anticipated by and obvious in light of the Fujisaki Patent. C.A. JA. 418-518
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® a first live electrode and a first common electrode mounted on said first half /n

spaced relationship with each other,

® a second live electrode and a second common electrode mounted on said

second half /n spaced relationship with each other;
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A Mzo|ck. Fig 1 oM 2 £ UXO0| live™MZ 9, 13 2 ‘common’ M= 11,
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"In operation, the left-hand 100 of the user is placed over both electrodes 13 and 15

so that it is in physical and electrical contact with both electrodes. In the same way, the

right-hand 200 of the user is placed over the electrodes 9 and 11 so that it is in physical

and electrical contact with both electrodes.” (col. 3 lines 26 ~ 31) : 07| M= £&0| S|
7 H30 =234 Aot 25t ACE oA A0 o= HEQXE EHX[X|
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YAt7E 27|10 S=0| si40| Jtset REo 2 LAl ot IHE 3iE As 2F oM

0= g2 BHA2 =0 HEHY ZHo| iSiME Tl HZF2E ZAHde novo)E
TIWSHA EICH* O ARY 23 ZX|(question of fact)= Al HHRQl AFH 2
257 Q= Ol CHA| Z=APSHK| @f=Ci(deference). O{7|AM HO| & Arzd2 H+
130l & M= (common electrodes & live electrodes)?Zto| 7ZtZz0| 35 US.C. § 112, T

28 fUrY=X| EESHE AOILE Ol £ FFo 4o st ExHz o

-—

= Fd =g (indefiniteness)2 LHHSHE A2 HENQ AIAQUOZ SFARRA= HSEEH

CIA| ZAFS SFA EICH® SAMQe moksty|2 35 US.C § 112 2nd B2 of w2}

gAY =HE EUSANE ot F YA BE W FEEHID FESH

(particularity and clarity) M@HO| E|X| %S M= =HSSICtD 2O 6 Hgh s of

42 Kuebel v. Black & Decker Inc., 643 F.3d 352, 358 (2d Cir. 2011).

43 Star Scientific, Inc. v. RJ. Reynolds Tobacco Co., 655 F.3d 1364, 1373 (Fed. Cir. 2011) (“Star

Scientific II").
4 Halliburton Energy Servs., Inc. v. M-I LLC, 514 F.3d 1244, 1249 (Fed. Cir. 2008).
45 Datamize, LLC v. Plumtree Software, Inc.,, 417 F.3d 1342, 1347 (Fed. Cir. 2005)

46 Star Scientific, Inc. v. RJ. Reynolds Tobacco Co., 537 F.3d 1357, 1371 (Fed. Cir. 2008) (“Star

Scientific I")

28



UM 7Hg 2EH¥ez HA ot = Argel EHe 4 Atz & g1 A

MM, 2/ IZoMel EM (

0=
>
e
i=]
-
k1
nt
rlo
x
>
P
x
=l
mjo
1)
k1

&S
e,
4%}
k1
I
N
HU

QIEXOCl ZH Xtg, MEZl oA, AHd, WM &2 HISIFCE® 23 TH{ol AHz|
Z+AH (“spaced relationship”)0f| CHSiA = HAO| 7t3 LA E At T HXH7p EEH
WS M +=H™O| JtsTHX| O EULCE F& XLHJUAGME= 1DHEJE Fo| £

HMME H|FO| MM BES O = FMIFZ2E = common electrode?t live

electrode?to| 7+AE o|0St= ALE & ® 0| 7HH0| COHE F o= £ #E

P
2
kl

ZHAQIX] ot CRE ZhAQIX|Of Ozt Y& IRl MEolth 7v8 FHHE
HRYE WE SAXE (intrinsic evidence)S AES F= [ HC{0= B0 AL,
SHAIRH g4 0| WHSHI|E HIE JEHeE 430 &of UK FXT T AL

o

= M BMAe =R YA 2F0AM o= = OfO|C0E ¥ES =+ UL Lt

Ho
>
g
St
o
O
I
kl
re
rn
ot
i
A
_O'_|.
o
=
x
1o
|.|']
e
l_'__]
oz
-
o
1o
=
ol
mjo
o
+
2
>
_{
o
Jp
10

gis2 S0 oo = Us 7IeHe MLz O J7|eNMe=zEk 1E{L[0fof

47 Marc D. Sharp, “Festo X: The Complete Bar by Another Name,” (January 2004) Berkeley

Technology Law Journal, Volume 19]issue 1

48 Exxon Research & Eng'g Co., 265 F.3d at 1376 (citing Cybor Corp. v. FAS Techs., Inc.,, 138 F.3d
1448, 1454 (Fed. Cir. 1998) (en banc)); see also Verve, LLC v. Crane Cams, Inc., 311 F.3d 1116,
1119-20 (Fed. Cir. 2002)

4 Summ. J. Hr'g Tr. 10:16-22.
0 See '753 patent col. 3 Il. 26-31
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oM LtRE EMG A|ZHO0| CECH:s
A4S Ot L Q= AMMO|UD LHIIQl Mr. Lekhtman2 0|2 3£317| QI CHYst

—

YEHS SoiM 1 XOoIE HEMM ALEAS HE HE+E FHEot=O O[&3IULt
Of7|M Crefot golgt = H=gtel AT ofLzl A7 2 a2l o
Mz elIXof w2k oy yEez TAES ofOjetch I oA 2HF0A MEE Fujisakil

FRAZNAM o Xto|FOl UsA 7| M HdHE THSIRALD o7|M 2

>l Hoffer v. Microsoft Corp., 405 F.3d 1326, 1329 (Fed. Cir. 2005)
>2 See, e.g,, '753 patent col. 1 Il. 53-58, col. 2 . 12-19.

>3 See Communique Lab., Inc. v. LogMeln, Inc, 687 F.3d 1292, 1298 (Fed. Cir. 2012) (considering
statements made during reexamination as intrinsic evidence for purposes of claim construction).
His declaration was based largely on tests he performed to show the effects of electrode
configuration on EMG signals measured in the palms of the users’ hands. In particular, he
represented that the strength of an EMG signal measurement is proportional to the space

between the active and ground electrode and the size of the electrodes. J.A. 194-95
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I

Ol ULt OHIX[Hez of SHARL

CSH We SHAE7 2522 HF0f FAESO Biosig instolA HMES = 3 B
HME7}91 Dr. George Yanulis= LiA| | Of

ofsie = A WAL As WLz HAE 8 XY ME o0 £=eo] gtk

7t T=otAtt. 22 wEXYEAN M= EASEZ|E Biosig inst. O] HEot Tl=0A
F S HFE ofEA HHEX ==2%stn o|ds H QAKX B2 FH HER Hof

2R Y+ YSEEY > 20l2tE HOE XD FSEPES M 29 o= BEQX|

MEX|T OjOjR = SICto 2Lt FIIHCZ X 10| D E|AE Z4L Biosig inst.
oM ZlExt=0] Mzt AIR2S0A {EA Z7|eH2 sidS o|RA=X(0f ot 2O

fl BX oF glol duiet d4E SoiM Z[&Xe siZE O|RRUbt: = UCH

>* For comparison, Mr. Lekhtman tested the circuitry as recited in the ‘753 patent and the circuitry
as recited in Fujisaki, the prior art cited during reexamination. Mr. Lekhtman'’s test results indicated
that an ECG/EMG ratio “in the range of about 3-10 would be manifested at the output of the
differential amplifier” of the 753 patent as having substantially zero influence from the EMG
signal. JA. 213; 343. Conversely, an ECG/EMG ratio of about 1 or less, as generated by the
circuitry claimed in the Fujisaki patent, was found to be masking the ECG signal and thus

requiring further filtering after the differential amplifier. J.A. 213.
> Summ. J. Hr'g Tr. 38:16-24.
6 Summ. J. Hr'g Tr. 40:2-6.
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M MBAto] TAMel MWD 40| YlHEtE HTEO WS W U0 ofH
Moto| EXse HS o ZoE Holth KMHSoA O[of7|sts MK
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Nautilus =0 A Section 112 2nd 2ot HATES SlIEHE St= FAHOZE LYMRD

ol Halliburtono| =z 8 @t= C}=Ctn THCHSIQICE Halliburton THE|Q] HALo=

>7 Marley Mouldings Ltd. v. Mikron Indus., Inc,, 417 F.3d 1356, 1360-61 (Fed. Cir. 2005) (“Although
the district court was concerned that the claims encompass a range of volumes and thereby also

of weights, § 112 12 is satisfied when the relevant values can be ‘calculated or measured.”)

%8 Still, Nautilus seeks support in Halliburton. In Halliburton, the invention at issue was a “fragile
gel” that was used in drilling. 514 F.3d at 1246-47. This court found that the patent-at-issue did
not disclose how the claimed “fragile gel” performed differently than the disclosed prior art, such
as "how much more quickly the gels broke when stress was imposed, or how much more quickly
the gels reformed when stress was removed.” Halliburton, 514 F.3d at 1253. Halliburton’s failure to
distinguish the fragileness of the drilling fluids of the invention from the close prior art, according
to this court, was fatal because it did not limit on what was invented beyond the prior art. Id. For
example, the court noted that the fluids of the invention may provide less resistance to shearing
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(i.e., break more quickly) than the prior art fluids, but the degree of improved speed, the court
said, remained ambiguous. Id. Thus, this court held that it was unclear whether a skilled artisan

would have interpreted this claim as having an upper bound of fragility. Id.
%9 Renishaw PLC v. Marposs Societa’ per Azioni, 158 F.3d 1243, 1250 (Fed. Cir. 1998),
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=30l tiet 7|E0| &9s| dHotn Eot E5f 35US.C112, 1 2 ThEre] 220

CHet EEE 7|20 SLXStEZ o4 gRlol 7|F0 oot =82 YR -t

Of 7| A C}A| S 35 US.C § 2822 AtmE DX} otCt,

€0 Tegal Corp. v. Tokyo Electron Am., Inc., 257 F.3d 1331, 1342 (Fed. Cir. 2001).

1 On January 10, 2014, the Supreme Court granted certiorari in Nautilus v. Biosig Instruments
(13-369) to decide the proper standard for finding patented claims indefinite under 35 US.C. §
112.
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35 U.S. Code § 282 - Presumption of validity; defenses

(@ In General. — A patent shall be presumed valid. Each claim of a patent (whether
in independent, dependent, or multiple dependent form) shall be presumed valid
independently of the validity of other claims; dependent or multiple dependent
claims shall be presumed valid even though dependent upon an invalid claim.
The burden of establishing invalidity of a patent or any claim thereof shall rest on

the party asserting such invalidity.

(b) Defenses. — The following shall be defenses in any action involving the validity

or infringement of a patent and shall be pleaded:

(1) Non-infringement, absence of liability for infringement or unenforceability.

(2) Invalidity of the patent or any claim in suit on any ground specified in part II as

a condition for patentability.

(3) Invalidity of the patent or any claim in suit for failure to comply with—

(A)  any requirement of section 112, except that the failure to disclose the best

mode shall not be a basis on which any claim of a patent may be canceled

or held invalid or otherwise unenforceable; or

(B)  any requirement of section 251.

(4) Any other fact or act made a defense by this title.

slo] QEMES CHRE 35USC § 282 288 AMHED @UME E3j9 Raie
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63 Fest Corp. v. Shokestsu Kinzoku Kogyo kabushiki co., 535 U.S. 722, 731 (2002); It need only be
sufficient to convey to the skilled artisan a reasonable understanding of the metes and bounds of

claim.
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67 Marc D. Sharp, “Festo X: The Complete Bar by Another Name,” (January 2004) Berkeley

Technology Law Journal, Volume 19|issue 1

68 United States v. Adams, 383 U. S. 39, 48-49 (1966) (specification); Festo Corp. v. Shoketsu
Kinzoku Kogyo Kabushiki Co., 535 U. S. 722, 741 (2002) (prosecution history).

69 E. Manzo, PatentClaim Construction in the Federal Circuit §80.2, p. 9 (2014)

70 The Federal Circuit suggests that a permissive definiteness standard “ ‘accord[s] respect to the
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statutory presumption of patent validity. " 715 F. 3d 891, 902 (2013) (quoting Exxon Research, 265
F. 3d, at 1375). See also §282, 11 (“[a] patent shall be presumed valid," and “[tlhe burden of
establishing invalidity of a patent or any claim thereof shall rest on the party asserting such

invalidity”); Microsoft Corp. v. i4i Ltd. Partnership, 564 U. S. (2011) (slip op., at 1) (invalidity

]

defenses must be proved by “clear and convincing evidence”).

L MPEP 2173.02, quoting Orthokinetics, Inc. v. Safety Travel Chairs, Inc., 806 F.2d 1565, 1576 (Fed.
Cir. 1986).

72 Congress's purpose and this Court's precedent erase any doubt that Section 112, T 2, means
just what it says. A claim “particularly point[s] out and distinctly claim[s]” the invention only if it

clearly and precisely defines the invention’s boundary lines in a way that a reader skilled in the

relevant art would understand. If the claim is instead ambiguous, such that readers could

reasonably interpret the claim’s scope differently, it is invalid

73 In General Electric, the court held invalid for indefiniteness a claim because the claim’s meaning

was not clear to one skilled in the art. 304 U.S. at 368 see id. at 369-74.

74 In United Carbon, the Court rejected a claim that was “bad for indefiniteness,” because its terms
describing the product's dimensions and other structural attributes could bear a range of meaning
to one skilled in the art.
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The patent’s only hints as to what the ambiguous terms in the claim meant were "inaccurate
suggestions of the functions of the product” which are insufficient to define the invention
particularly and distinctly. Id. At 234.

> Eon Corp. IP Holdings LLC v. Flo TV Inc. et al., case number 1:10-cv-00812

The test is not whether a PHOSITA could write the necessary computer program, but whether the
patentee taught the public how to accomplish the claimed function in the specification by
disclosing the algorithm. The patentee is required to disclose this expertise in exchange for patent

protection. Without it the claim term cannot stand.

76 A claim whose scope, read in context, can bear two or more reasonable interpretations to one
skilled in the relevant art — or that has no discernible meaning — is therefore impermissible. Such a
claim does not provide the public with clear notice of “which features may be safely used or

manufactured without a license and which may not.” Gen. Elec,, 304 U.S. at 369

7 The Guidelines expressly reject the proposition that disclosure of the algorithm is unnecessary if
the skilled worker "is capable of writing the software," citing Blackboard, Inc. v. Desire2Learn, Inc.,
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574 F.3d 1371, 1383-1385 (Fed. Cir. 2009) and Net MoneyIN, Inc. v. VeriSign, Inc,, 545 F.3d 1359,
1366-67 (Fed. Cir. 2008).

78 Markman, 517 U. S., at 379.
79 See generally 1 R. Moy, Walker on Patents§4.2, pp. 4-17 to 4-20 (4th ed. 2012).
80 Act of July 8,1870, §26, 16 Stat. 201 0|%0f Section 112 of the Patent Act of 1952,
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8 In Eon-Net LP v. Flagstar Bancorp, 653 F.3d 1314,1316 (Fed. Cir. 2011)
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ot A QI Interval Licensing LLC v. AOL, Inc. Nos. 2013-1282, -1283, -
1284, -1285 (Fed. Cir. Sept. 10, 2014)2 F=T It ULt XM AMHEHEH

Interval S|AFZF EHX|ZHO| ZHM GiO|

il

@ ZEHEZ disply AIFFE 2
HQslD QARULCE (AL ES|HT: 6034652, 6788314%) Interval 2 EE ES|stCtn

otctsl  AOL, Google, Apple 12|11 Yahoo!E AHZE &

mjn
=
Al
2
n
re
g

X EHAN A= THCHSI7|1E &5 ES HAY “displaying... in an unobtrusive manner

that does not distract a user of the apparatus... an image..."2| "Unobtrusive manner”

fot

(sl =X A =2 2 ®A EANO et 807t =¥z EZX7t A7

J

A= of HO7t MMt S5 FRIPEe ARHME oA 285 ot /A

AL EEDE Xf A Af(reexamination)IFHOM E 23 THOJOf CHgt E3O| YI2E =
=FSSICtn TESHo] E3{9] |7 K| Ut EHASIGICE 0|0 Interval 2 HEHZO]
=501 A0 a2 2FAUCE SABRAUN M= 7|EQ| “insolubly ambiguous” Lt

87 Representative claim 1 of the 314 patent:

1. A method for engaging the peripheral attention of a person in the vicinity of a display device,

comprising the steps of:

providing one or more sets of content data to a content display system associated with the

display device and located entirely in the same physical location as the display device;

providing to the content display system a set of instructions for enabling the content display
system to selectively display, in an unobtrusive manner that does not distract a user of the display
device or an apparatus associated with the display device from a primary interaction with the

display device or apparatus, an image or images generated from a set of content data; and
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M= olf H HHO| 7ks¢t O|f7F FS|of gtez AMHE Q50| gle™ COHE
oxel dFHS 7t™H 2 = US¥¥ 0t [FASIHCH SHZCH OHX[He=z Folsijop & H2
Interval ZHHO|A = EHRUAZO0| FEAOI CHO{(subjective word)O|Ct FEHA QI CHOl E7|

HEE Al moioF g Apeto|tt. Thef THOJOf CHgh

LE@X|= QURIBH Cfgilol M2 70| 21918 MBHA 017 4% F07Lt 259
SlEU ZOIX Ut MO UCH WOIHOl ZTOIA 35 USC § 112 27 of 2HBHA
Ssjo| REMg FHY & YTt O O R HOE HIYO| A HOSO0| o)
R0l X MM ZY YAl MESS BB AHED QO ¥Ry

YOIk AMRE O/= B 225 XN7| 5t AS 22s) 2 5+ AUCL

6. 02/9Y E5|MoMel WY B J|E Hla

|

8 The extent of the protection conferred by a European patent or a European patent application
shall be determined by the claims. Nevertheless, the description and drawings shall be used to

interpret the claims.

8 EPHEo] AR0= YHIX O Z Means-plus-function@ 2 S{AE|7| 20 HFeo| LfL0|
MM oM ol M40f Tt Ofof Bl Bj=0f|A= means-plus-function = s 43t7| 2SHA =
Y7ol EF Fx7t S0{7t0F oLt O] S0f 'means for'gt= THO{7} S0{7I0F Bt} HX| £
d FAZHOl thojof St Al means-plus-function@ 2 A =ICE 0|2 ZAL20EF MM S|

8
siAfo] =1 Hou MMzt HZED2TF HesloF Stoh 2 YEQ U2 Section 112 2

J

|_

Para. EC} G 7}CI2& Section 112 6% Para. o =AH3s1 QICH
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1 8+ &9

® Of0f 2ot £HO| "about, essential, similar, substantially, type, and relatively” &

MMM S35 st QA0 S

® Ominbus Y2 3{8EX| =L}

® XY XN E BHAL|0jOF SFX| CIE reference table O|L} 128 QI8N =

re

E|_| |:|._93

2. GMMet 72 & Sate| gty

% Oj= A AL 740|E, Manual of Patent Examining Procedure (MPEP), Ninth Edition, 2100 (2014)

9 The use of relative terms in claims is a factual and subjective test, not an objective test. Terms
that are scrutinized by the PTO include “about, essentially, similar, substantially, type, and relatively.
These, and similar, terms should be defined in the specification as tho their exact meaning relative

to the invention.

92 Omnibus claims — Omnibus claims which read “a device substantially as shown and describes”
are indefinite. These claims are not allowed in the US because they do not express the metes and

bounds of the claim.

9 The claims should be as self-contained as possible and should not reference tables and figures

unless necessary.
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9 Claims that are inconsistent with their supporting specification or the prior art cannot be
considered reasonably particular and distinct, even though the terms of the claims may seem

definite. [MPEP §2173.03]

% The scope of the claims must be defined clearly under section 112, 2nd paragraph. (It is not
the breadth of the scope, but whether that scope is clearly defined that matters to a sections112,
1st paragraph issue.) An example of indefinite claim based on lack of scope includes: “between 58%
and 75% of the height of the rider” when the rider’s height is undefined

% Stating specific numerical ranges in a claim does not usually raise an issue of definiteness.

Exceptions include 1) narrow and broader ranges in the same claim (e.g., a length between 5 and

16 inches, preferably between 7 and 8 inches) and 2) open ended numerical ranges (e.g., at least

12%) which should be checked carefully for consistency with examples and guidelines in the rest

of the disclosure. In order to avoid a §112, 2nd paragraph rejection, keep exemplary language

(specific examples) and preferences out of the claim language and limit them to the specifications
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4. M&iAte] Hof

® O|Ho| THOE 0|07 3t BF OE =0 a lever 7t RACHH Z2 HO

i

O|0f7| SHCHH said lever, the lever 2 2HOFOF SHCEY

o= 53 28 Al 87 g0 it 70[= 2tel2 o= Z= SM5HA 0]op7|

ot A2z Eojfth  SRX|T olet  #Z2  ZHo|EErlE VMK EFEOl

= d=t(indefiniteness)SChl EEHSEZ |0 = afer BHO| QUK QiCh =/ 2PH0AM 23
g = e 52 =2 SiCtn HESH7| HObe XM AL (reexamination 2

reissue) F2 ZRIFOM HAdS EF5= W8S SHM HZ X[t 7Hsstn

97 References in a claim to, for example, “said lever” or “the lever” when there is no previous
reference in the claim to a lever creates uncertainty as to what the claim is referring to. A lack of
antecedent basis results in indefiniteness, unless the scope of the claim could be reasonably

ascertained by a skilled artisan

% A product-by process claim is a product claim defining the product in terms of the process that
makes it. Such a claim is not inherently indefinite. However, a product and process claim in which

both an apparatus and the process for using it are claimed is indefinite

9 Claims to a process that do not include any steps to be taken in carrying out the process are
usually held to be indefinite. For example, a claim to “a process for using X of claim 4 to isolate
and purify Y” was found indefinite because it recites a use without giving steps for how the use is

practiced.
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101 Thomas G. Packard, case number 2013-1204, in the U.S. Court of Appeals for the Federal

Circuit.
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40

7|2 E|0{OF BtCt OfOF7|12 &t QUCH FL XtAS| 7H0|E 2telg HIEnX; ShCt
7t0|E 22l ("Guidelines for Examination in the European Patent Office”) Part C 2|
Chapter I, 4 Clarity and interpretation of claims 0| A] A&3S}7|E Article 84 0 23l A,

Hslg HENo=z EIZL FNMo=Z £ I B WS AW AoM Y=

Yrds T UM M2 MAlg &R 7HK] AfgSE & 20 Sto.

RN "YW= E&=(inconsistency’)0| L|=X|E BIOF $ICE O7|AM 20| E[X| &4

ZABor Bt A2 G BMALS EXE XoCh FSoAM FEots A%t

102 Article 84, “The claims shall define the matter for which protection is sought. They shall be

clear and concise and be supported by the description.”

103 o8 ES|HO|MO AAL 7HO|E, Guidelines for Examination in the European Patent Office

(2014)
4. Clarity and interpretation of claims
4.1 Clarity

The requirement that the claims must be clear applies to individual claims and also to the
claims as a whole. The clarity of the claims is of the utmost importance in view of their
function in defining the matter for which protection is sought. Therefore, the meaning of the
terms of a claim should, as far as possible, be clear for the person skilled in the art from the
wording of the claim alone (see also III, 4.2). In view of the differences in the scope of
protection which may be attached to the various categories of claims, the examiner should

ensure that the wording of a claim leaves no doubt as to its category.
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104 4 3 Inconsistencies

(i) simple verbal inconsistency For example, there is a statement in the description which suggests
that the invention is limited to a particular feature but the claims are not thus limited; also, the
description places no particular emphasis on this feature and there is no reason for believing that
the feature is essential for the performance of the invention. In such a case, the inconsistency can
be removed either by broadening the description or by limiting the claims. Similarly, if the claims
are more limited than the description, the claims may be broadened or the description may be

limited

105 E3

o

ZRE 2H SSFEFHAN ZIME Y FE 7|&d W Where a patent
application has the same subject matter as a utility model application and the applications are
filed on different dates, only the applicant of the application with the earlier filing date may
obtain a patent for the invention(E3|Z /0| UOA 1 BHO| QX|7t AgrlotEeint 2+ E

o
SlERl d8uletERe /Y0l L0, dEdE S8 S/dAUL 2o E5dS =5

[

106 (i) inconsistency regarding apparently essential features For example, it may appear, either
from general technical knowledge or from what is stated or implied in the description, that a
certain described technical feature not mentioned in an independent claim is essential to the
performance of the invention, or, in other words, is necessary for the solution of the problem to
which the invention relates. In such a case, the claim does not meet the requirements of Art. 84,
because Art. 84, first sentence, when read in conjunction with Rule 43(1) and (3), has to be
interpreted as meaning not only that an independent claim must be comprehensible from a
technical point of view but also that it must clearly define the subject-matter of the invention, that
is to say indicate all the essential features thereof (see T 32/82, OJ 8/1984, 354). If, in response to
this objection, the applicant shows convincingly, e.g. by means of additional documents or other
evidence, that the feature is in fact not essential, he may be allowed to retain the unamended
claim and, where necessary, to amend the description instead. The opposite situation in which an

56



L2 (subject matter’)

rlo
>t

7ol ofsf E=2{Ltof oiCh Yo ZEX e

0

BR0le g7 S HolM ZYEES ofof oo ofX|Th oMLt 20| Thed|

OISHE QT +=FC2 AFEELIH Ho| Zetk[X| @fotzs ElChY

= HMes 282 oy Ee= WEO[ E2{LIof oLk e & HAUE BE M LK E o

M=

FE2s 70 EX HUCL M Rt

k1
=}
rn
Ot
Rl
rir
62
rir
_Ij_
2
N
x
H-|
r
ra
mjo

ele =M= & YAHO[L.

A We= oo HA HAE mBioF otof. Ol =9 ZhECH'thin®), & CH('wide”),

YotLt('strong”)Ete THO{E2 A HOS0[7| M0 msoF St ShX|2F ZEH2
SHHHQ o7 OfL{ FHMAMOIM & gel S 2¥EO ACHH MHECE SHX|T Z O

independent claim includes features which do not seem essential for the performance of the
invention is not objectionable. This is a matter of the applicant's choice. The examiner should
therefore not suggest that a claim be broadened by the omission of apparently inessential

features;

107 (jii) part of the subject-matter of the description and/or drawings is not covered by the claims.
For example, the claims all specify an electric circuit employing semiconductor devices but one of
the embodiments in the description and drawings employs electronic tubes instead. In such a
case, the inconsistency can normally be removed either by broadening the claims (assuming that
the description and drawings as a whole provide adequate support for such broadening) or by
removing the "excess" subject-matter from the description and drawings. However, if examples in
the description and/or drawings which are not covered by the claims are presented not as
embodiments of the invention but as background art or examples which are useful for

understanding the invention, the retention of these examples may be allowed.
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108 4 6 Relative terms

It is preferable not to use a relative or similar term such as "thin", "wide" or "strong" in a claim
unless the term has a well-recognised meaning in the particular art, e.g. "high-frequency" in
relation to an amplifier, and this is the meaning intended. Where the term has no well-recognised
meaning it should, if possible, be replaced by a more precise wording found elsewhere in the
original disclosure. Where there is no basis in the disclosure for a clear definition and the term is
not essential having regard to the invention, it should normally be retained in the claim, because
to excise it would generally lead to an extension of the subject-matter beyond the content of the
application as filed — in contravention of Art. 123(2). However, an unclear term cannot be allowed
in a claim if the term is essential having regard to the invention. Equally, an unclear term cannot

be used by the applicant to distinguish his invention from the prior art.
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130 The Federal Circuit created the "insolubly ambiguous" standard to determine definiteness of

patent claims in Exxon Research and Engineering v. United States, 265 F.3d 1371, 1375 (Fed. Cir.

2001)(holding that "[i]f a claim is insolubly ambiguous, and no narrowing construction can

properly be adopted, we have held the claim indefinite.")
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131 a patent’s claims, viewed in light of the specification and prosecution history, inform those
skilled in the art about the scope of the invention with reasonable certainty. No. 13-369 Decided

June 2, 1014.

132 MPEP 2173.02, quoting Orthokinetics, Inc. v. Safety Travel Chairs, Inc., 806 F.2d 1565, 1576 (Fed.
Cir. 1986).
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Abstract

Consideration of Claim indefiniteness

HAN SANG YOUNG
School of Law
The Graduate School

Seoul National University

The most important thing in the patent can tell that the claims. No matter how well
written the content of the statement, if the claim is not well written, it is difficult to
guarantee the proper scope of the invention. Therefore, clarification of the claim
and the efforts for clear and detailed work are required. However, some exploit
them in negative side. Patent trolls in particular exploit it in patent litigation by
using the patent claims which are vague and ambiguous. Patent litigations are
analyzed for a long time unlike other litigations. The contents of the claims have
difficulties requiring more analysis. Therefore, to prevent such abuses, party
should clarify the intent of the original patent claims and patent law has clearly
recommended that you should create clear claims. Even though, it is allowed to
create broader scope of claims. Its boundary can be seen that the ambiguity. There
would be a problem, especially in the United States to apply the law to the other
standards of the uncertainty about the claims in the District Court and Court of
Appeal and the frequent cases where the decision often reversed. It is also for
litigation parties being discomfort by creating unpredictable results litigants. In the
recent case in the United States, the Supreme Court ruled in Nautilus was trying to

propose specific guidelines for what should be written. I hope it sets a precedent
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for future Supreme Court an opportunity to look at what happens to the judgment in
the future applies. This paper will specifically analyze the Nautilus to look at how
the uncertainty of judgment is used with litigation claims. Later, there is going to
look at how grafting and look at that presents some guidelines for a patent
ambiguity in the patent office of each country. Further South Korea has a provision
in any law that specifically looked down a ruling that I gathered together with the

precedents for the uncertainty of the claims.

Keywords : 35USC112 indefiniteness, Nautilus case

Student Number : 2012—21312
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