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lawfully made and sold, there is no restriction on [its] use to be implied for the
[patentee’s] benefit’2t4 1} “The longstanding doctrine of patent exhaustion provides
that the initial authorized sale of a patented item terminates all patent rights to that
item.”ol 2t AAIE ¥ 2 ™{Quanta Computer, Inc. v. LG Electronics, Inc., 533 U.S.
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FEAETY HASUE =08 ol Su-AE-ALW ke dejaz ole
2Bl A133%, sk (20120 12), 174-1781.

10) A=Y A202(HEA) WA,

1) AR A215(c el ).

12) DT 55N £33 FEA £ @ AW FHES EARA ok wE, DY
Az o3 2ol 17 US.C. § 106(3) Bl EH(the exclusive rights to distribute)
TR A wWEd Aol tigk § 109(a) 2 2 L] g § 109(b)(1)(A) Tl =R
gt
* 17 US.C. § 106 Exclusive rights in copyrighted works
Subject to sections 107 through 122, the owner of copyright under this title has the

AA

exclusive rights to do and to authorize any of the following:

(=

(3) to distribute copies or phonorecords of the copyrighted work to the public by sale
or other transfer of ownership, or by rental, lease, or lending;

(3F=h)

* 17 US.C. § 109 Limitations on exclusive rights: Effect of transfer of particular copy
or phonorecord

(a) Notwithstanding the provisions of section 106(3)(distribution right), the owner of a
particular copy or phonorecord lawfully made under this title, or any person
authorized by such owner, is entitled, without the authority of the copyright owner, to
sell or otherwise dispose of the possession of that copy or phonorecord. (3}).

(b) (1) (A) Notwithstanding the provisions of subsection (a), unless authorized by the
owners of copyright in the sound recording or the owner of copyright in a computer
program (including any tape, disk, or other medium embodying such program), and in
the case of a sound recording in the musical works embodied therein, neither the
owner of a particular phonorecord nor any person in possession of a particular copy
of a computer program (including any tape, disk, or other medium embodying such
program), may, for the purposes of direct or indirect commercial advantage, dispose of,
or authorize the disposal of, the possession of that phonorecord or computer program
(including any tape, disk, or other medium embodying such program) by rental, lease,
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or lending, or by any other act or practice in the nature of rental, lease, or lending.

Nothing in the preceding sentence shall apply to the rental, lease, or lending of a

phonorecord for nonprofit purposes by a nonprofit library or nonprofit educational

institution. The transfer of possession of a lawfully made copy of a computer program

by a nonprofit educational institution to another nonprofit educational institution or to

faculty, staff, and students does not constitute rental, lease, or lending for direct or

indirect commercial purposes under this subsection.

(sh=h).
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O F94 v= dH 4%

D @8&3 P28 29 Mallinkrodt AH B2 A7A w3
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mEolA B3 &7 olge W BAR Aol glou}, e
2ol 1947] Fut AtiEY HALS ANeR FYLe weE T PUH

I ANz2 953 22 Bloomer v. McQuewan AF{148)o| 4] A woj
e AgoR 279 72 =28 dFstac

Y3 (Bloomer)= HA A7 A (planning machine)ol] g =9 =
(Woodworth)AFe] 5381& & A=, 9 53 ofxol 1842:d)
% Ho} 18459 29 26U WH O R 18499 129 27YRE 7] B

i
0

& 7)zko] F7tE AREA HATh) FH, 7 T(McQuewan)S o 557
#1833 A 58713H(149) B = 2sh BAY FHeEl

A A D AEE e A8 E Tl $F(“the defendants purchased
the right to construct and use a certain number of these machines

within the limits of the city of Pittsburg and Alleghany county”)°]el <

47) Jared Tong, "You Pay For What You Get : The Argument For Allowing Parties To
Contract Around Patent Exhaustion”, 46 Hous. L. Rev. 1711 (2010), pp. 1714-1715.

48) McQuewan, 55 U.S. 539 (1852).

49) McQuewan, 55 U.S. at 547 (“The term for which Woodworth’s patent was originally
granted, expired in 1842, but it was extended seven years by the board established by
the 18th section of the act of 1836. And afterwards, by the act of Congress of
February 26, 1845, this patent was extended for seven years more, commencing on the
27th  of December, 1849, at which time the previous extension would have
terminated.”).



A L A s EAE 2the] ZAE AzsiA Abgstal AT 1H ™
Fo o 53717 149)0] wEEA, Y3 (Bloomer)v 3 i(McQuewan)E
FHE o 53713 (149) HE o] 52 Abgel thsl 5sd HE FEs
H AEEAE Toe &F AZISAES0) ol dis] =3 ¥ (Circuit
Court) 33 (McQuewan)®] H3to] Al&HTa Aw@stH 93 (Bloomer)
o ATE 7148k a5 Uil (Bloomer)7t AR ol AFarskith

o] AHolA 18521 d HZ2S T AdWHRYES HEoR " &
5 HE7|Zt Fetol® o] SholdlAZE Z1A AHSde RAgdva 4
A, AR A% B A H 48T Ao e T
'3l (“the distinction is there taken between the grant of the right to
make and vend the machine, and the grant of the right to use it”),52)
ZIAZE FuiARelAl FEE olFols 53 FHAPY] WHE Hlojd
oV (“when the machine passes to the hand of the purchaser, it is no
longer within the limits of the monopoly”)il T A|8}53) H2=E AZ%I9
712 =2E AFSHATE5H

50) McQuewan, 55 US. at 539-541, 547-548 (“In the year 1833, during the term for
which the patent was originally granted, the defendants purchased the right to
construct and use a certain number of these machines within the limits of the city of
Pittsburg and Alleghany county; and the right to do so was regularly transferred to
them by different assignments, deriving their title from the original patentee. The two
machines mentioned in the bill were constructed and used by the respondents soon
after the purchase was made, and the appellees continued to use them up to the time
when this bill was filed. And the question is, whether their right to use them
terminated with the first extension, or still continues under the extension granted by
the act of 1845.”).

51) McQuewan, 55 US. at 548 (“The Circuit Court decided that the right of the
appellees still continued, and upon that ground dismissed the appellant’s bill. And the
case is now before us upon an appeal from that decree.”).

52) McQuewan, 55 U.S. at 549.

53) McQuewan, 55 U.S. at 549.

54) Jared Tong, Wit#aw L, pp. 1714-1715; Leonard J. Hope, "The Licensed-Foundry
Defense In Patent Infringement Cases : Time To Take Some Of The Steam Out Of



o]o] 18733 Adams v. Burke AF5)S HE3 AHUHAL ‘AE
AN EsAAY Eg e AVF AFg fYd 7HAVE e EAE
w3, 1= Ao Tk ti7tE whe Aol g ALES AT AYE ¢

A Hx, A Sy FAS Holdwh Z,
Aol e Fo BAWH Agel thE AR
]

A SHAA ZPd oF AT glo

o

AEE = AW {7..in  the
essential nature of things, when the patentee, or the person having his
rights, sells a machine or instrument whose sole value is in its use, he
receives the consideration for its use and he parts with the right to
restrict that use. The article, in the language of the court, passes
without the limit of the monopoly(Bloomer v. McQuewan, 14 Howard,
549; Mitchell v. Hawley, 16 Wallace, 544). That is to say, the patentee
or his assignee having in the act of sale received all the royalty or
consideration which he claims for the use of his invention in that
particular machine or instrument, it is open to the use of the purchaser
without further restricion on account of the monopoly of the
patentees.”}.50) 1. FA|St] 27| 53 H 4X oL WHI] & oY F

ge Base Ba) FAH %)

olxH AFURY BAH o3 F3d &3 oo UABH oI,

Patent Exhaustion?", 11 Ga. St. U. L. Rev. 621 (1995), p. 624 (“The Supreme Court first
recognized the doctrine of patent exhaustion in Bloomer v. McQuewan.”).

55) Adams v. Burke, 84 U.S. 453 (1873).

56) Adams, 453 U.S. at 456.

57) Jared Tong, Hi#im 3, pp. 1714-1715 (“In Adams v. Burke, the Court articulated the
doctrine in its initial form”); Vincent Chiappetta, Hif#i 3, p. 1092 (“The doctrine’s
foundational principles are set out in the much-cited Adams v. Burke.”).
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HA 2 22 Ak 219 olgg AAste FHoE Esdg o83

ARRES A F= EAH o $iT}58)
ol ARRFSol thsl W= WYL d#A A © FHFH| AT
51 F&(patent misuse) &E T—F%fﬂ]/ﬂ A A= Qa5 @ MY
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0g Hgste] Ak AT BHE LA A

o

o m

58) Amelia Smith Rinehart, “Contracting Patent : A Modern Patent Exhaustin Doctrine”,
Harvard Journal of Law and Technology Vol. 23 No. 2, (2010) p. 499 (“a patent owner
cannot secure protection from competition by entering private agreement to regulate
prices and suppress competition”); AR, B ¢, 1394,

59) Morton Salt Co. v. G.S. Suppiger Co., 314 U.S. 488, 490, 493 (1942) (“It took the
ground that respondent was making use of the patent to restrain the sale of salt
tablets in competition with its own sale of unpatented tablets, by requiring licensees to
use with the patented machines only tablets sold by respondent.”,”Equity may rightly
withhold its assistance from such a use of the patent by declining to entertain a suit
for infringement, and should do so at least until it is made to appear that the
improper practice has been abandoned and that the consequences of the misuse of the
patent have been dissipated.”).

60) Sherman Antitrust Act, ch. 647, 26 Stat. 209 (1890).

61) Ethyle Gasoline Corp. v. United States, 309 U.S. 436, 458 (“certain conditional
licensing agreement violated the Sherman Act”); Standard Sanitary Mfg. Co. v. United
States, 226 U.S. 20, 48 (1912) (“The agreements clearly, therefore, transcended what was
necessary to protect the use of the patent or the monopoly which the law conferred
upon it. They passed to the purpose and accomplished a restraint of trade condemned
by the Sherman law.”); Univis, 316 U.S. at 252-253 (“The price fixing features of
appellees’ licensing system, which are not within the protection of the patent law,



T8 2 AleRd AHEHE AlFo]l Wl oM JIA-HA dom =33
Agtolgh= o] FE(“It would be to engraft a limitation upon the right of
use not contemplated by the statute nor within the reason of the
contract to say that it could only be used within the ten-miles circle.
7)) £ 23S AR A= AL @ vtz 588 gojdlx
AE ¥ AR AXHA ety ADdd HASE ATH(“As  the
restriction was legal and the amplifiers were made and sold outside the

scope of the license, the effect is precisely the same as if no license

violate the Sherman Act save only as the fair trade agreements may bring them within
the Miller-Tydings Act. Agreements for price maintenance of articles moving in
interstate commerce are, without more, unreasonable restraints within the meaning of
the Sherman Act because they eliminate competition, United States v. Trenton Potteries,
273 US. 392, 47 S.Ct. 377, 71 LEd. 700, 50 A.LR. 989; United States v. Socony
Vacuum, 310 US. 150, 60 S.Ct. 811, 84 L.Ed. 1129, and restrictions imposed by the
seller upon resale prices of articles moving in interstate commerce were, until the
enactment of the Miller-Tydings Act, 50 Stat. 693, 15 U.S.C.A. s 1 consistently held to
be violations of the Sherman Act. Ethyl Gasoline Co. v. United States, supra, 309 US.,
page 457, 60 S.Ct. page 625, 84 L.Ed. 852, and cases cited.”, "The contracts entered
into by the Lens Company with the licensees of the Corporation stipulate for the
maintenance of the prices which are prescribed by the licensing system.”, “The
injunction of the district court will therefore be continued, and extended so as to
suppress all the license contracts and the maintenance of the licensing system which
appellees have established, other than the Corporation’s license to the Lens
Company.”); Rinehart, Hi#&imL, pp. 499-500.

62) Adams, 84 US. at 456.

63) Adams, 84 U.S. at 456-457 (“That so far as the use of it was concerned, the
patentee had received his consideration, and it was no longer within the monopoly of
the patent. It would be to engraft a limitation upon the right of use not contemplated
by the statute nor within the reason of the contract to say that it could only be used
within the ten-miles circle. Whatever, therefore, may be the rule when patentees
subdivide territorially their patents, as to the exclusive right to make and sell within a
limited territory, we hold that in the class of machines or implements we have
described, when they are once lawfully made and sold, there is no restriction on their
use to be implied for the benefit of the patentee or his assignees or licensees.”);
Rinehart, Hifgam 3, p. 500.



whatsoever had been granted to Transformer Company.”).64)

S5 £ ARS BFE & 4% AdY AS 9o FAAD
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Straus v. Victor Talking Machine A}7165), United States v. Univis Lens

64) General Talking Pictures, 305 U.S. at 127.

Oﬂ o gk E} W*E ‘jcﬁlo}tﬂ/ﬂ °45l7} *MB& /\}%‘: Eﬂ;": /\}° = H**Q} H}é(sound
records, sound boxes and needles)2 | ALE3IEE 3ty BU|/M4 S FAS = 2US
718 =dl{“This ‘License Notice, which is attached to each machine and is set out
in full in the bill, declares that the machine to which it is attached is manufactured
under patents, is licensed for the term of the patent under which it is licensed having
the longest time to run, and may be *495 used only with sound records, sound boxes,
and needles manufactured by the plaintiff; that only the right to use the machine ‘for
demonstrating purposes’ is granted to ‘distributors’ (wholesale dealers), but that these
‘distributors” may assign a like right ‘to the public or to ‘regularly licensed Victor
dealers’ (retailers) ‘at the dealer’s regular discount royalty;” that the ‘dealers’” may
convey the ‘license to use the machine’ only when a ‘royalty’” of not less than $200
shall have been paid, and upon the ’‘consideration’ that all of the conditions of the
‘licanse’ shall have been observed; that the title to the machine shall remain in the
plaintiff, which shall have the right to repossess it upon breach of any of the
conditions of the notice, by paying to the user the amount paid by him, less 5 per
cent for each year that the machine has been used.”}, T3l Fuje] I FAwjrpAd o]
StZ Fujslat dur) E AN E FASE Ao tigk Ao|tH”As to the defendants, the
bill alleges that they conduct a large mercantile business in New York city; that with
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full knowledge of the terms of the contract, as described, between the plaintiff and its
distributors, and of the ‘License Notice’ attached to each machine, the defendants,
‘being members of the general unlicensed public,’ and having no contract relation with
the plaintiff or with any of its licensed distributors or licensed dealers, induced
‘covertly and on various pretenses, one or more of plaintiff's licensed distributors or
dealers to violate his or their contracts with the plaintiff, providing that no machines
should be delivered to any unlicensed member of the general public until ‘the full
license price’ stated in the ‘License Notice’ affixed to each machine was paid, and
thereby obtained possession of a large number of such machines at much less than the
prices stated in the ‘License Notice;” that under the terms of the said license agreement
and notice, they have no title to the same, and that they have sold large numbers
thereof to the public, and are proposing and threatening to dispose of the remainder
of those which they have acquired to ‘the unlicensed general public, at much less
than the price stated in the notice affixed to each machine.”}. ©]ol sl Aoy
Adams v. Burke, 17 Wall. 453, 456, 21 L. ed. 700, 703 #2< A&3im 53d 273&
Q14 3t H TH“Convinced, as we are, that the purpose and effect of this ‘License Notice’
of plaintiff, considered as a part of its scheme for marketing its product, is not to
secure to the plaintiff any use of its machines, and as is conemplated by the patent
statutes, but that its real and poorly-concealed purpose is to restrict the price of them,
after the plaintiff had been paid for them and after they have passed into the
possession of dealers and of the public, we conclude that it falls within the principles
of Adams v. Burke, 17 Wall. 453, 456, 21 L. ed. 700, 703; and of Bauer v. O’Donnell,
229 U. S. 1, 57 L. ed. 1041, 50 L.RA.(N.S.) 1185, 33 Sup. Ct. Rep. 616, Ann. Cas.
1915A, 150; that it is, therefore, invalid, and that the district court properly held that
the bill must fail for want of equity.”}.

66) 316 US. 241 (1942). ¥ A2 A4 R7} 3 25 (Univis)e] o3 714514 # o)
M =54 FA ¥ (Sherman  Anti-Trust Act) #¥kolgkal sho] w78 i AATHY
(Federal District Court for Southern District of New York)oll A4=%F ARQlto]|x|ql, 3 15

o] 2%

ol Apxlel 7tA TA Ao AW Ed Pt FREEA, das 53
of57F ddH AT, & dHol e AAT HELS M2 v 1)(7h e #

67) o1t FAFSHAl 53 ofofE dujell tidk S AAES e 2ol AdurA
< 199 ooz AT AL o= ozt Fodts 8ol oFF FA A <
A A= 2vfgolA BujstAst, Lol Lol fRkste] AlFe Ad ek, F3
2 grolAATE LS HHE ESAAE delste] AmEAE T3 Bauer & Cie v.
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ARl FH&E FHE AFS B9E General Talking Pictures Corp. v.
Western Elec. Co. AH)o| A= o] gho]dl2 A& f¥kg o|fF= 53
4 &35 FAsEA 55 Hals sl

® EFAAT} 222 T golA
A FaiAtR st g ARl WSS AlF
FHT A AR AS 22 RIS oy AF Az el 9t

3t A|Z=S AFESE AQFE<Q Motion Picture Patents Co.. v. Universal
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Film Mfg. Co. AH{169), Carbice Corp. of America v. American Patents

68) 305 US. 124 (1938). & #Ao| g AAT &2 1L1.oh(1) & #str] #pgt
o

69) 243 US. 502, 506, 515-516 (1917). S3AA7F A ZAAA EAFA FA]
(exhibiting or projecting machine) A% - Fujol] thgt gfolAAE FASIHA FujAEo|
A B w Aile] ErEE 53 W2 Y3 E(exhibiting or projecting motion
pictures)®] ¥ HHOomT YAZIE AEITE 2UE TSRS 3= Ul{“Evidence
which is undisputed shows that the plaintiff, on June 20, 1912, in a paper styled
‘License Agreement,” granted to the Precision Machine Company a right and license to
manufacture and sell machines embodying the inventions described and claimed in the
patent in suit, and in other patents, throughout the United States, its territories and
possessions. This agreement contains a covenant on the part of the grantee that every
machine sold by it, except those for export, shall be sold ‘under the restriction and
condition that such exhibiting or projecting machine shall be used solely for exhibiting
or projecting motion pictures containing the inventions of reissued letters patent No.
12,192, leased by a licensee of the licensor while it owns said patents and upon other
terms to be fixed by the licensor and complied with by the user while the said
machine is in use and while the licensor owns said patents (which other terms shall
only be the payment of a royalty or rental to the licensor while in use).”}, FAH71<]
FHAZRE 71718 QU sk e GALE Bl FANE AESA 18 o)
= B AYL FFE Agtolth. ojol tha] AP UL FRARC] PAT] Bl
E5dxY #ojde AW I("the right to vend is exhausted by a single,
unconditional sale”) 538 @A S3|AF ALES 35T dge AvE =T dy 2
o & & flOEE(“The statutory authority to grant the exclusive right to ‘use’ a
patented machine is not greater, indeed, it is precisely the same, as the authority to



Development Corp. AH170) FolA& 23 9t = B3l 53H 4%

grant the exclusive right to ‘vend”) E3&Ho] AJEATN AAEATH The exclusive
right to ‘vend’ a patented article is derived from the same clause of the section of the
statute which gives the exclusive right to ‘use’” such an article, and following the
decision of the Button-Fastener Case, it was widely contended as obviously sound, that
the right existed in the owner of a patent to fix a price at which the patented article
might be sold and resold under penalty of patent infringement. But this court, when
the question came before it in Bauer v. O’Donnell, supra, rejecting plausible argument,
and adhering to the language of the statute from which all patent right is derived,
refused to give such a construction to the act of Congress, and decided that the owner
of a patent is not authorized by either the letter or the purpose of the law to fix, by
notice, the price at which a patented article must be sold after the first sale of it,
declaring that the right to vend is exhausted by a single, unconditional sale, the article
sold being thereby carried outside the monopoly of the patent law and rendered free
of every restriction which the vendor may attempt to put upon it. The statutory
authority to grant the exclusive right to ‘use’ a patented machine is not greater,
indeed, it is precisely the same, as the authority to grant the exclusive right to ‘vend,’
and, looking to that authority, for the reasons stated in this opinion, we are convinced
that the exclusive right granted in every patent must be limited to the invention
described in the claims of the patent, and that it is not competent for the owner of a
patent, by notice attached to its machine, to, in effect, extend the scope of its patent
monopoly by restricting the use of it to materials necessary in its operation, but which
are no part of the patented invention, or to send its machines forth into the channels
of trade of the country subject to conditions as to use or royalty to be paid, **421 to
be imposed thereafter at the discretion of such patent owner.”}.

70) 283 US. 27, 2830, 31, 33 (1913). Y3 The American Patents Development
Corporatione S AFQ @551 (refrigerating transportation package)®] 53 d=}
(owner of United States Patent No. 1,595,426)°]1, €1l the Dry Ice Corporation 1
53519 84 A (exclusive licensee)©]th. Yl the Dry Ice Corporation Ego]o}o]
g3 AHske DA o] 48 ek A (solid carbon dioxide which it sells under the name of
‘dry-Ice) o] Az 2, =gto]ofo]2E FAmjstAA FA(invoice) ol A4 Egto]ofo] 2=
Apadel Agek ARt ARER 4 Qlal, Apdle] AA7E =eholofo] s AWUIE A4l
Eefojofolzoint AREE = Qvhe HAG te AATE ESStal AUTE “The
merchandise herein described is shipped upon the following condition: That Drylce
shall not be used except in Drylce cabinets or other containers or apparatus provided
or approved by the Drylce Corporation of America; and the Drylce Cabinets or other
containers or apparatus provided or approved by the Drylce Corporation of America
shall be refrigerated or used only with Drylce. These uses of Drylce are fully covered



&l

A ol FE EW £We RSl 53 YAE AYsE BN B

2ol 53d &3 Aleke] T=o gk HAde B=rt
F3E AFsHA Fol 1982 AW<c3] 34 Y(United States Court of
Appeals for the Federal Circuit, C.A.F.C. == Fed. Cir.)o] A=A =AU
=2

(b Mallinkrodt A7 ©]% 49 A3 T4y HE
AYEIFAHYCAFC)S 1982, 10. 1. vl AFHANAH
)

(Federal Courts Improvement Act of 1982)°l ]3] 7} ol Ayd &
[e)

agdos A3 Rasl mF A 5 B4 A FaAS A5

by our Basic Method and Apparatus Patent No. 1,511,306.” ¥, 3|3 the Carbice
Company Al aAlolitstgie]  AxAZ o AR SFIAFA BEEHs
(refrigerating transportation package)?t 7 AL&HEgte As EHA Aglo] Az=g
A o]kt eEAE YAl the Dry Ice Corporation®] IAENA ot ATt. oo AaEo]
3 the Carbice CompanyEs FtE ©] A Edo] did 7] A&l (contributory
infringement) S F&3tH &5 AZIE A¢tolth. B ARHOA AUIRYe dasel T
Sk v Motion Picture ARl Z-5-¢F & Wl {lO™(“The relief here sought is
indistinguishable from that denied in the Motion Picture Case.”), Y9ES] HIEFHAF
el te FA= Ssdxe SHde de A== dAE + gl Adsin
(“The Dry Ice Corporation has no right to be free from competition in the sale of
solid carbon dioxide. Control over the supply of such unpatented material is beyond
the scope of the patentee’s monopoly; and this limitation, inherent in the patent grant,
is not dependent upon the peculiar function or character of the unpatented material or
on the way in which it is used. Relief is denied because the Dry Ice Corporation is
attempting, without sanction of law, to employ the patent to secure a limited
monopoly of unpatented material used in applying the invention.”).

71) 224 US. 1 (1912). L8y [@FIkS o] % kA 247)3F Motion Picture Patents, 243
US. at 518 #AES Fall H7|HATH“It is obvious that the conclusions arrived at in
this opinion are such that the decision in Henry v. A. B. Dick Co. supra, must be
regarded as overruled.”).
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72) A3y Ao #To] tisiAE 28 USC § 1295 (Jurisdiction of the United State
s Court of Appeals for the Federal Circuit)oll A Eo] Ut} old W2 H AYE3|ega
Helol 538 Akdnte #dshs AL ofda ¥l A 789 (Court of Claims) &4
ARdoly BR71E A Aok EA48 ik Y89 L3](Board of Contract Appeals) 78
EE A 5 oS AHdS 3 #Fsta Tk <http://en.wikipedia.org/wiki/United_
States_Court_of Appeals_for_the_Federal_Circuit> (2013. 10. 12. 07:00 H&); °l+%, “A
Wesdayde Aol Uig &3, N4 21, 55 A (2006. 11.), p. 129-132.

73) Craig Allen Nard & John F. Duffy, “Rethinking Patent Law’s Uniformity Principle”,
Northwestern University Law Review Vol. 101 No. 4 (2007) p. 1619.

74) ol#3 eI Fa A PiEA e HT Al tEiH= 2EA, “Quanta v.
LG #do] d=oll M 74zl ojmlo] thdt &a7, A2distal Yt #494 A|3E, A&thstu
E35 (2008. 9.), 469-4957 Zal,

75) Mallinckrodt v. Medipart, 976 F.2d 700 (Fed. Cir. 1992).

)

76) Quanta, 533 U.S. 617 (2008).
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< HAUE Adjs gtk sid BAME col2F AE A (radioaerosol
delivery kit)ol= Yi(Mallinkrodt)”} E387)E Efstal e s &5
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d 3 (Mallinkrodt)= A4le)] £ F-&F<I r4’%3'1’_1r(manifold) &l
“MALLINCKRODT” “}3#%¢9} ‘13]8’(“Single Use Only”)°let= &7& Z
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ol

Fom, Y Mallinkrodt)7} E3E EHfstal YA FS HAE do==F
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77) ¥ A #Ese] MallinkrodtZh RA38ta 99 w= £ o3 570tk US.
Patent Nos. 4,782,828; 4,529,003; 4,456,179; 4,251,033; 4,116,387. {Mallinckrodt, Inc. v.
Medipart, Inc., 1990 WL 19535, 1 (N.D. IIl. 1990) EN 1}.

78) Mallinckrodt, 1990 WL at 1 (“Mallinckrodt owns a total of five U.S. patents relating
to the UltraVent, and at least one claim of each of the five covers a portion of the
nebulizer and/or manifold”).

79) Mallinckrodt, 1990 WL at 1 (“The top of the manifold is marked with the
MALLINCKRODT trademark and also with a legend that reads “Single Use Only.”
Both of these markings are inscribed on the manifold before the time of sale. The
bottom of the nebulizer is marked with the number of one of Mallinckrodt's patents.
The other parts of the UltraVent—a mouthpiece, a nose clip, a filter, and a piece of
corrugated flexible tubing—are nonpatented items and are not marked with any
trademark.”).
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Mallinckrodt®] E£3& Hsfist= ZAolw, goldlx =3 fgtoe= 54
F{“The UltraVent apparatus is protected by U.S. patents, and the sale
of this product to you gives you a license under the patents for single
use only, and subsequent use constitutes infringement of the patents.
Mallinckrodt, Inc. regards any re-use of this product (even after
“reconditioning”) as potentially hazardous and a violation of the license
terms granted to you upon its sale.”}i= LA &= WE3 T8

A9 9 I(Medipary= 9 AF ToiA PASZRE AL AE
gikol YARd A5E HAEOSE 3= RSIAH(Radiation Sterilizers, Inc)
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80) Mallinkrodt, 976 F.2d. at 702 (“The package insert provided with each unit states
“For Single Patient Use Only” and instructs that the entire contaminated apparatus be
disposed of in accordance with procedures for the disposal of biohazardous waste. The
hospital is instructed to seal the used apparatus in the radiation-shielded container
prior to proper disposal.”).

81) Mallinckrodt, 1990 WL at 3.

82) Mallinckrodt, 1990 WL at 1. 3318 FA| A<l AMu]= Y& olatel 2t} {“In 1986,
Medipart, owned and operated by Mr. and Mrs. Alexander, and incorporated and
headquartered in Illinois, began reconditioning Mallinckrodt manifolds and nebulizers.
Medipart solicits business directly from the purchasers of the UltraVent, mostly
hospitals. Its customers, after using the UltraVent, send the used UltraVent manifold/
nebulizer assembly to Medipart for a reconditioning procedure that consists, chiefly, of
irradiating the units. The hospitals do not generally forward the tubing, mouthpiece,
nose clip, or filter that make up the rest of the UltraVent kit.

When it receives a batch of used manifold/nebulizer assemblies from a hospital,
Medipart places the assemblies in a bag or a box, keeping one hospital’s units
segregated from another’s, and ships the assemblies to Radiation Sterilizers, Inc. (RSI)
in Schaumburg, Illinois. RSI is a nationwide chain.



oo i (Mallinkrodt)7} ¥ 3L (Medipart) & HH=E HAE9 554
Ao thgk fF=F 3l (induced infringement by hospitals)2} EHZQ0 A
Ay 4H(unlawful reconstruction) = 13F 23 X 3l (itself 1nfr1nged) o2
AE A718FR,8) I (Medipart)= 3 (Mallinkrodt)”} HHE] o3l
?l 538 AAE B oA EsHo] £3HATE FHS “3}99\‘3}.

olof dtiall 14 WYL Straus A8} Motion Picture Patents Ak
18] WM o v Fo B w o]} o] 53 Ax ®Hol| 13] & (single
use only)elgtal 7]Askal, FoAEE Z1AF uA R 23 ‘o] F AL
& Ak s stugs 535 A=A Fujo] wet o] SAL A£3HS
3, dae] Fo= sEEHe g He g ddsiitse) HEo
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Without opening the bags or boxes, RSI exposes the manifold/nebulizer assemblies to
at least 2.5 Mega Rads of gamma radiation and then returns the units to Medipart,
with a document certifying that they have been irradiated. When it gets the units
back, Medipart pressure tests each manifold/nebulizer assembly for air flow and
checks it visually for cracks. Any unit broken during transport is rejected and
discarded rather than sent back to the hospitals. After testing, Medipart takes each
manifold/nebulizer assembly and places it in a clear plastic bag, along with a new
mouthpiece, nose clip, filter, and tubing and also an additional remote injection system.
These new components, put in by Medipart, are not patented and are not marked
with any trademark registered either by Medipart or by Mallinckrodt. Medipart also
puts an instruction sheet in each plastic bag bearing the heading “RADIOAEROSOL
SYSTEM FOR USE WITH MALLINCKRODT SHIELD RECONDITIONED BY
MEDIPART, INC.” An earlier version of these instructions bore the heading
“RECONDITIONED RADIOAEROSOL DELIVERY SYSTEM FOR ULTRAVENT SHIELD
FOR SINGLE PATIENT USE.” Finally, Medipart puts each hospital’s bagged units
together in a box, places a certificate of irradiation from RSI in each box, and ships
the boxes back to the hospitals.”}.

83) Mallinckrodt, 1990 WL 19535 (N.D. IIl. 1990).

84) Straus, 243 U.S. 490 (1917).

85) Motion Picture Patents, 243 U.S. 502 (1917).

86) Mallinckrodt, 1990 WL at 9 (“What Medipart does to the UltraVent is in the nature
of repair, not reconstruction.”).
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87) General Talking Pictures, 305 U.S. 124 (1938).
88) Mallinckrodt, 1990 WL at 6 {“General Talking Pictures does not stand for the

broader proposition that express restrictions are per se valid, bind purchasers, and can
be enforced by suits for infringement. The case is distinguishable from this case and
from any situation where the purchaser buys directly from the patent owner, rather
than through a manufacturing licensee —see Munters Corp. v. Burgess Indus. Inc., 450
F.Supp. 1195. 1200 - 1203 (1977) (distinguishing General Talking Pictures on precisely
this basis); US. v. GE., 272 US. at 489-90—and also from the situation where
licensees manufacture and sell, thinking the devices they are selling are destined for an
authorized use, but the purchaser nevertheless uses the device in an unauthorized
manner. Thus, the holding in General Talking Pictures does not disturb the holdings in
earlier cases, from Adams v. Burke forward, that restrictions on future use, even
express ones, are not enforceable against purchasers because patent owners exhaust
their rights when they sell.”}.

89) General Talking Pictures, 305 U.S. 124 (1938).

90) Mallinkrodt, 976 F.2d. at 705-706 {“In General Talking Pictures...(omitted)...The
Supreme Court stated the question as “whether the restriction in the license is to be
given effect” against a purchaser who had notice of the restriction. The Court observed
that a restrictive license to a particular use was permissible, and treated the
purchaser’s unauthorized use as infringement of the patent, deeming the goods to be
unlicensed as purchased from the manufacturer.”, “The UltraVent device was
manufactured by the patentee; but the sale to the hospitals was the first sale and was
with notice of the restriction. Medipart offers neither law, public policy, nor logic, for

the proposition that the enforceability of a restriction to a particular use is determined
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Mallinkrodt ApAAA 83 A3 FAHYS] BE=F= Braun
Medical, Inc. v. Abbott Labs. Inc. At HZAN) M= AL&EH AT
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Ui (Braun)= FHFAY] &S

by whether the purchaser acquired the device from a manufacturing licensee or from a
manufacturing patentee. We decline to make a distinction for which there appears to
be no foundation.”}.

91) Mallinkrodt, 976 F.2d. at 709 (“If the sale of the UltraVent was validly conditioned
under the applicable law such as the law governing sales and licenses, and if the
restriction on reuse was within the scope of the patent grant or otherwise justified,
then violation of the restriction may be remedied by action for patent infringement.”).
92) Mallinkrodt, 976 F.2d. at 708. (“Should the restriction be found to be reasonably
within the patent grant, ie., that it relates to subject matter within the scope of the
patent claims, that ends the inquiry. However, should such inquiry lead to the
conclusion that there are anticompetitive effects extending beyond the patentee’s
statutory right to exclude, these effects do not automatically impeach the restriction.
Anticompetitive effects that are not per se violations of law are reviewed in accordance
with the rule of reason.”).

93) Braun Medical, Inc. v. Abbott Labs. Inc., 124 F. 3d. 1419 (1997).



(automatic reflux valve)oll ™3t 53| (normally closed automatic reflux
valve patent; U.S. Patent No. 4,683,916)5 X3}l Ut} 3 (Braun)=
g WHE FPS A F(SafSite)S I 3L Abbotte] YA I A|F(Abbott's
primary line % piggyback sets)o|qF Al&stil 574 A F(Abbott’s
extension sets)oll= AME-3HA] &+ O E I3l Abbottoll Al Fujj & gkt
a#Yd = 93 Abbotte] S QA 31 NP Medical 25-E A
W H (NP Medical Luer Activated Valve, LAV)E wrol Abgstat,
(Braun)”7} ¥ 31E(Abbott2} NP Medical)e 4= 535 H3&E F43H
25 A7I%E ARQEo|th%)

2L LY
5=
=
-

olell thal 14 W% AAA AFH FA ARESHA ke UlE
of &l AREell HE AR Frhs 53 dEolehal Aeskgithoo)

afY AW de EFEAT gAH R 2AR Ty
goldl~g AAF A 28T =39 5L =4, 58y, A% T
718 %‘@‘%014 S5d 98 o Fe AT st A 219 FEAS

94) Braun Medical, 124 F. 3d. at 1421-1423.

95) Braun Medical, Inc. v. Abbott Labs. Inc., 892 F. Supp. 112 (1995).

96) Braun Medical, 124 F. 3d. at 1421 (“the district court’s judgment, following a jury
trial, that Braun misused its patent, was equitably estopped from asserting its patent,
and that, in any event, the accused devices did not infringe the asserted claims of
Braun’s patent”).

97) Braun Medical, 124 F. 3d. at 1426 {“The resolution of this issue is governed by our
precedent in Mallinckrodt, Inc. v. Medipart, Inc., 976 F2d 700, 24 USPQ2d 1173
(Fed.Cir.1992). ...(Omitted)...This exhaustion doctrine, however, does not apply to an
expressly conditional sale or license. ...(Omitted)...As a result, express conditions
accompanying the sale or license of a patented product are generally upheld. Such
express conditions, however, are contractual in nature and are subject to antitrust,
patent, contract, and any other applicable law, as well as equitable considerations such
as patent misuse. Accordingly, conditions that violate some law or equitable
consideration are unenforceable. On the other hand, violation of valid conditions
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entitles the patentee to a remedy for either patent infringement or breach of
contract.”}.

98) Alfred C. Server - William ]. Casey, “Contract-Based Post-Sale Restrictions on
Patented Products Following Quanta", 64 Hastings LJ. 561 (2013), p. 583 ("In
Mallinkrodt, Inc. v Medipart, Inc., the Federal Circuit resurrected the conditional sale
doctrine originally endorsed by the Supreme Court in Henry.”).

99) Arizona Cartridge Remanufacturing Association v. Lexmark International, Inc., 290
F. Supp. 2d 1034, 1042-1045 (N.D. Cal. 2003).
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A4,939,6415 53](‘641 53]) TS 'wWd wWEZ oA HA HlolH

a system for ensuring that the most

current data is retrieved from the main memory”)°ll Tt Zo]11,103) A

100) Server, T, p. 590.

101) Nard - Duffy, A&, p. 1619.

102) A AN daydd ool ol AAC disiMs WEHGEE74 i),
473-485 =,

103) LG Electronics, Inc. v. Bizcom Electronics, Inc., 453 F.3d 1364, 1377 (Fed.Cir. 2006)
(“The 641 patent discloses a system for ensuring that the most current data is
retrieved from the main memory. Because individual devices can update data in their



5379,379% 53|('379 £3]) U™ HA| 641 53¢} wirAI = H R ol A
HZ dHolgrt AEHES BAsStE A2"13 H(“a system  and
method for ensuring that the most current data, as opposed to “stale”
data, is retrieved from memory”)oll that 7l o] T}.104)

A|5,077,7335('733 53]) W& ‘o] the] HIFE 7]17]el ¥
g3 wxt JFEHES AFste =8 A9 A 2FE(“a rotating priority
system that provides multiple computer devices alternating access to a

system bus”)ol|l TH3F Z o] t}.105)

own local cache memory without immediately writing the new data back to the main
memory, data in the main memory can be “stale.” Therefore, the system claimed in
the ‘641 patent monitors the data being transferred over the bus, and if data stored in
the cache matches the address of the data being transferred, a hold signal is asserted.
Then, the data being transferred is compared with the data on the cache. If there is a
difference, the data stored on the cache, which is the most recent data, is also
transferred.”).

104) Bizcom, 453 F.3d at 1378 (“Like the '641 patent, the 379 patent claims a system
and method for ensuring that the most current data, as opposed to “stale” data, is
retrieved from memory. The claimed invention relates to how a memory controller
coordinates requests to read data from the memory and requests to write data to the
memory. Generally, when a read request is asserted that corresponds to a buffered
write request, the write request must go first to ensure that what is read from
memory is the most current data. The invention disclosed in the 379 patent does this
by comparing the address of each read request to the buffered write requests, noting
any matches, halting read execution when there is a match, and executing the buffered
write requests.”).

105) Bizcom, 453 F.3d at 1375 (“The '733 patent discloses a rotating priority system that
provides multiple computer devices alternating access to a system bus, which is the
pathway over which the various components of a computer system transmit data. This
system addresses the problem of “hogging,” in which one component of a computer
system monopolizes access to the system bus. The asserted claims of the '733 patent,
method claims 15-19,FN4 establish a rotating priority *1376 system that limits each
device’s access to the bus. In particular, claim 15 sets forth two steps of the method as
“counting a number of accesses by the device to the bus” and then “in response to a

predetermined number of accesses to the bus, giving another [device] the highest
priority.””).
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}.106)

g, 9 Sola |oFoll = LGHAeL QIR Afolo] Az gholAl
2 Ak i FF= A3ATE LA IF oA - HST AE, F
¥ F2 % AR =A% AgetAY 9 AfEs AR, 1, B

S FoshA @Fetve 2¥E £ AJATH(“it stipulates that no
license “is granted by either party hereto ... to any third party for the
combination by a third party of Licensed Products of either party with
items, components, or the like acquired ... from sources other than a
party hereto, or for the use, import, offer for sale or sale of such

combination.””).107)
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106) Quanta, 553 U.S. at 623 {Brief for Petitioners 8 (quoting App. 154)}.
107) Quanta, 553 U.S. at 623 {Brief for Petitioners 8 (quoting App. 164)}.
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o &l JTH“The License Agreement purports not to alter the usual
rules of patent exhaustion, however, providing that, “[n]Jotwithstanding
anything to the contrary contained in this Agreement, the parties agree
that nothing herein shall in any way limit or alter the effect of patent
exhaustion that would otherwise apply when a party hereto sells any of
its Licensed Products.””}.108)
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HEAE 3712 3 tH(In a separate agreement (Master Agreement),
Intel agreed to give written notice to its own customers informing them
that, while it had obtained a broad license “ensur[ing] that any Intel
product that you purchase is licensed by LGE and thus does not
infringe any patent held by LGE,” the license “does not extend,
expressly or by implication, to any product that you make by
combining an Intel product with any non-Intel product.”).109
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of this Agreement shall have no effect on and shall not be grounds for

termination of the Patent License.””).110)

108) Quanta, 553 U.S. at 623 {Brief for Petitioners 8 (quoting App. 164)}.
109) Quanta, 553 U.S. at 623-624 {Brief for Respondent 9 (quoting App. 198)}.
110) Quanta, 553 U.S. at 624 {Brief for Petitioners 9 (quoting App. 176)}.
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111) Quanta, 128. S.Ct. at 2109.

112) LG Electronics, Inc. v. Asustek Computer, Inc, 65 USPQ2d 1589, 2002 WL
31996860, 4 (N.D.Cal. 2002) {“The unrestricted license granted by LGE to Intel is
equivalent to a “sale” for purposes of the patent exhaustion doctrine.
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...(Omitted)...Therefore, because LGE licensed to Intel the right to practice LGE’s patents
and sell products embodying its patents—and Intel’s production and sale of its
microprocessors and chipsets are covered by this agreement—LGE forfeited its potential
infringement claims against those who legitimately purchase and wuse the Intel
microprocessor and chipset.”}.

113) 316 US. 214 (1942).

114) Asustek, 2002 WL at 13-14 {*The microprocessors and chipsets at issue here cannot
be disassembled and they cannot be used to carry out a non-patented function. Nor
would it be reasonable for Defendants to refrain from manufacturing computers for the
life of LGE’s patents. The limited utility of the microprocessors and chipsets as
replacement parts is not, alone, a sufficient non-infringing wuse. Defendants are
manufacturers of computers. It would not be wise from a business standpoint for them
to purchase computer components solely for resale to LGE or Intel, the licensor and
manufacturer of the products to be sold. Consequently, unlike Bandag, Defendants
have satisfied their burden of showing that potential non-infringing uses would be
“unwise from a business standpoint.”, “under the patent exhaustion doctrine as
articulated in Univis Lens, LGE may not enforce its patents against purchasers of Intel
microprocessor and chipsets who use those devices for their intended and sole
purpose.”, “For the foregoing reasons, Defendants’” motion for summary judgment is
granted (Docket 01-00326 # 170; Docket 01 - 02187 # 144). LGE’s cross motion is
correspondingly denied (Docket 01 - 00326 # 178; Docket 01 - 02187 # 156).”}; Quanta
A FoAM 53 £33 Aok FE AAA F AR Qo 58 dF 7E 24 @
mjob (R)ESE 20 A o W2 & =2 1L 2 ‘535 JdF 7F 279 &
mf 2 REse S5 &3 FEM AAE BRI 3.



Quanta7} Q& AEL W AL AFH AP PO ALHES <
dolA AW AFL BT ARLS FoldhA Ygky] WRel 44 S35

&xlo] 284

115) LG Electronics, Inc. v. Asustek Computer, Inc., 248 F.Supp.2d. 912, 918 (N.D.Cal.
2003) {“Neither the Patent Exhaustion Doctrine nor the Implied License Doctrine
Precludes LGE from Pursuing its Method Claims

[4] LGE argues that the patent exhaustion doctrine does not preclude it from alleging
infringement of its method claims. In this, LGE is correct, as the Court stated in its
August 20 Order. August 20 Order at 18 - 20 (noting that Bandag, Inc. v. Al Bolser’s
Tire Stores, Inc., 750 F.2d 903 (Fed.Cir.1984) and Glass Equip. Dev., Inc. v. Besten, Inc.,
174 F3d 1337 (Fed.Cir.1999) hold that the sale of a device cannot exhaust the
patentee’s rights under a separate patent teaching a method of accomplishing a specific
function).”,“Finally, the Court grants LGE’s motion for summary adjudication of its
claim that neither the patent exhaustion doctrine nor the implied license doctrine
provides Defendants with a defense to LGE’s claim that they infringed LGE's method
patents.”}.

116) Bizcom, 453 F.3d at 1370 {“the trial court declined to find LGE’s asserted method
claims exhausted. Several defendants contest this ruling on cross-appeal, and we reject
their challenge. Based on the above reasoning, even if the exhaustion doctrine were
applicable to method claims, it would not apply here because there was no
unconditional sale. However, the sale of a device does not exhaust a patentee’s rights
in its method claims. Glass Equip. Dev., Inc. v. Besten, Inc.,, 174 F.3d 1337, 1341 n. 1
(Fed.Cir.1999) (citing Bandag, Inc. v. Al Bolser’s Tire Stores, Inc., 750 F.2d 903, 924
(Fed.Cir.1984)). The court was correct.”}.

117) Bizcomo, 453 F.3d at 1370 {“The LGE - Intel license expressly disclaims granting a
license allowing computer system manufacturers to combine Intel’s licensed parts with
other non-Intel components. Moreover, this conditional agreement required Intel to
notify its customers of the limited scope of the license, which it did. Although Intel
was free to sell its microprocessors and chipsets, those sales were conditional, and

Intel's customers were expressly prohibited from infringing LGE’s combination



olel disl Auigdel FuHNA G wotse] g g W
ol ol Hch

(v) S8 213 Ak FEo] F Quanta A WTEAS B
o

PR AL 5317 £ |2 PASIOIE AEHIU o] A
A QE AEo] LG AAY o] Ad (PH)EHE HAE §= olgl9 o
2 gelEe v

AH & EE ZEA 23l (no resonable non-infringing use), &
s ol AA4A EAS T3 (embodied essential features of the patented
invention)3t3 2l0], LG AAe] o Ad (¥)ESE AdHoz T
ATHIL 1A 3} TF.119)

!
K

(substantially embodied

554 &3 ol E3dAVE sEd Ayt o] Foxl Aol
A A H(“Exhaustion is triggered only by a sale authorized by the
patent holder”).

LGHA= B AR Y] 739 LGAAeE A= Aole] o] AR o]l
Aol A, (A3A7F Wl A& AlF3 sy LGAAS] 53 AAlo A
St=s I AFS drists Aol sl ARlA s et eFgkr] wEol

=

patents....(Omitted)...The “exhaustion doctrine .. does not apply to an expressly
conditional sale or license,” B. Braun Med. Inc., 124 F.3d at 1426, so LGE’s rights in
asserting infringement of its system claims were not exhausted.”}.

118) Quanta, 553 U.S. at 628-640 (-‘7*73:_—?*9] . A F3&).

119) Quanta, 553 U.S. at 628-640 (FZAE<] II. B. F&).

120) Quanta, 553 U.S. at 628-640 (& T"}-/] 1. C. #&).



sigtd Ayt glhal FRSITH(LGE  argues that there was no
authorized sale here because the License Agreement does not permit
Intel to sell its products for use in combination with non-Intel products
to practice the LGE Patents.”).
LGZ A= General Talking Pictures Corp. v. Western Elec. Co. &
SRS AHE d&3H o5 AHdAA AxAE Y-8 (commercial
use) 0.2 ARgste = AolAl 53 AFQ A7) (amplifier) & FW TR
A, el S F 7HF & (private and home use) AF8-S 9134 T
G471E BUSEE o cholAlz Ak uEch WA A=Al 3
8715 Aoz A Aol §lo] &3 o]&o] HEHA ¥, ‘o
& g A= A RAFS & A dkd A AxA da
¢l (petitioner) | Al ©] A (convey)d < {ITF(“the manufacturer “could not
convey to petitioner what both knew it was not authorized to sell””)al
FHAEATEI2Y) LGHAE B ARt E 22 dF o] A Eofok 3ta1, e}
Al Qo] v ss A XPGE A & FAAHJIE A Quanta) 7t
B Ak diHS, vl R AEs Adsld S5sE AAske d
2]’(“the right to practice the patent with non-Intel parts”)®} 22 Z}&
& o] QuantaollAl o] X (convey)d F+ flThal F73T}H1239)

a2y LGAAE IRLLGHA Al 7o $a% SUs st
A Qith o] AR EholAl s Alefe] oW Ulg = QI=o] Aale] wle|a g
ZAA L HAE ¥l A FF3 AgfstH e oAl fd A2 E A

121) Quanta, 553 U.S. at 636 {304 U.S. 175, 58 S.Ct. 849, 82 L.Ed. 1273 (1938) ¥ 305
US. 124, 59 S.Ct. 116, 83 L.Ed. 81 (1938) &4 E}.

122) Quanta, 553 U.S. at 636.

123) Quanta, 553 U.S. at 636 (“LGE argues that the same principle applies here: Intel
could not convey to Quanta what both knew it was not authorized to sell, ie. the
right to practice the patents with non-Intel parts.”)



gHetal UAA BT o] AR ol Ak Q- OA LGHALe] 53 o A
AfEA AEFS Ax, AHE B B0 5 A §@A sgea A
(“Nothing in the License Agreement restricts Intel’s right to sell its
microprocessors and chipsets to purchasers who intend to combine them

“"

with non-Intel parts. It broadly permits Intel to “ ‘make, use, [or] sell” ”
products free of LGE's patent claims.”).129) LGHA= JAEZ o=
QuantaE E33 IAEES FUZ LGHAVE B8l A=A LGHAE
SeldA el et gholll 28 FostA] dert's He AAY A 2735
Atk 2EY LGAAY 1’ 25 oyl WA Ql'o] Aoke Rt
T4 stA ¥ Y™ (“To be sure, LGE did require Intel to give notice
to its customers, including Quanta, that LGE had not licensed those
customers to practice its patents. But neither party contends that Intel
breached the agreement in that respect.”).125 A=A, Quantaol|Al L
AE a78te 22 72 A (Master Agreement) ol UEFE Eo]al
LGHAE 2 =% 9dko] o] A oAz AleF fute] Ane F4<
tA] U TH“In any event, the provision requiring notice to Quanta
appeared only in the Master Agreement, and LGE does not suggest that
a breach of that agreement would constitute a breach of the License
Agreement.”). WetA LGAAS] E3E AT AL AlFol iz <=9
FojdE, o AU FAANA LGAAS 23S F3ltE Quantad
Ao o3 Age WA Z=TH“Hence, Intel’s authority to sell its
products embodying the LGE Patents was not conditioned on the notice

or on Quanta’s decision to abide by LGE’s directions in that notice.”

).126)

124) Quanta 553 U.S. at 636 {Brief for Petitioners 8 (quoting App. 154)}.
125) Quanta 553 U.S. at 636 {Brief for Petitioners 9 (quoting App. 154)}.
126) Quanta, 553 U.S. at 636-637.
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gk Z(substantially embodied the patent)©]T(“Intel’s microprocessors and

infringing use) 53

oz
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patented methods)< =5 9

chipsets substantially embodied the LGE Patents because they had no
reasonable noninfringing use and included all the inventive aspects of
the patented methods.”). LG A&} 1€l Afo] o] o] AR A A5 =} A oo
o' W&E I 535 AAR A AFol oz Ao AujdES Aljde}
A g+=t(“Nothing in the License Agreement limited Intel’s ability to
sell its products practicing the LGE Patents.”). @etAl I® 9] Quanta©l
3k AR vz g AE2 53 51 99 gl SAsHA =,

FAY F Yok Aes ey el

b

LGAA+= Quantas AzZ E3HA
HA-E& 97) 3} 128)

o 4

127) Quanta, 553 U.S. at 637 (“The License Agreement authorized Intel to sell products
that practiced the LGE Patents. No conditions limited Intel’s authority to sell products
substantially embodying the patents. Because Intel was authorized to sell its products
to Quanta, the doctrine of patent exhaustion prevents LGE from further asserting its
patent rights with respect to the patents substantially embodied by those products.”).
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130) TransCore, L.P. v. Elec. Transaction Consultants Corp., 563 F.3d 1271 (Fed. Cir.

129) Static Control Components, 615 F.Supp.2d 575 (E.D.Ky., 2009).
2009).

128) Quanta, 553 U.S. at 638.



Holupal Tolshe 2 A $E Woka dekoy
shEal BAlE 94 EHW ade B oAeh 4Bgle] B3
Axe] 53 AF FE T2 AFAtE 4FS Ashn Yok

G S T= A, BH9 AR

257 & datel Fol AFIAE dRE BPFY AHE F
Aog =ort ojfojx gom 1) 55 233 Ak FE EAl o
ME B BAHQ =olE 3vE olEe FFoldrisy dut 9
A 7195 Ve FFo wFol B o S8dLe M@ AdstanA st
o] B7} obgel 713 Sl 27 AT AFeA FoE Aol 7 ¢
Foletl, WA 71% $F0] AP g Quanta AHANAHAE 1 Y
ol HiHAD Qomz B ¥ By M2 AR/ Dot ARL
ga)= A way gl S3Y axlo] dFoA =oEA BE 4
A TG AelE AWstAA mls B AFe Fag d=olAe A
H} o

gtz oz AYPH I A=
oA AAAAT} 4o BAV|EEE EF
%

FE NES JWZ AT &

131
132

RI{EDA (FFEAAEA T3] o), il E, 3629 5.

Fontim e AFEA3F11H29H A13(4)959; dinthidl 413411130 H 4F13(7)6000 -5
133) Az, “HAFdF AHA/AY A7, BEHE A6, HFF (199%) T o
134) dwiut gpolallz Ao Frhd AR oA Ssd £31e] dA thste] A,
N, 31-63W A W=, o] ALEE Asta oy f-Elygel e sa & o
AMAE 2R 5o AHE 7IE2E FF =97 ol AT E JIdsle AoE wHtg
gt FUEE =8 AR = stk

135) BFEA(RE74 G L), 4739,

136) A<, fiiEam L, 29-35 H 51-55%.

)
)
)
)



Jm

A3 2011718439552 HA (4% A v. ofE FHA)BNS T3 AP AR
&l o] 4%l of Fof 3t ofzfjel 3ol

@O Arke] e

Qa1 A= SEHS A33023435, A|9229755, 93314435, A
9139005, A|273973%0f #s E&A(lst ‘o] A E3)'Et dh)iss) g B
frota Aok dae Tart AAeA ol A Bujsta e FoiEsd
"iPhone 3GS", "iPhone 4"¢} EjEZ HFE QL "iPad Wifi+3G”('iPad 1" 3
‘iPad 27 E3h"(elst ‘I A F ol dhy7l BF FTHERMS A3302345 9}
9139005 538l 3GPP ol wel AAEI i, Ji AF F
iPhone 4, iPad 2 A#F< TE5HIE A|9229755 ¢} A|9331445 53¢
3GPP %o wa} AR 9o, 331 AE = iPhone 3GS, iPhone
= HEZEFQ A2739733 £ FAHLAS
7} A3 AES FYA Bujgozn Adue EFAS Hesta Ut
thoold fA3ue I AF T = 5 A% o A 59
A g 5 e AFY A, 2
F SOl U #H7], 53 Halz « i
2 -8k 100,000,000¢ 2 ool thek AAEM T IS T8k o A
F< A7 R
oo wel B AR AE O Fur) A3 AEF Fu) 502 o] A
A B8 E AsstAeA AF, @ o] A Bl |
o] Ak Edlol 7% HFUF Aol sEst=A AR, A9 o]
=

sldo] AMFHAEA AR, @ duel xFE53 ] 7| HsiaA

B

AEZFdAHE Y 2012, 8. 24. A1 201171839552 A,
Ao EAE 5719 B35 5 $FHE A2739735 EFHE A3 Yo A 479 &
e B5F o|EF Aok 3GPP/UMTS(Cl3l "3GPP'e} 3t} BEFo2 e E3 A



AT7F FRAND A1¢1139) 2 - 7 2] 1 140) o

fo
=
L)
rlr
o
fo
=2
o
ofl
ol
i
rir
N

ARFANFARTY 7b5 A%), © o] Ad 5HE AAF A I
AAFA R B Eudel R Ero Wt AHOR w9 HUrh A
A% YA I3 AFS o] A SHE F YR S U@ JAE
Bakel () W3 AFET AT DH 539 Pl FAD F A (WA
Fo) A%, 44 5& FAHY, (i) BY FU FA (HASL A9 @

139) FRAND A3} #Aste] & o 7A4 2 2= FRAND &¢F o] 119 A
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Al, (i) 40,000,000 1ol it A Ao|=e] A& WHale dF S4 F
2o R4S 3 THIY)
olstol = E #A W& T 53¢ £33 #Hd FEo dis) A

A FxF o] M(Intel Corporation, ©]3} “I&”olz} Joh2 2011.
11. 28. Sl€e]l z3Al ' muld FAFUAlA2 AldH)EH(Intel
Mobile Comunications GmbH, ©]3} “IMC”2} Fth4)EFE] IMC7F A=
g 2l (=dM S PBM 8878, PMB 9801, ©|sl “o] Ak wmEl3]“olg}
th 12,0000 5 Tuista, I o] AF FujE AZ vl A AL 1" of
W27k 1= (Intel Amercas, Inc. ©|dF “IA”2} FehHlhE Fsfi A 2011.
2, 2011. 9., 2011. 10. & 2011. 11.73 LA ©o] AL 2R3 S HAnfet3d
le—_l45)
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142) A5G ATHY 2012. 8. 24. A 201171839552 A,
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2011. 1. 317 FLHAJ “AdAYL HAEZA oo)#79 Fd &5F4 AY #ES
Tt dEe AP A3 Aot

144) 18 ojmg]7}2 Q1 (Intel Amercas, Inc. 13} “IA”E} Tth+ A& FE# o] H(Intel
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145) &, o] AMdoA EFAE EEFL IMCIF Alxste, 19, IAE AX oA s
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146) 3, HAFE dAFe] &8 FAPUo] 1999. 1. 1.3 1993. 1. 1. & A= Sz
A= o, B F e 279l Aoz melth Ty ARbME A& d ol
RomZ 1993, 1. 1.2 It & HB}%E}.
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3.7 A x%1¥H(Have-made rights)
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148) M2 ol sl o] A o]z Ao 33NN ANAE AS|Ael HHT
g ztal, o] Am 8ol glow faloA AAde] 4R AIAE AUeR
A= efgetgar, TAHRJ] AAE A fF Aol Aol tished=
g b7k fled, @ o) AR gheldl s Aloke AR Ao m QI-A Ae] Sl tiste]
EE7RVMA AAAE Fefshs Aola, Aloke] GAATE ofd Qo] A3 Atel] tiste]
= Aoz QA AAA s i AefE Foqskes AL H, @ 4 E}olil
Aleke] HAE AgtAFe] AA Az Ao Soiek Fuidel Sede] did sl

ol e A, © A2ak FAAF 712244 Aok olo& A3AlAl HFA =
FH FHOR s A AH, RIFE FASL e A3t tig A &%
ARk govl, A3l W Az So) WA= PSS M, @ 9 ol
Aok 33zl AE fuel AWATol e FuolRug Tty AW HAdel

of disted= ob#d 1S FA ¥ QB2 AAA FFE fs) Aol o A}Zﬂ 5
Hup 5o glo] diFor & & A& AolAR, 9 ol Aokl A3 A
o] AT FAol EAshs A & AR Ak BE AS A AAES Foshil

O oatRs ®B7] offa, A PArstr] A BEe AFHRD A7t e
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o] AbA o)Al AeES 2009. 6. 30 Al¢Er|7lo] tEEOER EFEHF]

3, IMCE 9 golAl = Alek717to] wkE = 22l 2011. 1. 3 1.9 o] =& H]

ZA Yo AIAR Homz IMCE QEZRE 9 glolilx A ko
=

ANAL FoPre gtk

=
A FFSEE R ALTE o] AR ElolAls Al 58E Al = (A

oF 3.1% E& 22k AN FrHE 37x)9] W Wzka B

149) o]¢} #Hste] WL FUIE A} Ado] 22k FAHA k2004 7. 1. AT Al
AstiaA, O 31xE AL 32 (sublicense) 2 HAIZ o2 wjA3laL i, 3.750
A A3z ek AzLAEe] S Adde] 4T 2/EE zte AF F4LS A3A
2 Agstdon, Ak F7 olFo Atayd} U3 "64 EZ(survival)'
TAZ BN, AL At F5 Folx Aol wet Fj3 AAdo] EF7 f&
¢ A AL FAHE He Aow FAHSAE, 22 FAAGANME “A 1, 2, 54, 63,
64 2 72 FAL o] A% FE FoE EHIPE YLOE tiAHAS B AL
22 Abell Tk AAE SEEe AT efoldlx AlSF 3328 § EF A E=FATI
A o g AFY ol HlFo] 1w, o] As| Aol i AAE SEde o] AR 2ol
Az~ Ake] A7zt taE FuH wol ojn AEaHtta HASHH T

150) ol¢} dHste] {2 D o] A oAl Aok 3.2x00 oatd A3zEe] TRl
71Z23t AP AFol tstede 9 A 31x9 AAHo] nAA goug A3} Al
27 @ AFS A 9 Ak 31z o3 AAEY WA wiAE ook st A,
@ 22 FAAGFAA F7rE § Ak 3720 93 “A 29 E(have-made)”’2> A= o] A3
AR stolg ARATE st AFS AXIEE G, 224 A™e] 4AF ~Fd
ZHe AF AAE A3AelAl AFTE Aolnt AFH R FHEHE Aol ]
AzHA 2 AFoll thete] A=o] ARG, Fw] Z[gF Aol 7hsstEd <l
AAe wet 2 AlFol Ax" Zojojok = H Foll HIFo] BH o= A&

std g QYRS 9l5le] A|ZSIEH SHhave-made) AlFoll SAFHE ASE Holof g
© A, ®@ o AR ol Aleke] 2xF FAAIk whel '] A3z A Al 2B
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(i) Yotk 1ol IAE Faf ©o] A REs
A7F Aol o] AP o]l AlkS ol YuzFE s B W
| o3 TA0] gk -] AAE & o R

[-'0
O

gHA, wkeF IMC7E o] Ak REIRPS A X3 P97 "ol o] Apd
gholll 2 AlekS S YLEZFE sgube 19 Yo o] Ad B
o] Ak o]l Ak} AAIZE std QlEl gho]Al 2~ A Fol sigEThaL
7Hste et s, f1"o] opd Qo] A3 ARRI TAVE o] AR EHHS ofE
of Hujg FL7t o] AR o]l Ao uwel YuERFEE g i
A WJAATE ZA R

3%
2 Mg 3 sues Qlde] A3 A}

(i) A&

i, A"o] AFAdd e &FdS ERstal A &L T A3AERE A
ofyolof at= H, @ Ay Ao AH7] A O] /‘]'74 23l tig bagl,
AL X (specifications) Z Al FE(w 5 &

IMCol| A o] 7]z8}e] © Ea3e A Ao EO]FL 2] ddo] 9 melF
o AFA A 2FAS 2t AdAY IMColA I AFHAe AFsAT A3
g = glve e 2 o] A gholAlls AAISF 32% EE o] AR 23 F
of 37z wE A=l et Alxd ZAojzty & s v FEsA

working drawings)
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151) ®bdel] 2ol 2011. 4. 22. v HF Az yol IPALHY(US. District Court
for the Northern District of California)®] M Ale] A (San Jose Division)ol| N&E& %
Nz v= 5T 7675941 53(B T 109, 15%), 7,447,516 S5|(HF7F 15 16F),
7,698,711 E3(A T 15, 163), 7,698,711 S (A& 93, 7,577,460 53 (AT 1%,
7,456,893 E3(HT& 108)] 571 53(7,675941 H 7447516 EF & BFE 53) HIE
o2 AAT AR (Caseb:11-cv-01846-LHK) | Al (Case5:11-cv-01846-LHK  Document1893
Filed08/21/12 Final Jury Instruction, U.S. District Court for the Northern District of
California, San Jose Division, p. 29 : “Final Jury Instruction No. 18 Summary of
Contents”), 3L &L FF E3]¢ 7,675,941 2 7,447,516 E310l| thaf oA 9b vk
AR Ao ™l i gtolalz Aok ZAT AR AAHATI FHEsHATH(A
S, p. 48 : “Final Jury Instruction No. 34 Patent Exhaustion”).

olell thated 2012. 8. 24. Wi BAHE 2 F& A8, 39 M3 oF, HAshxte] &8
Ae AA)dAME S A5 7EFHOE FAS AMETAANA A1 Ade 7675941
53] 9 7447516 537 &3dvar AA 5 th(Case5:11-cv-01846-LHK  Document1931
Filed08/24/12 Amended Verdict Form, US. District Court for the Northern District of
California, San Jose Division, p. 20 : “Patent Exhaustion 33. Has Apple Proved by a
preponderance of the evidence that Samsung is barred by patent exhaustion from
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Aoz wEFHA 199739 Q9334 A9 Mallinkrodt AFd B2 o]

bl

enforcing the following Samsung patent against apple? ‘516 Patent - Yes for Apple,

‘914 Patent - Yest for Apple”).

o] Aol thsA= http://www.engadget.com/tag/apple,sam-

!

2z (2013. 10.

=
<)

sunglawsuit/ W= http://en.wikipedia.org/wiki/ Apple_v_samsung

).
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19 i), 175-1779.
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154) Rinehart, Fifgam L, p. 499.

p——



=, 1997 ol A7EA] ml= W2 AR ARREE
gt £33 d-&(patent misuse)O.E &I A=
< A&t AT AT ¢S HQl

9 22 Aljko]l Woll oA AAHHA e Al Tl ol
2158 vl2 E3H &

Az WE P BuEA 27

X

—_
a1
&)

v

R
filo
r (%]
o
ol
i
A
bt
ol
i
H
=
3
®
r]I

2 oo rr o rl

e
Y
r
)
i
rlr
)
Jo

i)

N

52

2

Jm

_Oll:

i)

N

(it

u)

2

SUBR
e

ol

Jo ¢
bt

%0

v)

b
rlr
2
N
r <
=2
2
=
e
W)
o
£
[
Ll
4z
£
31'4

7VstR ou gholAlAIZE 1ol {HbsfA AlFS gk Straus v. Victor
Talking Machine AF{1161), United States v. Gen. Elec. Co. A}x162),
United States v. Univis Lens Co. AF{1163) Fo| A= Awi7td A %119
ARt = Bt 55 AxE A bide, @ Ax - ool th
ghol 5 FojstHA du] FdS A8 EE AMgStH = A= Ajks)
ROt go] A7 P& R ARE dAQ SHES FUHE AFE AT
General Talking Pictures Corp. v. Western Elec. Co. ARd164)o A= A
Z - A o]l A fNES ol FE 53d &S FASAT 3,

155) Morton Salt, 314 U.S. 488 (1942).

156) Sherman Antitrust Act, ch. 647, 26 Stat. 209 (1890).
157) Ethyle Gasoline, 309 U.S. at 458; Standard Sanitary Mfg, 226 U.S. 20 (1912); Univis,
316 US. at 252-253; Rinehart, Hiif#:n L, pp. 499-500.

158) Adams, 84 U.S. at 456.

159) Adams, 84 U.S. at 456-457; Rinehart, Hii#&am 3, p. 500.
160) General Talking Pictures, 305 U.S. at 127.

161) 243 U.S. 490 (1917).

162) 272 US. 476 (1926).

163) 316 U.S. 241 (1942).

164) 305 U.S. 124 (1938).

—_— =~ — — —



® SHAAT 222 EE lAAE B 53 AFS BulsEA o)
d

[e)
Az slelF Aale] HES m: WA B3 AE 5 54 AEH @A A

€T AL 2oz rlstloy AF TuiArE 2ol fiwksle] AlFe A
&3k AFQFE¢%] Motion Picture Patents Co.. v. Universal Film Mfg. Col65),

Carbice Corp. of America v. American Patents Development Corp. At
A oA E3H &3S AdAT ¥, Henry v. A. B. Dick
Company AAlNFolAE =1 fRks ol#f=2 534 &23& 7435

TAE 3 vk AT

rr

Y} Braun Medical A #HZA169) 5 Lo At HA H2S 53 &
o

=
A olgel AR FFOE vobtm AW FFolth AR
Aoy =

¢

General Talking Picture AR At #A0)9] HAE A% 2 5

At 558 &30 BAIA Aefo] flo] eddE Hujrt o] Fof

735l et ARFHA Ha7) BAZ =3 717 ek WAIA Al oF

o] = Foldz=E FAF Aeole 539 & € 5 gl Hsk

th172uoetrt, 55 dAE Frkske Alekoly =21 FaEAC deiAE 535

Ao A M ol da dA LFed HFo] BAE Asste &3
A

165) 243 U.S. 502 (1917).

166) 283 U.S. 27 (1913).

167) 224 US. 1 (1912). 128y} [Pk o] F A £707 Motion Picture Patents, 243
US. at 518 #Z2& T3 #H71H Ao

168) Mallinckrodt, 976 F.2d 700 (Fed. Cir. 1992).

169) Braun Medical, 124 F. 3d. 1419 (1997).

170) General Talking Pictures, 305 U.S. 124 (1938).

171) Mallinkrodt, 976 F.2d. at 705-706.

172) Mallinkrodt, 976 F.2d. at 709.

173) Mallinkrodt, 976 F.2d. at 708.



Ao] FEE Aol olol4 Frham

# Adesgagdel FEYR S5 Ak A 4 )
zo Gy} 2 BARY tal 2 AgriEel dde] BASS
53 AFS A= FTL Holm Ytk 1A BF HolA S8A Lo
| = Mallinkrodt A1 HA1760) 5 AY<EIdaHAY] dF4 WFS
gelsts APTEUY Quanta Bl WHAWA =Ao] T Fus
#lth177)

A
9] Mallinckrodt 32 2 AW thHYe Quanta FHZAF} G &S] ¢
oA M3 #HZA=Z Y83t AT General Talking Pictures A THHE A &
A1g)o) ot AE7F HQ sty

General Talking Pictures AH1¢ 7l8e oS3 2o X

174) Server, Hifdam ¥, p. 583 (“In Mallinkrodt, Inc. v Medipart, Inc., the Federal Circuit
resurrected the conditional sale doctrine originally endorsed by the Supreme Court in
Henry.”).

175) Nard - Duffy, A&, p. 1619.

176) 976 F.2d 700 (Fed. Cir. 1992).

177) Server, T, p. 590.

178) Genaral Talking Pictures, 305 U.S. 124 (1938).



American Telephone and Telegraph Company+ Z3¥# FH A7)
(vacuum tube amplifiers)ell ™3 o] A EFE9 HFAola, il
Western Electric Company, Inc.®} Electrical Research Products, Inc.& 1
ERE o] Ak 53550l e goldlAE d& AR, 53] Yil Western
Electric Company, Inc.= #1329 53 #l& Az, FdE w4 = =
Ags  BAsta AT I179EHE, I3 (General Talking  Pictures
Corporation)= %4 ¥ 3}(talking motion pictures) & %L 54| ZHE o)
A= AP S shal URITH180)

Y3l American Telephone and Telegraph Company+ 53 &< &
g o] A B3 &l #3te] Wil Western Electric Company, Inc.$}
Electrical Research Products, Inc.olAl Q& A&l g &4 ZolAl
25 HHo3}a, 49 American Transformer Companys =33 ¢F 5074

AZANA AL Ago] @ wAEH FolMas Helsgrisnsf

179) Western Electric Co. v. General Talking Pictures Corporation, 16 F.Supp. 293, 294
(D.C.N.Y. 1936) (“the plaintiff American Telephone and Telegraph Company is the
owner of the several patents involved, and that the plaintiffs Western Electric
Company, Inc., and Electrical Research Products, Inc., are the holders of licenses from
the first-named; that the Western Electric Company, Inc., possesses all rights under or
arising from said patents to exclude others from the manufacture, use, etc., of the
patented devices; that the Western Electric Company, Inc., and Electrical Research
Products, Inc., are possessed of all claims arising out of alleged infringement as set
forth in the bill, and the rights for their own benefit to bring suit against any
infringer.”).

180) General Talking Pictures, 16 F.Supp. at 294 (“The defendant was organized in
September, 1928, under the laws of Delaware, and its business is that of leasing
recording and reproducing equipment for talking motion pictures in the United
States”).

181) Genaral Talking Pictures, 305 U.S. at 126 (“For the commercial field exclusive
licenses had been granted by the patent pool to Western Electric *126 Company and
Electrical Research Products, Inc. For the private or home field the patent pool granted
non-exclusive licenses to about fifty manufacturers. Among these was American
Transformer Company.”).



& WR%A goldlzo] WolE AT ofnlEo] 441, BATe AP 4,

P55 5 2ol 771E Az - Bulshs Aol ATk It
was licensed ‘solely and only to the extent and for the uses hereinafter
specified and defined * * * to manufacture * * *, and to sell * * * only
for radio amateur reception, radio experimental reception and radio
broadcast reception * * * licensed apparatus so manufactured by the
Licensee. * * *7)182)

229] American Transformer Company+ S7&olA LA F3}t 717] ¢

AR E ALEG37] $i3te] BHYE A% - Bl GEThs 2ol )
&5 d3 QoA E olF Az 19k e AYLEZ 91 (General

Talking Pictures Corporation)®| Al w3} 3L, 3|31 (General Talking
Pictures Corporation) <A 49| American Transformer Company©l Al 1
A Az A B Qs Ae IUME AFE FEI FHEA

T} .183)184)

182) Genaral Talking Pictures, 305 U.S. at 126 (“The license provided further: ‘Nothing
herein contained shall be regarded as conferring upon the Licensee either expressly or
by estoppel, implication or otherwise, a license to manufacture or sell, any apparatus
except such as may be manufactured by the Licensee in accordance with the express
provision of this Agreement.””).

183) Genaral Talking Pictures, 305 U.S. at 126 (“Transformer Company, knowing that it
had not been licensed to manufacture or to sell amplifiers for use in theatres as part
of talking picture equipment, made for that commercial use the amplifiers in
controversy and sold them to Pictures Corporation for that commercial use. Pictures
Corporation ordered the amplifiers and purchased them knowing that Transformer
Company had not been licensed to make or sell them for such use in theatres.”).

184) & ©l 72 S & I3 (General Talking Pictures Corporation)7} Fwlgt 471 AF
o ot 2e uAEe] EAH AU

“This apparatus is licensed only for radio, amateur, experimental and broadcast
reception under the following patents of the Radio Corporation of America and
Associated Companies.”(General Talking Pictures, 16 F.Supp. at 294).
E3F vt sd #AG7] AlFe] AHge fAsiAs S AFelM AR HAERREHE
SE FE(ube)® Tulshol AT, 7 FE vhao: thew e ol



olof Y1152 3 il (General Talking Pictures Corporation)7} ©] A}

2 glo] B R ESAFES Ax - Ad - AR

F A% 9 (Disctrict Court, S.D. New York)©l
Al FA 5 T3t £S5 A7) Th1s5)

14! (Disctrict Court, S.D. New York)ell o]o] 24 Awb<=3]3aH e

a7t o] Abd 770 55186 Foll FEE #AEg 17 EHBNE A3

grsjof i

“License Notice.

In connection with devices it sells, Radio Corporation of America has rights under
patents having claims (a) on the devices themselves and (b) on combination of the
devices with other devices or elements, as for example in various circuits and
hook-ups.

The sale of this device carries a license under the patent claims of (a), but only for (1)
talking machine uses, (2) radio amateur uses, (3) radio experimental uses and (4) radio
broadcast reception; and only where no business features are involved.

The sale does not carry a license under patent claims of (b), except only (1) for
legitimate renewals and repairs in apparatus and systems already licensed for use
under such patent claims on combinations, (2) for assembling by amateurs and
experimenters, and not by others, with other licenses parts or devices, or with parts or
devices made by themselves, but only for their own amateur and experimental radio
uses where no business features are involved, and not for sale to or for use by others,
and (3) for use with licensed talking machines and licensed radio broadcast receiving
devices; and only where no business features are involved.

This device is licensed for no other use unless, by special written contract of sale with
Radio Corporation of America, the purchaser has agreed to use it in some other
special manner only, as set forth in the contract of sale. The right to employ the
device in such special manner is nontransferable except by special agreement with
Radio Corporation of America.”(General Talking Pictures, 16 F.Supp. at 295).

185) General Talking Pictures, 16 F.Supp. at 294 (“The plaintiffs allege that the
defendant, without a license under any of the said patents, has illegally made, sold
and used within the United States the inventions and improvements contained in the
said patents”).

186) £ ARAdA EAE 771 Es= s Zth “@ the Lowenstein patent No.
1,231,764 (claims 1, 2, 4, 5, 6, 7), for a negative grid bias, filed April 24, 1912; ®
Mathes patent No. 1,426,754, for a grid biasing resistance, filed October 23, 1916 (claim
8); @ Arnold patent No. 1,329,283 (claims 7, 10, 13), for a power circuit, application
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(defendant brings certiorari).188)

oo AWHAL TheT Lo BEANYCH) FED oA =

= AH8ES S5 Ae7F AtH(“Any use beyond the valid
terms of a license is, of course, an infringement of a patent.”). Es|dH
o] & &=° A& 7hed AFol, SAAT} golA R T 5%
BB AESEE AHSA AT F A3 HE EEE AESE AS
Al = JobH, 49 Transformer Company+ 31l (General Talking

Pictures Corporation)E ¢al &A7|E A xsta AuFTFozA Fsf #<)

oL

H
< A3, 31 (General Talking Pictures Corporation) GA] 1 AbdS ¢H
A ad AlFE FEstal, Tista, dedezA Ha Ads AA Ao
(“If where a patented invention is applicable to different uses, the
owner of the patent may legally restrict a licensee to a particular field
and exclude him from others, Transformer Company was guilty of an
infringement when it made the amplifiers for, and sold them to,

Pictures Corporation. And as Pictures Corporation ordered, purchased

filed May 28, 1914; @ Arnold patent No. 1,403,475 (claims 8, 9, 10), for resistance
capacity coupling, application filed September 3, 1915; ® Arnold patent No. 1,448,550
(claims 1, 12), for definite input impedance, original application filed September 3,
1915, and November 2, 1915; Armold patent No. 1,465,332 (claims 1, 3, 5, 8, 10, 11),
for common plate supply, original application filed September 3, 1915; @ The Arnold
patent No. 1,520,994 (claims 1 and 4), for gain control, original application filed
September 3, 1915.” {Western Electric Co. v. General Talking Pictures Corporation, 91
F.2d 922, 922 (C.A.2 1937)}.

187) General Talking Pictures, 91 F.2d at 922 {“@ The Arnold patent No. 1,520,994
(claims 1 and 4), for gain control, original application filed September 3, 1915”}.

188) General Talking Pictures, 305 U.S. at 124.

189) General Talking Pictures Corp. v. Western Elec. Co. 304 US. 175 (1938) % 305
US. 124 (1938).



and leased them knowing the facts, it also was an infringer.”).190)
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AL sl FA8717F Bheldls WelE "oy Alx - A Heloeng,
+ 49| Transformer Company®l THall ztoldl2rl & FomA] &
< A5 s9stth. Yolrt 13 (General Talking Pictures Corporation)”}

S Ytorng, HAu 222 FA7E goldlx glo] Az A
b oE 2ol §lar, FHoldlx glo] 53 we o] &7 o] ATh(“As
the restriction was legal and the amplifiers were made and sold outside
the scope of the license, the effect is precisely the same as if no license
whatsoever had been granted to Transformer Company. And as Pictures
Corporation knew the facts, it is in no better position than if it had

manufactured the amplifiers itself without a license. It is liable because

it has used the invention without license to do so0.”).19) &%t ofuzg} A

190) General Talking Pictures, 305 U.S. at 126.

191) General Electric, 272 U.S. at 489.

192) General Talking Pictures, 305 U.S. at 127 (“The question of law requiring decision
is whether the restriction in the license is to be given effect. That a restrictive license
is legal seems clear. Mitchell v. Hawley, 16 Wall. 544, 21 LEd. 322. As was said in
United States v. General Electric Co., 272 U.S. 476, 489, 47 S.Ct. 192, 196, 71 L.Ed. 362,
the patentee may grant a license ‘upon any condition the performance of which is
reasonably within the reward which the patentee by the grant of the patent is entitled
to secure” The restriction here imposed is of that character. The practice of granting
licenses for a restricted use is an old one”).

193) General Talking Pictures, 305 U.S. at 127.
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194) General Talking Pictures, 304 US. at 181.

195) General Talking Pictures, 305 U.S. 124 (1938).

196) Mallinckrodt, 1990 WL at 6 {“General Talking Pictures does not stand for the
broader proposition that express restrictions are per se valid, bind purchasers, and can
be enforced by suits for infringement. The case is distinguishable from this case and
from any situation where the purchaser buys directly from the patent owner, rather
than through a manufacturing licensee —see Munters Corp. v. Burgess Indus. Inc., 450
F.Supp. 1195. 1200 - 1203 (1977) (distinguishing General Talking Pictures on precisely
this basis); U.S. v. GE., 272 US. at 489-490 and also from the situation where
licensees manufacture and sell, thinking the devices they are selling are destined for an
authorized use, but the purchaser nevertheless uses the device in an unauthorized
manner. Thus, the holding in General Talking Pictures does not disturb the holdings in
earlier cases, from Adams v. Burke forward, that restrictions on future use, even
express ones, are not enforceable against purchasers because patent owners exhaust
their rights when they sell.”}.
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197) Mallinckrodt, 1990 WL at 9 (“What Medipart does to the UltraVent is in the
nature of repair, not reconstruction.”).

198) Mallinkrodt, 976 F.2d. at 705-706 {“In General Talking Pictures...(omitted)...The
Supreme Court stated the question as “whether the restriction in the license is to be
given effect” against a purchaser who had notice of the restriction. The Court observed
that a restrictive license to a particular use was permissible, and treated the
purchaser’s unauthorized use as infringement of the patent, deeming the goods to be
unlicensed as purchased from the manufacturer.”, “The UltraVent device was
manufactured by the patentee; but the sale to the hospitals was the first sale and was
with notice of the restriction. Medipart offers neither law, public policy, nor logic, for
the proposition that the enforceability of a restriction to a particular use is determined
by whether the purchaser acquired the device from a manufacturing licensee or from a
manufacturing patentee. We decline to make a distinction for which there appears to
be no foundation.”}.

199) Mallinkrodt, 976 F.2d. at 705-706, 709 (“If the sale of the UltraVent was validly
conditioned under the applicable law such as the law governing sales and licenses,
and if the restriction on reuse was within the scope of the patent grant or otherwise
justified, then violation of the restriction may be remedied by action for patent
infringement.”).

200) Quanta, 533 U.S. 617 (2008).

201) Quanta, 553 U.S. at 636 {304 U.S. 175, 58 S.Ct. 849, 82 L.Ed. 1273 (1938) ¥ 305
US. 124, 59 S.Ct. 116, 83 L.Ed. 81 (1938) &4}
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202) Quanta, 553 U.S. at 636 (“LGE argues that the same principle applies here: Intel
could not convey to Quanta what both knew it was not authorized to sell, ie. the
right to practice the patents with non-Intel parts.”).

203) Andrew T. Dufresne, “The Exhaustion Doctrine Revived? Assessing The Scope And
Possible Effects Of The Supreme Court’s Quanta Decision”, 24 Berkeley Tech. LJ. 11
(2009), pp. 39, 41 {"LGE attempted to restrict a down-stream purchaser, Quanta,
through its sales license with Intel, relying heavily on General Talking Pictures.
...(Omitted)... the Court avoided judging the merits of this argument, so General
Talking Pictures formally remains good law after Quanta.”, “Finally and despite the
foregoing criticisms, General Talking Pictures has stood since 1939, and Quanta did not
directly challenge its reasoning. Thus, General Talking Pictures probably still stands.”}.
204) Quanta 553 U.S. at 636 (“Nothing in the License Agreement restricts Intel’s right
to sell its microprocessors and chipsets to purchasers who intend to combine them

V7

with non-Intel parts. It broadly permits Intel to “ ‘make, use, [or] sell’ ” products free
of LGE’s patent claims.”).

205) Quanta, 553 U.S. at 637 (“The License Agreement authorized Intel to sell products
that practiced the LGE Patents. No conditions limited Intel’s authority to sell products
substantially embodying the patents.”).

206) Quanta, 553 U.S. at 636 (“LGE overlooks important aspects of the structure of the
Intel-LGE transaction.”).
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207) Quanta, 553 U.S. at 637 (“the doctrine of patent exhaustion prevents LGE from
further asserting its patent rights with respect to the patents substantially embodied by
those products.”).

208) Mallinckrodt, 976 F.2d 700 (Fed. Cir. 1992).

209) Quanta, 533 U.S. 617 (2008).

210) Rinehart, HifEa 3, p. 503 (“Unfortunately, Quanta does not address the viability
of Mallinkrodt of whether the exhaustion doctrine should be considered immutable
rather than a default rule. The opinion does not resolove whether the sale of a good
exhausts the right to resale and use when the patent owner withholds the right to
use”).
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on use)@ AQF(Mallinkrodt 2 ARRHF @ golAlAI7} 4] AFE A

- et H A FujRte] AFE-H-E Al FH(post-sale conditions on use)¥ At
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T} 212)

211) Jason McCammon, "The Validity Of Conditional Sales : Competing Views Of
Patent Exhaustion In Quanta Computer Inc. v. LG Electronics, Inc., 128 S. Ct. 2109
(2008)“, 32 Harv. J. L. & Pub. Pol'y 785 (2009), pp. 792-793 (“"Futher, this first reading
of Quanta [Option 1 : A Broad View of Patent Exhaustion, Limiting Conditional or
Restricted Sales] effectively overrules the Federal Circuit’s decision in Mallinkrodt v
Medipart. Through the Supreme Court never mentioned Mallinkrodt in Quanta,...”);
Dufresne, Hif&ifi 3, pp. 41-43 {"Though Quanta may not affect Mallinckrodt directly,
the opinion should nevertheless sound alarms for patent owners relying on
Mallinckrodt-type sales restrictions. ..(Omitted)... But several observations suggest the
Supreme Court may disfavor using patent law to enforce post-sale restraints on
purchasers.”, “In short, Quanta could marginalize Mallinckrodt simply by

"o

implication.”,”Quanta at least clouds Mallinckrodt’s long-term viability.”}; HhH o)
Quanta FZL &A &£ QAF9 Z|Fom 535 FH3o| A FYAUAAE Vo=
AAZE Aolek= dAboll tig 70 2 McCammon, i 3, pp. 793-796 (“Quanta could
be seen, then, as one of a set of decisions that tacitly endorses a reasonableness
approach to patent exhaustion.”); °|E3¥ &g o}& <{iAo] WA Ytk A=
Rinehart, Hifgii 3, p. 503 ("Unfortunately, Quanta does not address the viability of
Mallinckrodt or whether the exhaustion doctrine should be considered immutable
rather than a default rule. The opinion also does not resolve whether the sale of a
good exhausts the rights to resale and use when the patent owner withholds the right
to use.”).
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212) McCammon, HifB#fi, pp. 792-793; Dufresne, Hifaaii s, pp. 41-43. 53] [Flfi (]
F FEolAE Quanta A 93] Mallinkrodt #4229 Y&(“using patent law to
enforce post-sale restraints on purchasers”)¢] °f3ld Zolgte ZAE v 22 471
£ 3 k. (ol3t dxAE BAUE F713H {“But several observations suggest the
Supreme Court may disfavor using patent law to enforce post-sale restraints on
purchasers. (U First, one interpretation of Quanta’s comment on possible contract
re-medies against purchasers would suggest general Supreme Court skepticism about
policing post-sale restrictions on purchasers via patent remedies. @ Next, the Solicitor
General’s Office —increasingly influential234 on Supreme Court patent decisions—
submitted a brief expressly rebuking Mallinckrodt.235 @ Moreover, the Justices’
questions at oral argument evinced concerns about the implications of allowing
servitude to run with chattels, and counsel for LGE pointedly declined to endorse
Mallinckrodt. @ Finally, and most fundamentally, the Mallinckrodt line of cases vitiates
patent exhaustion in practical terms by allowing patentees to avoid its effects as a
matter of preference. The Federal Circuit’s indifference to the exhaustion doctrine
stands in stark contrast to the meticulous attention the Supreme Court paid to first
sale principles in Quanta a potentially significant schism that could require additional
harmonization. And even absent direct Supreme Court review, the Federal Circuit may
perceive vulnerability in Mallinckrodt and temper its treatment of sales restrictions
accordingly, attempting to head off another reversal. In short, Quanta could
marginalize Mallinckrodt simply by implication.”}.

213) Dufresne, Hit®ai 3L, pp. 39, 41.

214) A 270% BRe} o] Quanta HZA| A Mallinckrodt 2ol thal ©3 AFg vt
s ¥ olYg, General Talking Picture ¥4 ARRFZ Quanta AFRFS FHESTHAE ARRE
£ TESHE 71E°] He T%(language)d AolE AHA fdte B T S

=
Quanta #Z2-2 ©X A3 Q1F9 7|Eo =2 5 FZH9 AA o] FEAHIAE 7VFLe=
2t= Y% (a reasonableness approach to patent exhaustion)< B]%F Aolgty d|4st= A
S| = At} McCammon, Hi#Edi L, pp. 793-796.
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215) McCammon, i, pp. 792-793; Dufresne, Hil#an X, pp. 41-43; A5+, “GMEAt
o} THFE E3A &3 #A”, Law & Technology A7# A23%, ALen 7|3 ¥
AlE] (2011. 3.) 84-86™.

216) HRtE L THA3FIIH290 T13(+)959; Wt THI3F11H301 T13(7)6000 5.
217) FhilfEEL (BFLAARAT3E] ), fiiedE, 360-3627 T
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“Justifying Intellectual Property”, Philosophy & Public Affairs Vol. 18 No. 1, Blackwell
Publishing (1989) pp. 36-45 (“Labor, Natural Intellectual Property Rights”)}&} (ii) Al
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228) McCammon, Hifsafi 3, pp. 792-793; Dufresne, Hif#afi 3, pp. 41-43.
229) Dufresne, HitRafi 3L, pp. 39, 41.
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condition restricting the right to sell)
FREE dgolth F, AAe] AL AF Bl AA7}

ol ASAT, FA AL AF Bu) A
A

flo o
o
r <
=
)
r
=2
=2
r
2
r
©
o

7 ghol A4, gHHoE ANG Hx B
7} olRol Tt W wYA TEE JEoR m e Yabelga

AR A4 BUNSAL ol AN oA o)

U3 A= gdstA Fostax AF FuAE iz AAEdATnS A%
SIEE ot A9 @ Zo] ol tis) of=FE Hu AT AA
E A BE vHw Y oS3 2o 4 AAAD FojAe] AR
HAE Agsivgt= Avj A3 A BAstE Afol, TAAYE o) A
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HIE stgadolzl shARE At Quanta FZ29]| 34
st ol 2 HE Aot I H=YS W 3 ATt ofe
9] Static Control Components A1 FZA231)0|T},

At AHd#AAE o3 2T Lexmark(Lexmark International,
Inc)= ZUE S AHALY] ZHE & BEY JLEYAE Aatste] &n|AEolA
Aufst= IARIE, o] FHEHAE 139 Agstal ¥l JEEAE
Lexmarkoll AlRE Wk&ksl7] 2 Fofste= Afole oF 20% A= € 714
of ZIEZAE Hujst= 49 ‘ZEHo]E ZZ I3 (“Prebate Program”,
FA &= “Lexmark Return Program” & F-F)gh= v 247 I3 =
Aol sostA] &= ANA T HAem JtEYAE dusts
< TRt &FATh olu ZEH|olE 2o o) #Aujd JMEF

231) Static Control Components, 615 F.Supp.2d 575 (E.D.Ky., 2009).



A (“Prebate cartridge”, ©]3} ‘Z|H|o]E ZLEZ A|")9 SF-Fo= Ml 7}
EYAE Az AFE&ES 98l LexmarkolAl ®FEHSIA 8/(“RETURN
EMPTY CARTRIDGE TO LEXMARK FOR REMANUFACTURING AND
RECYCLING" )&= IAEH 4 v 2 &77F 719 AN
T} 232)

“Please read before opening. Opening this package or using the
patented cartridge inside confirms your acceptance of the following
license agreement. This patented Return Program cartridge is sold at a
special price subject to a restriction that it may be used only once.
Following this initial use, you agree to return the empty cartridge only
to Lexmark for remanufacturing and recycling. If you don’t accept these
terms, return the unopened package to your point of purchase. A

regular price cartridge without these terms is available.”233)

232) & O AFsl= I £ /M Ao E WAEHY gk did = o] ARdlA
A" wHo|th Static Control Components, 615 F.Supp.2d at 577 {“Over the years,
the precise language of Lexmark’s Prebate terms printed across the top of Prebate
cartridge boxes has varied, with a total of four different versions. [See, e.g., R. 573 at
3.] The terms at issue here read:”}.

233) Static Control Components, Inc. v. Lexmark International, Inc., 487 F.Supp.2d 830,
836 (E.D.Ky., 2007); Static Control Components, 615 F.Supp.2d at 577 {“These
“restricted” cartridges have been commonly referred to as “Prebate Cartridges” for the
reasons that follow: Lexmark runs what it called at one time its “Prebate Program”
and what now is referred to as the “Lexmark Return Program.” [R. 594 at 3, n. 4] In
that program, Lexmark’s customers buy printer cartridges at an up-front discount in
exchange for their agreement to use the cartridges only once and then return the

“

empty cartridges to Lexmark. According to Lexmark, it offers ‘regular’ toner
cartridge[s] for those customers who do not choose the Prebate/Cartridge Return
Program toner cartridge[s] with [their] terms.” [R. 2 at 8.] Therefore, “Prebate” is
temporally the reverse of a rebate.”}; Static Control Components, Inc. v. Lexmark
Intern., Inc., 697 F.3d 387, 396 (6th Cir.(Ky.) Aug 29, 2012) {“In the 1990s, Lexmark
started a “Prebate” program with certain large customers whereby Lexmark would sell
new toner cartridges at an upfront discount of around 20% if the end user agreed to

(1) a single-use license and (2) a restriction that the cartridge be returned to Lexmark



3HA, A A 2 G A& {remanufacturers. Wazana Brothers
International, Inc. d/b/a Micro Solutions Enterprises (“Wazana”), Pendl
Companies, Inc. (“Pendl”), NER Data Products, Inc. (“NER”) 5}234)-2 A}
€8 EY 7tEAE FAAM, 8, BEY d2 59 Ade AA, AT
ZHTEYAE HT 2HASCAA Advsts Ales FR8HAIL(“The
remanufacturers take used toner cartridges, repair them, refill the toner,
et cetera, and resell the cartridges to end-user consumers.”), Static
Control(Static Control Components, Inc.)> 123 AAZHJA S A 1A
& 55 EY, mlelaz3 s 22 AAzAde A FF 5 sk
Th(“Static Control sells to the remanufacturers parts and supplies for
reworking the used toner cartridges, such as replacement parts, toner,
and microchips.”).235)

o]o]] Lexmark+ Static Control=> A= 2002\dol] EA| njo]m =3
Al &2s FEQF AHF A A (copyright) &l ¢ Ax(sue for copyright
violations related to its source code in making the duplicate microchips,
ojst “2002'd 4&")26)F A|7|staL, oo thste] Static Control> 413}

Fo FHFAY YFr Hol IAZ R A F(counterclaim  under

for remanufacturing or recycling and not to a third-party remanufacturer. Second
Appellee Br. at 6. These terms were printed on several notices on the outside of the
toner-cartridge box, which instructed the user that opening the box would indicate
acceptance of the terms. Regular cartridges not subject to the Prebate terms are still
sold, but at a higher price than the Prebate cartridges. According to Static Control, the
price of Lexmark toner cartridges increased following the implementation of the
program because of reduced competition from remanufacturers.”}.

234) Static Control Components, 697 F.3d at 396 FN 2 {“Wazana Brothers International,
Inc. d/b/a Micro Solutions Enterprises (“Wazana”), Pendl Companies, Inc. (“Pendl”),
and NER Data Products, Inc. (“NER”) are three remanufacturers who have purchased
microchips from Static Control for Lexmark toner cartridges and were once third-party
defendants to the suit. They are not parties to the appeal.”}.

235) Static Control Components, 615 F.Supp.2d at 577.

236) Civil Action Nos. 5:02-571.



federal and state antitrust and false-advertising laws)E 3ttt 1 4%
A& Foll Static Controlo] &£A1E wholZ=23& AFA HAQlstaL, 2004
Ho|l  LexmarkE A= AMEFA HAJE vio] ZEF(redesigned
microchips)®] A& (copyright)= HalstA LPethe &Rl (declaratory
judgment)<= T3} 4x(sue for declaratory judgment to establish that the
redesigned microchips did not infringe any copyright., °©]3} “2004'3d 4
NBNE A71ekR L, ololl théte] Lexmarke A2t s, Bl g
A 53 #4d FHAS AFS=E F7FEH Static Controls W= 3 59
=% 3l (active inducement of patent infringement)®} AAZYA 3AK
Wazana, Pendl, NER)2®)E o= T 53 A A8l (direct patent
infringement)®] WA FE ST o] F ol& 2709 4 20049 &= W
A= A TH(“The two suits were consolidated into the 04 Action.”).239)

A AolA 53d &3 AR Fdste] 4 "3 HedEo] FH7

-
P = 2o

237) Civil Actions No. 5:04-84.

238) Static Control Components, 697 F.3d at 396 FN 2 {*Wazana Brothers International,
Inc. d/b/a Micro Solutions Enterprises (“Wazana”), Pendl Companies, Inc. (“Pendl”),
and NER Data Products, Inc. (“NER”) are three remanufacturers who have purchased
microchips from Static Control for Lexmark toner cartridges and were once third-party
defendants to the suit. They are not parties to the appeal.”}.

239) Static Control Components, 487 F.Supp.2d at 836 (“Lexmark alleges direct patent
infringement against the remanufacturers and active inducement of patent infringement
against SCC”); Static Control Components, 697 F.3d at 395 {“Lexmark sued Static
Control in 2002 (the “02 Action”) for copyright violations related to its source code in
making the duplicate microchips and was given a preliminary injunction by the district
court. Static Control counterclaimed under federal and state antitrust and
false-advertising laws. While that suit was pending, Static Control redesigned its
microchips and sued Lexmark for declaratory judgment in 2004 (the “04 Action”) to
establish that the redesigned microchips did not infringe any copyright. Lexmark
counterclaimed again for copyright violations and this time added patent counterclaims
against Static Control and eventually three of the remanufacturers. The two suits were
consolidated into the 04 Action.”}.



2719 &7 dHegE AE7)F 8 AHAH A(United  States
District Court, E.D. Kentucky, Central Division, Lexington)< o<
9] Quanta AR Aol WHAZ] A 20073 4€ 24 <kAEAE
(summary judgement)ollA] 3 &3 AHH #AHSIS oS3 Zo] &
A gk B QlT}.240)

Static Control> Lexmark 7FE2]A| 9] thFiEo] LexmarkZFE
H 2L Al 24 o= A gar, AaA S3Hd (reselling middlemen)©l]
A HzE AujE 7] dfjZo] HzAujo]&o 934 Lexmark’} ZEH[o]E
21& S8 FtEYAY HAF AHEAE 7EY F A Fua FRss]
=, ZYH|olE A& Adul FIHd(reselling middlemen)©] o}y z}
AT AAE TES] AT AoloA Adm Tl ti TtEA &
)= Ag e vl (unrestricted sale)® Lexmark®] E3HS &ZIA7],
S5d 23 ol wEk Adw) FIHEel iR AR fle Fdes

Aol A=A 442 BAG 5 JE AYE 204
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gy wef ol E gloldlart Ade) F3HEe B HE A
Sl % HAF e 98 HAAA F=v¥, Lexmarks W77t ¢l

e e nAAL Aol =, S8A 21020 o5 LexmarkEs e

240) Static Control Components, 487 F.Supp.2d 830 (E.D.Ky., 2007).

241) Static Control Components, 487 F.Supp.2d at 847 (“the so-called “first sale”
doctrine prevents Lexmark from binding most final users of Lexmark cartridges with
Prebate conditions, because the vast majority of Lexmark’s cartridges are sold first to
reselling middlemen, rather than directly from Lexmark to the end user.”, “to the
extent the Prebate agreement purportedly binds the end user, rather than middlemen,
the sale of cartridges to middlemen is an unrestricted sale that exhausts Lexmark’s
patent rights. Accordingly, under the first sale doctrine, the unrestricted sale of
cartridges to middlemen exhausts Lexmark’s right to control the further use of
cartridges by end users.”).



Hlo]E gholdl 2o g¥o] AR MA7HA= 7IEY A ARGl g

rte

A% U7hE we o] opUth Wk a8A BA Yviw, sude] ojd
A Bl ARD PolAE FAL vl WA, B FHFL
23 BolAE

A T 5 Pk AH RS WEA Dok v,
el RE AWds EFSohy sHFIIRW,  Static
Control®] F&& A3 goldlxe  FHA

Mallinckrodt, Inc. v. Medipart, Inc., 976 F.2d 700, 704 (Fed.Cir.1992) #*4
of A&l fmiET 242 mEs FHEZAY I A 7" 2 T A

ARE AR 21 FRSHAL 8 7153 (“post-sale reuse restriction on

& ¥we AR

single-use toner cartridges, which was integrally connected to broader
sale of printer cartridge, was enforceable”,”issue of whether single-use
restriction on cartridges, which had been labeled on cartridges and
cartridge packaging, was enforceable term of sale, was directed by state
contract law”), €3& EY 7IEZAE Zujdoly Lu/dolA Hujg 3
7 Bl = QAR dig AT 2AES AFAAINAE ZETH“sale of
single-use toner cartridges to wholesalers or retailers did not exhaust

post-sale reuse restriction.”).243)

242) Static Control Components, 487 F.Supp.2d at 847-848 {“SCC does not contest in its
Motion that Lexmark commands less of a price for its cartridges when the cartridges
are marked Prebate. If Prebate licenses did not pass through the middlemen for
ultimate acceptance by the end user, then Lexmark would be giving consideration—a
lower price for a cartridge than the cartridge would otherwise command —for nothing
in return. Accordingly, pursuant to the law of patent exhaustion, Lexmark does not
fully “receive[ ][its] reward for the use of the article” until the Prebate license is
effectuated. ...(Omitted)..To hold otherwise would create an arbitrary distinction that
direct sellers to consumers can maintain restrictive licenses on their patented products
while those who happen to get their products to the consumer via middlemen cannot.
Additionally, if “middlemen” include all retailers, then SCC’s position would seem to
run afoul of the Federal Circuit’s observation that the legality of restrictive licenses
“seems clear.” Mallinckrodt, Inc. v. Medipart, Inc., 976 F.2d 700, 704 (Fed.Cir.1992).”}.
243) Static Control Components, 487 F.Supp.2d at 831.



JHy o] AWtHEYY Quanta AR Aol WA A} Static
Control Quanta A1 FZAo] Uetd 53 &3l #3 AdiHE Ao
HT A& wEt M T "HHA o AE AAH(Motion to
Reconsider Interlocutory Order)dtaL244) FE]7]F FH AWAEHA
(United States District Court, E.D. Kentucky, Central Division,
Lexington)< Quanta ARl 2] we} Xt WEe] Ayl FasiH,
Quanta Abd #HZ2L dwtd oz EH AFES AFPES v, 53
= AR 9 /\Véj&ﬂloﬂ Oe 5318 23Ee A48 AFE HEA siAHa

TASHAA A A1H245)S WS TH(“this Court agrees that Quanta

compels reconsideration and reversal of the aforementioned Order.

_-\:ﬁ

Quanta has changed the landscape of the doctrine of patent exhaustion
generally, and specifically the application of the doctrine to the facts of

this case.”).240)

244) Static Control Components, 615 F.Supp.2d at 576-577 {“This matter is before the
Court on Static Control Components, Inc’s Motion to Reconsider Interlocutory
Order...(Omitted)...In this Motion, Static Control seeks to have the Court reconsider its
Interlocutory Order at Record 1008 in light of the Supreme Court’s most recent
statement of the law regarding patent exhaustion, or the first sale doctrine, announced
in Quanta Computer, Inc. v. LG Electronics, Inc., --- US. ----, 128 S.Ct. 2109, 170
L.Ed.2d 996 (2008).”}.

245) F3+ ¥ (Interlocutory Order)oll tha Hde] AHHAAS] 2= Federal Rule of
Civil Procedure 54(b)°]13}. {“any order or other decision, however designated, that
adjudicates fewer than all the claims or the rights and liabilities of fewer than all the
parties does not end the action as to any of the claims or parties and may be revised
at any time before the entry of a judgment adjudicating all the claims and all the
parties’ rights and liabilities.”} (Static Control Components, 615 F.Supp.2d at 578).

246) Static Control Components, 615 F.Supp.2d at 577-578 (“Here, the change or
clarification in the law provided by the Supreme Court's decision in Quanta justifies
revisiting this Court’s prior decision that Lexmark’s patent infringement claims are not
barred by the doctrine of patent exhaustion.”).
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olof W A1 ARAoA HYL Quanta AFHA ARUIHYIE &
MBS E247) E35H A% #-E BEAE{Bloomer v. McQuewan, 55 U.S.
539, 14 How. 539, 14 L.Ed. 532 (1852), Adams v. Burke, 84 U.S. 453,
456, 17 Wall. 453, 21 L.Ed. 700 (1873), Henry v. A.B. Dick Co., 224 US.
1, 32 S.Ct. 364, 56 L.Ed. 645 (1912), Motion Picture Patents Co. v.
Universal Film Mfg. Co., 243 U.S. 502, 518, 37 S.Ct. 416, 61 L.Ed. 871
(1917), Ethyl Gasoline Corporation v. United States, 309 U.S. 436, 60
S.Ct. 618, 84 L.Ed. 852 (1940), United States v. Univis Lens Co., 316 U.S.
241, 62 S.Ct. 1088, 86 L.Ed. 1408 (1942), Mitchell v. Hawley, 83 U.S. 544,
16 Wall. 544, 21 L.Ed. 322 (1872), General Talking Pictures Corp. v.
Western Electric Co., 304 US. 175, 58 S.Ct. 849, 82 L.Ed. 1273 (1938)}<]
Akl el HERE Fol|248) v o] FAISHA T
AWTHYAY 559 &3 #d #4590 A tig dE A3
dUNHEYS dAHA SEATE 55 AFol @ B F A
gk A gV (“restrictions on the post-sale use”)e] ZAAE 3 EHES A&
< F e HEE AH%t= Aolth(“In sum, the Supreme Court’s
overview of its history of statements on the law of patent exhaustion
reveals that the Court has consistently held that patent holders may not
invoke patent law to enforce restrictions on the post-sale use of their
patented products.”).249)

AHHE LY Quanta AHd FHAL FH ARASOA Aty ol

o
57 ade] Ud A Bud 9e AFAR Btk Lejy
2

247) Quanta, 128 S.Ct. at 2115-2117.
248) Static Control Components, 615 F.Supp.2d at 579-582.
249) Static Control Components, 615 F.Supp.2d at 582.
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°] Quanta A1 22 He] W3Ha change in the law)el aidHTH
(“Quanta itself reaffirms the Supreme Court’s articulation of the doctrine
of patent exhaustion as set forth in the cases discussed in the previous
section. It represents a change in the law, however, because the Court
reasserted a broad understanding of patent exhaustion in the face of
Federal Circuit case law that had narrowed the scope of the doctrine.”
).250) Al 19 2 FEMS B ARS x3eiA A
WS dsl 758 e AdEAM FAE) STh(“That Federal
Circuit case law had been followed as binding precedent by the district
courts, including this one.”).251)
Static Control {3 A1 Ao A ‘AN HY S Quanta AHH HZAS
Tl EHelzl 538 &3 o8& 53 ofgol A Static ControlS ATh

gHo]lE 1S FAStH = Lexmarks] A|Z®4E ofyz}, o] 3
(o]

2

fd
[

Mz

=z
GatA HEAW L FAEA=, B HA2 29 3T In its Motion
to Reconsider, Static Control asserts that “[tlhe patent exhaustion
doctrine articulated in Quanta invalidates Lexmark’s effort to create
patent-based use restriction through its postsale Prebate terms, as well
as Lexmark’s attempt to enforce the Prebate terms under patent law
against Static Control.” [R. 1422-2 at 6.] This Court Agrees.”}. LGXA}A
H Lexmarks 3 A%< BEY 7LEL RS Arjo] dis] ojd A= F7}
sHA| eFgkar, AmlAto] tigk FAw| F ARE A FH(“post-sale restriction on
use”)S T I AF Ui EFEAS FERIHE AEE I TH(“Like
LGE, Lexmark does not impose any restrictions on the sale of its

patented products-toner cartridges. Additionally, like LGE, Lexmark

250) Static Control Components, 615 F.Supp.2d at 582.
251) Static Control Components, 615 F.Supp.2d at 582-583.
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attempts to reserve patent rights in its products through post-sale
restrictions on use imposed on its customers.”). ©|¥ A|=7} HIE ATy
HA9 Quanta APl o] LexmarkolAl & < gl ©3l Aot
Static Control°] &3 ZAA A Quanta AHAoA LGHAE F& FujA7}
S5l digt 1A E Tyt stE = ST Aol i A F A
3V (“postsale restriction”)= &3l A41e SddEe FERE F gtk 19
PR7FA 2 Lexmark®= A{le]l E5HS FRT o {ITH(“This is what
Quanta says Lexmark cannot do. As Static Control puts it, “LGE could
not preserve its patent rights through a postsale restriction on an
authorized sale, even when the subsequent purchaser was on notice of

the asserted patent rights.” Now, neither can Lexmark.”).252)

oal FAS T (“Lexmark  contends Quanta reaffirmed that patent
exhaustion applies to sales that are both authorized and
unconditional-and Lexmark asserts that the Prebate terms made the sale
of its toner cartridges conditional.”). Z#1} £ Y& Static Control®]
T F%th. Lexmarke ¢ 7oAl General Talking Pictures ARzd
ANM AxAR stolm 53 AFA FY7E FAE AREAA Hx A
A et =E 223 SsjdAel AxAp Abole] goldlx Al =3
FofAgE Agsh= 23 (“conditions restricting the right to sell”)
) & ARl g =7’(“post-sale conditions on use”) Akolol] AR
HY S Quanta AR FZAA wEoA FE| O3] &3l Ao

(“This Court agrees with Static Control, however, that, in making this

ol
y

.

Kol
| .

252) Static Control Components, 615 F.Supp.2d at 584.
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argument, Lexmark confuses the distinction made in Quanta between
conditions restricting the right to sell, like the condition in the license
agreement between the patent*585 holder and the manufacturer in
General Talking Pictures which prohibited the manufacturer from
making its initial sales of the patented amplifiers to commercial users,
and post-sale conditions on use.”). Lexmark®] ZE]H|o|E F}EZ]A] Fuj
= FERAFIH. TrE AAHAAY AARIES Sl A ZEHolE 7}
EAE 7HE  oH, oE A A= 7ER A S o
gHlolE =S A7 Fd e 7A@t wEkA
Lexmark ZZHYUE EUY 7LET A9 Fv= Quanta AFAANA LGH A2
ESAE AujAE FxARE e 207 Lexmark? T A Fo)
e E5ds 234713, Eie T3 B $ ARES AT F =

A% uhgHT 25

[kl

g Lexmark7} A&7 A H, AWhE Y2 Quanta AHd B4

Al HAHO R ANEIS| gAY Mallinkrodt AHd #H2-S #H 7] 35HA|
AP del Mallinkrodt AFd B2-& #H 7|

Aor & g deAd fiel Asirt deja Aok AR Ads)
Mallinkrodt Ab1 #4o] o oY F&SHA] Frhal &1,259) o

T
=2

253) Static Control Components, 615 F.Supp.2d at 584 (“Sales of Lexmark Prebate
cartridges were unconditional. Anyone could walk into a store carrying Lexmark
Prebate cartridges and purchase one. Anyone could purchase Lexmark Prebate
cartridges directly from Lexmark through its website. No potential buyer was required
to agree to abide by the Prebate terms before purchasing a cartridge. Thus, sales of
Lexmark’s Prebate toner cartridges were authorized and unconditional, just like sales of
LGE’s patented products in Quanta. As such, sales of Lexmark cartridges exhausted
Lexmark’s patent rights in them, stripping Lexmark of the ability to control post-sale
use of the cartridges through patent law.”).

254) & HA A= 19 22 HAE FHS HE Herbert Hovenkamp, “Innovation and
the Domain of Competition Policy”, 60 Ala. L.Rev. 103, n. 35 (2008)& &1 Ut
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(Static Control Components, 615 F.Supp.2d at 585); TFAHHOZ [ #3544 =
Quanta A YTyl Aol dis| ta3t o] Hristal vk {“[FN35]. Quanta
Computer, Inc. v. LG Elecs,, Inc, 128 S. Ct. 2109 (2008). ...(Omitted)..The Supreme
Court held that the first sale rule barred the suit, overruling the Federal Circuit’s
decision in Mallinckrodt, Inc. v. Medipart, Inc., 976 F.2d 700, 709 (Fed. Cir. 1992),
which had exempted “conditional” sales such as this one from the first sale doctrine.
The Court concluded: This case illustrates the danger of allowing such an end-run
around exhaustion. On LGE’s theory, although Intel is authorized to sell a completed
computer system that practices the LGE Patents, any downstream purchasers of the
system could nonetheless be liable for patent infringement. Such a result would violate
the longstanding principle that, when a patented item is “once lawfully made and
sold, there is no restriction on [its] use to be implied for the benefit of the patentee.”
Quanta Computer, 128 S. Ct. at 2118 (quoting Adams v. Burke, 84 U.S. (17 Wall.) 453,
457 (1873) (alteration in original).”).

255) & HANAE 29 22 AE AT H-+E Matthew W. Siegal - Kevin C. Ecker,
“Quanta Computer, Inc., et al. v. LG Electronics, Inc.: Patent Exhaustion Restrictions
May Not Be ... Exhausted”, 14 No. 11 Intell. Prop. Strategist 1 (August 2008)& &1 %)
t}. (Static Control Components, 615 F.Supp.2d at 585); 7| & S 2 5 News Letter p.2
A& Quanta AHAS] AW BAd s o3 Zo] Hrbska AT {"However,
despite the expectations of many observers, and the many amici curiae, Quanta did
not discuss the extent to which a party can contractually restrict downstream
application of the patent exhaustion doctrine.”}.

256) Static Control Components, 615 F.Supp.2d at 585 {“As Lexmark points out, the
Supreme Court did not expressly overrule Mallinckrodt in its Quanta opinion.
Academic literature that has followed in the wake of the Quanta decision has grappled
with the question of whether the Supreme Court intended to overrule Mallinckrodt.
Several authors believe Mallinckrodt is no longer good law. See, e.g., Herbert
Hovenkamp, Innovation and the Domain of Competition Policy, 60 Ala. L.Rev. 103, n.
35 (2008). Others have expressed the belief, or the hope, that the Quanta holding is
limited to the very specific facts, and the very specific license agreement, that
confronted the Court. See, e.g, Matthew W. Siegal and Kevin C. Ecker, Quanta
Computer, Inc., et al. v. LG Electronics, Inc.: Patent Exhaustion Restrictions May Not
Be ... Exhausted, 14 No. 11 Intell. Prop. Strategist 1 (August 2008).”}.
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|¥ = Aolgtal B+ oHu= Holu, Wolrt Quanta AR At
oo WHELS I ZAAd olE2v HAGo AUEIdAHYY
Mallinkrodt AFd Ao 47 Fi& oJEstal Qled, Ay ds 1 2

< 3715tA = A (“The Supreme Court’s broad statement of the law

My 1A

of patent exhaustion simply cannot be squared with the position that
the Quanta holding is limited to its specific facts. Further, the Federal
Circuit relied in part on Mallinckrodt in reaching its decision in LG
Electronics, Inc. v. Bizcom Electronics, Inc., 453 F.3d 1364, 1369
(Fed.Cir.2006), the decision the Supreme Court reversed in Quanta.”)257)
5% Quanta A7, Mallinkrodt AF, FARRES] 4o st HE Z3
of vFoE o, AFHELL Quanta AH] HAS Fa FAIH O E(sub
silentio) AW<+3FAH Y] Mallinkrodt AHd #HZ2S #H7|std oty dd
HTH(“ After reviewing Quanta, Mallinckrodt, and the parties’ arguments,
this Court is persuaded that Quanta overruled Mallinckrodt sub
silentio.”).258)

Aoz, AU Quanta AHd 2 o|F & WHAdL A o
B gande] 5sd &3 Hed mEt e WEe Aastal i
718 uke] §lth. Lexmarke] EY 7FEE| Ao Uig & 2

o 2579 st Aoz 2357 W2, FtEYAE L3
© AAHA Ferh ZH|olE =

A=
2P 53 stolA FESHA ZH(“In sum, after Quanta this Court

257) Static Control Components, 615 F.Supp.2d at 586.

258) Static Control Components, 615 F.Supp.2d at 588-589 {”Accordingly, and the Court
being sufficiently advised, it is hereby ORDERED as follows:

1. Static Control’s Motion to Reconsider the Interlocutory Order at Record 1008 [R.
1422] is GRANTED;

2. The Court finds that Lexmark’s Prebate terms are not enforceable under patent law
in light of Quanta Computer, Inc. v. LG Electronics, Inc., ---US. ----, 128 S.Ct. 2109,
170 L.Ed.2d 996 (2008);”}.
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is compelled to reconsider and reverse a decision that at the time was
consistent with the Federal Circuit’s articulation of the law. Because
Lexmark’s patent rights in its toner cartridges were exhausted by the
authorized, unconditional sales of the cartridges to end users, Lexmark’s
attempt to impose single-use restrictions on the cartridges fails. The
Prebate Program is invalid under patent law.”). ©]°] Wz} & HAS <
WY Quanta AM FA WE 53 Sholl A Lexmark®] ZE|H]|o]
E A& a8k gvhal ZA4sH Static Control®] S #H A A1H

2 S7HRT BT

o, O AW F A &0 WE olF B WHl o= H7HA
FAAE ] F7HE AT delvt dE el EEs = shaL
< WA F(amended complaints), WHH A T (counterclaims)”7} AL,
oF 2071 o]/Fe] kAl A Al H (motion for summary judgement)Z AA, &
A1 (motion for judgement), A Ag] 7Y (ury trial) & #X Ht
At A= & W@l teiAE F FAATE @4skod(appealed) ol A
A 634 Y (United States Court of Appeals, Sixth Circuit.)oA] 344
Tde0)o] o] FojFrp2el) Ty FaMdMEe F3d &3 A AA

=

259) Static Control Components, 615 F.Supp.2d at 588-589.

260) Static Control Components, 697 F.3d 387 (6th Cir.(Ky.) Aug 29, 2012).

261) = & G4 el o|2r7AA] kA AHR 20049 £t HHE F U A
3k A4 X8 7 F(Procedural Background)® T3 Z T} Static Control Components,
697 F3d at 397-398 {“Static Control initiated the 04 Action seeking declaratory
judgment under federal copyright laws and the DMCA that its newly modified chips
did not infringe Lexmark’s copyrights. Lexmark counterclaimed raising patent
infringement, DMCA violations, and tort claims, and added three remanufacturers as
third-party defendants —Wazana, NER, and Pendl. Following the Sixth Circuit’s remand,
Lexmark moved to dismiss Static Control’s counterclaims. The district court granted the
motion in September 2006. During the course of the proceedings, which concluded in a
jury trial, nine of Lexmark’s mechanical patents were held valid, see R. 1008 (D. Ct.
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A theah ol FASAA FAH BES A i)

ol

Order 4/24/07), and summary judgment was granted to Lexmark on its claims of
direct patent infringement against Wazana, NER, and Pendl, see R. 1203 (D. Ct. Order
5/25/07); R. 1245 (D. Ct. Order 5/31/07). All three defendant remanufacturers
ultimately settled with Lexmark at various points before the verdict. The district court
also granted summary judgment to Lexmark on the validity of its single-use license for
Prebate cartridges, which the district court concluded prevented Lexmark’s patents
from exhausting following the initial sale of the Prebate toner cartridges to end users.
R. 1008 (D. Ct. Order 4/24/07).

By the close of  trial, the only remaining issues  were Lexmark’s
patent-infringement-inducement claims against Static Control and Static Control’s
equitable defense of patent misuse. Because the district court had already ruled on
summary judgment that three of the remanufacturers directly infringed, the jury was
asked to decide whether the unnamed remanufacturers directly infringed as a class and
whether Static Control induced any direct infringement. Because the district court
determined that patent misuse was an equitable defense, the final jury instructions
indicated that the jury’s findings with respect to misuse would be merely advisory. R.
1365 (Jury Instructions). The jury returned a verdict that Lexmark had failed *398 to
show that the remanufacturers as a class directly infringed Lexmark’s patents and
failed to show that Static Control induced the direct infringement of the three named
remanufacturers, Wazana, NER, and Pendl. R. 1366 (Special Verdict Format 1 - 3). The
jury then advised that it found Static Control had proven by a preponderance of the
evidence certain facts that supported Static Control’s defense that Lexmark misused its
patents. Id. at 11 - 19; see also R. 1365 (Jury Instructions at 35 - 41) (defining misuse).
Lexmark moved for judgment as a matter of law both before and after the verdict and
also filed a motion for a new trial on its patent inducement claim, arguing that the
evidence was sufficient to establish direct infringement by Static Control’s customers as
a class and that, with respect to inducement, the district court erroneously excluded
evidence at trial. The district court denied the motions. R. 1430 (D.Ct.Op.10/03/08); R.
1521 (D. Ct. Op. & Order 10/28/10). The district court subsequently reversed its prior
ruling that Lexmark’s patents were not exhausted in its Prebate cartridges in light of
recent Supreme Court precedent. R. 1443 (D. Ct. Op. & Order 3/31/09). Both parties
filed timely appeals.”}.

262) g iAo A& jurisdiction, Static Control’s federal anti-trust counterclaims,
Static Control's LANHAM Act counterclaim, state-law counterclaims, impact of jury
verdict on remand, Lexmark’s patent counter claimsol| I3 Ex|7} AeFAoH,
Lexmark’s patent counter claim¥ ¥ 34| exhaustion of Prebate cartridges &4 2l
% evidence of direct infringement by Static Control’s customers as a class, excluded
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I AAg 8vp 7] wEol{R. 1008 (D. Ct. Order 4/24/07)}, HE& EAZ
A Z W o]E A9Fo] Lexmarke] 53A &S wjASt=A o Fo digh
2 gaqdel Ao miiAdd A dE8s HAAZ & fith v=olA &
mE W ZEHolE FHE A& g wjAdwS ZHolE JLEZ A7}
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(instruct) & HH& Aol ok webA &3 ZA
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evidence relating to intent to induce infringement, by Static Control’s customers as a
class, design patent invalidityol] g AHo] FTFEAT} (Static Control Components,
697 F.3d at 398-423).

263) Static Control Components, 697 F3d at 420-421 {“D. Exhaustion of Prebate
Cartridges : Lexmark also challenges the district court’s post-trial ruling holding that
Lexmark’s sale of Prebate cartridges exhausted its patent rights in their cartridges. The
relief Lexmark seeks on this issue, however, is unclear. Whether the Prebate agreement
prevented the exhaustion of Lexmark’s patent rights as a matter of law does not
change the outcome of the jury trial, because at the time of trial the district court had
ruled favorably to Lexmark that Prebate cartridges prevented exhaustion. R. 1008 (D.
Ct. Order 4/24/07). Thus, unlike the non-Prebate cartridges sold in the United States
and the IBM cartridges, the jury was never instructed that Prebate cartridges could not
serve the basis for direct infringement by Static Control’s customers as a class. Nor
does the question of exhaustion bear in any way on the jury’s verdict that Static
Control did not induce the direct infringement by Wazana, Pendl, and NER. We
therefore decline to resolve this extremely complex and unsettled question, because it
would have no relevance to the outcome of this appeal.”}.
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Lanham Act$} North Carolina state law©ll @& Static Control®] ®rthA
T 95 714 FERS 9] #&Festa, A QAHAe] 2 E
&S Sk BAS 3 Th6Y)
o]o] Lexmark+ @i‘ﬂ%g} Lanham Act #& 3}7] ZAAo) st
o 2013\ 1€ 14 AdiH Ao F4l el & 7k A (petirion for writ of
certiorari)= 3F%11,205 AW H YA o] F ®rolEo 2013 6¥€ 39 4
A

T AA-L Y206 AgES WF Zo|t},

r

A
A

s

’l

oje} Zo] AYHHYL Quanta A AAS T3l AWcIF
2] Mallinkrodt A #HZAS EAACZE H7|3¥tta He A9

m,207) AR gdaHde HEe 2 dujd AAE ARst=
(condition restricting the right to sell)¥ ¥wj & AL-&& Agsh=

iuj
IR ol b
o

Al

(i

(postsale conditions on use)g TESIHA HAAE YNt A=
7o) AZEARE Z25 ANE Feole 55 4%

s W3 At BAST 9 Static Control Components, Inc. v.
Lexmark International, Inc., 615 F.Supp.2d 575 (E.D.Ky., 2009) &4 <
A FE fEuetal A "ol & A3 AP riEom AAAY g

o o
i

¥ A

264) Static Control Components, 697 F.3d at 423.

265) Lexmark International, Inc. v. Static Control Components, Inc., Petition for Writ of
Certrorari (filed Jan. 14. 2013) p. 1 (“A timely petition for rehearing en banc was filed
on September 12, 2012, and was denied on October 26, 2012.”), pp. 7-14 (“REASONS
FOR GRANTING : THE PETITION Granting the Petition for Writ of Certiorari will
enable this Court to provide much needed guidance on the application of an important
federal statute and will resolve wide-spread confusion and disagreement among the
United States circuit courts as to the proper test for standing to pursue a Lanham Act
false advertising claim.”).

266) Lexmark International, Inc. v. Static Control Components, Inc.,, 133 S.Ct. 2766
(2013) (“Case below, 697 F.3d 387. Petition for writ of certiorari to the United States
Court of Appeals for the Sixth Circuit granted.”).

267) Static Control Components, 615 F.Supp.2d at 585-586.
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T, dA AET vk e yuSlM Y AF AE ZlEolu o
WA 9] 9 Static Control Components, 615 F.Supp.2d 575 (E.D.Ky.,
2009) #HAo| WEHIGE 55y &0l AE 5 U= holAlAe Fu)
A AAE AeteE Z7(condition restricting the right to sell)o] &A=
© A2t steete(A dET @ B, Lok 22 =de T 2o

2 AlF Mol A AR WaskA R4 457 ofdel M=ol Aokl

M

A

_

(l

A2 oA FE el At g 47
=

Uolzh Sish 2ol golalAe wuld AL Este] Bz} o] F
oA &xlo] WAL SRR S3A YA s ARHE 7
Sl 53 AF PO F£9 ASAE Y BRAT AT 234 o
al HoHE ASolE A3 BEWS & gleAst BAH,

ool sl HF WAL E3 AF FUAY T ASA} olHB
Aol AG AT o] ths) otelAY otolz FRF & U Aol W3

=59 ol YL BL 5 Atks 4B ASUA, Mo H9o

268) General Talking Pictures, 305 U.S. at 126 (“Pictures Corporation ordered the
amplifiers and purchased them knowing that Transformer Company had not been
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A A BTN A ol AL EFAAG e Aty Bojd ABL
sel A Bolgto M E3A sdo] ABHE A9, 53 AF oAy
9 HEAE 29 2L BulA AT EHol sl A8 A ZY A
o= E5A Yool AYL Aok shvle] FAE E o o8] Rolof
C ol TE BFlME Moo FulA FH HASAE BB

2

I-N'

o

)
Fld
2
o
o

S 93, RgolSurgelt ARBolPol oF EHMYORT HE
Fo9le ol BAH ANHY] o HES nHR FE Yot @
Ar oz Aoje] Qe Aolg AT} Qi e, MR AP &
Hg 7ba Bl EHAAsE Toia Aol Aol (53 ATl T
e AfTom) gAETL Qs EAAY A3AAAA EPe WAL
Ae AT ADL 94 FRIE S7 W sl o Rolaks A E
glek)

licensed to make or sell them for such use in theatres...And as Pictures Corporation
ordered, purchased and leased them knowing the facts, it also was an infringer.”).
269) olol thal Bk (L9 i), 172-17392 2+ A2 a¥s 7Hd #l Alefe] o gA
=dAE A3AANA FFES 1A 7 J=rfell Wi v=e] =g FAL A FH AL A
ol Al oldg AL A li I ol Aokl M FeHom AR 2] A3AlAl WA
© 585 =9sks Zo] ofyzhel A w=melME rFEel ofs) AHAtA] 4
ol AR ) Ak =gl ofsf A=A ol axpigolt I o] XM 97t Alghg e
2AM el w2t vl S5AATE B8 AR Ade vhetal duH B FEIF A
Fog Holg ARRIIARE ‘A 3 —1(11m1ted license) 2.2 A dsle= 73
s AR A FRE s AHAIAE A3Al A F4E =
@i“é‘é‘}i A= Hiol wEH, v
u}

Asha ok, 2 ki ol 1
A 537 A o] Ho] o] Fof

A
How 3 AFEL WY AS

Age AL AA=,

BujAgo] AR Aol S AAY ool AFALE FAe] H2S Aty 9

T A, 58 &l ‘S5 AATE oAU WEel ARHE Zo] ohehs

Yo e oISl olef & Fue om} Uo7k A3zl g S5 kel weAs)A
o

Z3fol thal obel ALt ofelz 238 4 9

= 53 A% A5} ol A
= 2 % doa Ba e 03 B 9 2A

3k ¥
5ol st 539 3| 2
o thalA = JHe] o] HxX
270) AR, Fifii 3, 52-53'.
271) ¥HEA(EE9 Hi), 1727%; o]9k S ARl YB BBS A HuAlwiol Uig B
& BAHS AAS A2 o] 4A, “BBS Ao QB A AT BA I+ oFto]

Lo
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WA BHA 2703 Ao $F0 BANE FFE FolA 5
59 271 2AQ 0| FISYAE V2O F AAA Bk o3 S
A 272 WA s ddo] Weldl ek J2RE 5HE &%
AAT} | FAA i Aoletn T Aolmz HAA EYe AW 554
& g o F9 e ASAAS mATL BE Zo| Bgatetn)

AP o] B
FH EHAATL AFS B solAAA RotE Buld Aol
G Pl Al RkE AR AT o] o] Rzl Aol 5HA &
A oRo] TSA T A GAAEA A 2AS A Fril)
S84 g3l AYF FA TE E3do] 23H APl WEOT A
el Ay 33 & Ut
Golh ESAATL ol MAA AF BoAL FofstRA AF

7, A% A A28, AFEAAF (1998. 9), 8-119.

272) ¥, Fxol REHOEE o8 e =& dHd B AddAel AdeA el
T Athe HollA Ed &3y I AFdS E3AFG AIA(Lfrd)e FE FFolA
o AL AT AAA W AAH Adolgt= Hol vlFS Fol, HIE oo +
WA g0 met S Ade F3E F AeA ARV 2Elve HdA A7t
Aoy, Agtde Bashy] #3 WA g8 HeEd @A dF)e HelEs
ot () 53dATE golAdA oAl FE ST BujdS Fosta(eld Fo), (i) 9
B A Avds B golAArE SSAFS dstAsE (@l EA), (i) 53
AF A e T HEATE 2ol e gdd dvde ©a, 2%A 2e2dH 3
Aol gle A AF)d= kAl ARe Aozt UG AAD AE Fejp S H
SAEE FdF g £3e FAGA Xete Aom Pk, dAF R AF wd
o 714 & Tl AF ALY o]F TP AF HASAE I WES AL & F AN
= AT s AdS B F Ude olF S AEdE F= US Aotk
gy ol WA BE WY QBT HE AAY 2 /5 A Sl o
F O AL =7t o] Folzl Foof e Aem AZEH, K fmdXe 1HE
=l g GRS AAEI 2 St
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h I3 dadd A9 A vx B HE

wloh (3w)EslAe) 270 tje) AF vl o
D Ethyl Gasoline ALA

W ES 9 55 AXlo| theh Ethyl Gasoline AH19] 7 8& T
% 2o} v= AR (Government)7} 3] 31 (Ethyl Gasoline Corporation)E &
=2 A dE5HY 9Rk(“violations of the Sherman Anti-Trust Act. 26
Stat. 209, 15 US.C. s 1, as amended August 17, 1937")< °|F & w4
- A %Y A (the District Court for the Southern District of New York)ell
vare] Ssjdo] IAR 2holdla Fof Bl oZhojdlx xqke) PAtel| tigk
Ags T3F=(“to restrain  appellant Ethyl Gasoline Corporation, a
Delaware corporation, and the other appellants, who are its officers,
from granting licenses, under patents controlled by it, to jobbers to sell
and distribute lead-treated motor fuel, and from enforcing *446
provisions in licenses to oil refiners which restrict their sale of the
motor fuel to the licensed jobbers”) &F A|7|gF ARQbo|th. ARQtoll T &
A LH YAl AR FTE Ad&she BAL shAh, vavh AtiHd

of A3 it th(“the case comes here on direct appeal under the

273) 309 US. 436 (1940).
274) 316 US. 241, 62 S.Ct. 1088 (1942).
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provisions of s 2 of the Expediting Act of February 11, 1903, as
amended 36 Stat. 1167, 15 US.C. s 29.7).275)

3] 31 (Ethyl Gasoline Corporation)& (i) 7F&Ed9 A5 FEA7=
AFdEFA A e 55 (“two patents covering the composition of the
fluid, No. 1,592,954 of July 20, 1926, and No. 1,668,022 of May 1,
19287, (i) 531 AEY AFEFAL AU EFsre] BE A= O
gt E3{(“patent, No. 1,573,846 of February 23, 1926, claiming a motor
fuel produced by mixing gasoline with the patent fluid compound,
which is claimed also by the two patents first mentioned”)%} (iii) 55
AFQ A5E AR Argst= Wl tid 53 (“a patent, No. 1,78741
9, of December 30, 1930, claiming a method of using fuel containing the
patented fluid in combustion motors.”)2] Al 7}A] &85 H {3k U
ot o]} #AHS A A HE Y-S 33 (Ethyl Gasoline Corporation)”} &3
B GEdA (patented fluid)E 53 A5 A=XE Al AF AAGAKoil

refiner)ol| Al Avstal, AAAAR stodm QFEFAE ol&siA 5312

[0}

¢ 5 (lead-treated fuel)= AJ4Fs|Al holdl =g W2 F 7)< (jobber)ol Al &
Wetes oz 1A Mzl Abg3te= W e &85 233

@ Univis A4

275) Ethyl Gasoline, 309 U.S. at 442-446.

276) Ethyl Gasoline, 309 U.S. at 442-446, 457 (“Appellant, as patentee, possesses
exclusive rights to make and sell the fluid and also the lead-treated motor fuel. By its
sales to refiners it relinquishes its exclusive right to use the patented fluid and it
relinquishes to the licensed jobbers its exclusive rights to sell the lead-treated fuel by
permitting the licensed refiners to manufacture and sell the fuel to them. And by the
authorized sales of the fuel by refiners to jobbers the patent monopoly over it is
exhausted, and after the sale neither appellant nor the refiners may longer rely on the
patents to exercise any control over the price at which the fuel may be resold.”).
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2 A 5-HFAY  9¥k(violation of the Sherman Anti-Trust
Act)o] &AE A-golAwt At Al AduirtA FAPFLATE GBI
=5l PAekar st S5 43 ofFo Wik BAZE o] Fo A A
= AT

31 Univis Lens Company+ W34 &l 2 (multifocal lenses)oll 3k
teol Ssdx 5 o7iel dude E#skal AT YAl Univis Lens
Company+ 1931'd % T+ 3|31 Univis Corporations A H3sIHAA, 53
A3 d2dS 2A-E A FEsta &g Ao F4S EfsA.
331 Univis Corporation< (i) ¥ 3L Univis Lens Company©°l|Al= <+ 3
N & 504 ES] ZLEE e 202 AZNEA| E(lens blanks)S Y4t
A A7 gol A AT Auj e = Q= golAdlAE Fo3ta27) (i) =
3 (wholesalers)o| Al&= 3] 31 Univis Lens CompanyZF-E IRREAEF&
T8 AW vl (prescription retailer)®] Aol wel wlEETbE
(finishing by grinding and polishing)< ¥ ¥, 3|31 Univis Corporation®]
AR Aozt AW LA AW F Ae SolAAE Fi,27)

[.

=

277) Univis, 315 US. at 243-244 (“The Corporation licenses the Lens Company to
manufacture lens blanks and to sell them to designated licensees of the Corporation,
upon the Lens Company’s payment to the Corporation of an agreed royalty of 50
cents a pair. The lens blanks are rough opaque pieces of glass of suitable size, design
and composition for use, when ground and polished, as multifocal lenses in eyeglasses.
Each blank is composed of two or more pieces of glass of different refractive power,
of such size, shape, and composition and so disposed that when fused together in the
blank it is said to conform to the specifications and claims of some one of the
Corporation’s patents.”).

278) Univis, 315 U.S. at 244 (“The licenses to wholesalers authorize the licensees to
purchase the blanks from the Lens Company, to finish them by grinding and
polishing, and to sell them to prescription licensees only at prices fixed by the
Corporation licensor. In finishing the lenses so as to make them an effective aid to
vision of the prospective wearer, to whom the prescription retailer sells, it is necessary
for the wholesaler, by grinding the blanks, to conform their curvatures to the
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(i) #HF 4]/ (finishing retailer)| A= 3|3l Univis Lens Company =4

B ouRehE sl Al AzuAFe TsA vRestEe @ Fol
31 Univis Corporation©] A% 7h# o 2ub bl 2k(customer) ol Al ol &
FoE FelAaE Fofs ) (v) TR A3 T F s dnt

Ao AW &v)d(prescription retailer)o| A= 4B A (customer)& =
Univis LensE AWl wAste ZHAo|2E & F e ATSS THA
Univis Corporation©] A3+ 7FA S =9F AH| X} (customer)ol Al AT <
AE ol =S Hof 5} 3] T.280)

ojof] AWAZHIF s olT A FAA Al MU SHFAH
(Sherman Anti-Trust Act) 9I®rolgtal 3t F& YH AP HA
(Federal District Court for Southern District of New York)ell A|43}%]
g8 AWAGHEIE 73 FAAT T LHEE JAET 14 WYY A8
el & GAA 2 Aol AR AastHA Aty ddol
O] FAIA HUTH(“These cases come here on direct appeal and cross

appeal from a judgment of the district court granting in part and

prescription supplied by the retailer with his order. By the terms of the license the
wholesalers are required to keep full accounts of all sales, showing the sales prices of
lenses and the names of the purchasers, and to make them available to representatives
of the Corporation.”).

279) Univis, 315 US. at 244 (“The licenses to finishing retailers-who purchase the
blanks from the Lens Company, grind and polish them and adjust the lenses, in
frames or supports, to the eyes of the consumers-contain similar provisions. The
retailers are licensed to purchase the blanks of the Lens Company and to sell them to
their customers at prices prescribed by the Corporation licensor.”).

280) Univis, 315 at 245 (“The licenses to prescription retailers, who are without facilities
for grinding and finishing the lenses, but who prescribe and adjust glasses for their
customers, are signed both by the Corporation and a licensor wholesaler, and grant to
the retailer a ‘franchise to prescribe anf fit Univis lenses’, in return for which the
prescription retailer agrees to sell finished lenses only to consumers and only at prices
prescribed by the Corporation.”).

281) Univis, 316 U.S. 241 (1942).

282) United States v. Univis Lens Co., 41 F.Supp. 258 (S.D.N.Y. 1941).
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denying in part the Government’'s prayer for an injunction restraining
violations of ss 1 and 3 of the Sherman Act, 15 US.C. ss 1, 37).283)
535 dF 7 =49 et 5SS & thste] Ao
e oS3 o] AR
¥ 31 Univis Corporation®] Ef3t3l &= 1671 53 = 371 53
2 ARREY F#sta, 570 53+ 33l Univis Lens Company®] #ZREX
F(lens blanks) A|ZAle] o] &&= M= A HH 3 55 =, ol
ANEe RA=HAF Rt de sttt &, UM A 879 4 53
= A%E 7] gE F4YS 7R e 249 B, Aol =%, wid
e 2oz, AMAYRHEAS 8/ 4 5359 Frde2 A= nirg
7haol thgk Aola, A= 1:Uﬂ’\]'(Wholesalers)J"’f]- HZE A (finishing
retailer)o] =] wlF-g] 7}F(grinding and polishing)s & wo] R3]
Hoa IAsA . "t M Avl A (prescription

r{r

—_‘-‘4

o
fru
(>
>
O/
)
X

E5AAY ANAR ] ol Bul® A=WAF] FUF S}

£
Aol AL vire] 7hge Eo Az ASHE Zojtsy) SHAA ®

283) Univis, 316 U.S. at 241-248.

284) Univis, 316 U.S. at 246-247 (“Of the sixteen patents owned by the Corporation
three are unrelated to the issues of the present case; five are for methods of producing
lenses utilized by the Lens Company in manufacturing blanks and do not concern any
method or process employed by the licensees who finish the lens blanks. Each of the
remaining eight patents relates to the shape, size, composition and disposition of the
pieces of glass of different refractive power in the blanks into which they are fused.
The district court found, 41 F.Supp. 258, that the claims of each of these eight patents
are for a finished lens and that consequently the wholesalers and finishing retailers, in
grinding and polishing each lens, practice in part the patent, in conformity to which
the Lens Company has manufactured the blanks which it supplies. ...(Omitted)...But it
held that the prescription retailer licenses are unlawful because their restrictions upon
the resale of the finished product are not within the patent monopoly and are

proscribed by the Sherman Act”).
285) Univis, 316 U.S. at 249 (“Notwithstanding the assumption which we have made as
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v AAEATE SeEEe BEzA EARS 7T (embodies essential

features of his patented invention) Pt F-Fo|u ) E(uncompleted

article)& ¥vjstar, 11 Fapclo] At HA S5 o] AAEYH, O F

F Ee AR E3EEe] 7+EE M HelAes SsHo] &3 T280)
gholdlAI7E dd 55 AFS BAjsA=X

FRlo] fAdFoE upEEe AR (“sell it before completion for the
purpose of enabling the buyer to finish and sell it”)ol]l &Agle]l + 7%

% EHAAE A BRl Ol BPel BAHE oSS AT soln

3

Z(“he..in either case..has received in the purchase price every benefit

of that monopoly which the patent law secures him”) A&%lo] UIAH

T} 287)

to the scope of the patent, each blank, as appellees insist, embodies essential features
of the patented device and is without utility until it is ground and polished as the
finished lens of the patent.”, “in any case it is plain that where the sale of the blank
is by the patentee or his licensee-here the Lens Company-to a finisher, the only use to
which it could be put and the only object of the sale is to enable the latter to grind
and polish it for use as a lens by the prospective wearer. An incident to the purchase
of any article, whether patented or unpatented, is the right to use and sell it, and
upon familiar principles the authorized sale of an article which is capable of use only
in practicing the patent is a relinquishment of the patent monopoly with respect to the
article sold.”).

286) Univis, 316 U.S. at 250-251 (“We think that all the considerations which support
these results lead to the conclusion that where one has sold an uncompleted article
which, because it embodies essential features of his patented invention, is within the
protection of his patent, and has destined the article to be finished by the purchaser in
conformity to the patent, he has sold his invention so far as it is or may be embodied
in that particular article. The reward he was demanded and received is for the article
and the invention which it embodies and which his vendee is to practice upon it. He
has thus parted with his right to assert the patent monopoly with respect to it and is
no longer free to control the price at which it may be sold either in its unfinished or
finished form.”).

287) Univis, 316 US. at 252 {“The first vending of any article manufactured under a
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22 Bandag, Inc. v. Al Bolser’s

Tire Stores, Inc. AF{1289)°0]1} Glass Equipment Dev., Inc. v. Beston, Inc.

A0 o] BAES T3l YHES O A dEXCE S5H &%

o] JIAHE F flve HEE JAZ FAH AEBAC wet FAY AA
9

fe) Q1Y e Ruhe AESWA o478 5 REE PHEE AFL B

A A3t A A Bandag AH A thal AW ET A1
(Bandag, Inc.)= A} E}o]o](recapped tire) AZH= TH3HA Eo]o]A)
Ay HF Y (tire recapping process)oll THEF vl 53§ TEHI A3,236,709%

patent puts the article beyond the reach of the monopoly which that patent confers.
Whether the licensee sells the patented article in its completed form or sells it before
completion for the purpose of enabling the buyer to finish and sell it, he has equally
parted with the article, and made it the vehicle for transferring to the buyer ownership
of the invention with respect to that article. To that extent he has parted with his
patent monopoly in either case, and has received in the purchase price every benefit
of that monopoly which the patent law secures to him....(Omitted)...Accordingly neither
the Lens Company nor the Corporation, by virtue of the patents, could after the sale
of the lens blank exercise any further control over the article sold.”}.

288) Univis, 316 U.S. 241 (1942).

289) 750 F.2d 903 (C.A.Fed.1984).

290) 174 F.3d 1337 (Fed. Cir. 1999).
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Tire Stores, Inc)7} 3N FAZFE 1 AvE 4 A2 HSHA ALE
8FA}291) 3l (Bandag)”t ¥ 3l (Bolser)E A E E3{3al, FxX s E&
1AW dF AR FgaH 948 AR QBRI (The
United States District Court for the Western District of Washington)ell
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291) Bandag, 750 F.2d at 923 {“The franchise agreement concluded in 1972 between
Bandag and the predecessor of TRI, Standard Service Tire Co., Inc. (Standard), did not
contain what was otherwise a customary clause in Bandag franchise agreements
affording Bandag a 30-day option to repurchase all Bandag equipment in the
possession of a terminated franchisee “at its eight year straight line depreciated value.”
If terminated, Standard would have been free to sell its old equipment in a competing
market of potential buyers, the existence of which is not disputed. When Standard
went out of the retreading business the following year, it formed TRI, to which it
transferred the retreading equipment and franchise agreement with the consent of
Bandag. In September 1980 Bandag gave notice to TRI that the franchise agreement
would be terminated. Thereafter, TRI, in an attempt to pay its debts to Bandag,
undertook to sell its retreading equipment. A Bandag representative examined the
equipment and offered $35,000 - $40,000 for it. In January 1981 TRI received an offer of
$70,000 from Puget Sound Tire Co. (Puget), which Bandag declined to match.
Subsequently, Bolser also proposed to purchase the equipment for the price offered by
Puget and was the first of the two to meet the terms of sale set by TRI. Thus, on
February 26, 1981, Bolser purchased equipment for setting up its own cold process
recapping shop.FN18 Though some of the equipment had been manufactured by
Bandag, none was covered by the Carver patent in view of our earlier conclusion that
the claims of that patent are directed to a method. The testimony is consistent to the
effect that during the sales negotiations between Bolser and TRI no discussion occurred
about whether the equipment, once in the possession of one that was not a Bandag
licensee, could be utilized without infringing.”}.
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article embodying his invention exhausts his patent rights in that article
is inapplicable here, because the claims of the Carver patent are
directed to a “method of retreading” and cannot read on the equipment
Bolser used in its cold process recapping.”), 2925 A4 HAAAE 3Ll A|
gAHA gormw FuE o Ay S AAATT BUAATH(We
therefore hold as incorrect the conclusion of the district court that an
implied license of the Carver patent was extended to Bolser. The
finding below of no patent infringement is accordingly reversed, and

this case is remanded for a determination of appropriate relief.”).293)

o2 ANEIgAHAY Glass Equipment AR Ao o3|
At 93 Simonton(Simonton Windows Company)?7} ©& 331
Besten(Besten, Inc)ZHFE TUZ AP S4=7](linear extruding machine) <}
¥ 11(Glass Equipment Development, Incorporated)®] z}o]AlA|(Allmetal,
Inc)Z2FH FY3 ZY7](folding, locking corner key)et+ &S AH-&-3l
Al dEF Az AHEEE FF(spacer frames)e AAMSHAE, ©HE ol AL
25 & FF(space frames) Az WHol| Ui v 53 FTEWHIE A
4,682,582 2] WHE 5] (patent on method for fabrication of spacer frames
for insulating windows)E <<Aste] Hfstal AW {3 (GED)7F ¥
Simontone°l s T W53 AHFsE294), 35 L Bestenol| T
&l =% 3l (actively inducing Simonton to infringe the patent)E &3

A

Glass Equipment Dev., Inc. v. Besten, Inc. AF7129)0)| A A"<=3] 3}

292) Bandag, 750 F.2d at 924.

293) Bandag, 750 F.2d at 926.

294) TRk, F 3 Simonton 19941d 11¥ Y3 (GED)9} st 2 Failors AR
oA A=At} (Glass Equipment, 174 F.3d at 1340).
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< YHESE &3FHA Eee AR FAg Foll{“This case involves the
question of whether the sale of an unpatented article grants an implied
license to practice one or more methods claimed in a separate patent.
This case does not involve the so-called “first sale” doctrine, as was
argued to, and thus discussed by, the district court. The first sale
doctrine stands for the proposition that, absent unusual circumstances,
courts infer that a patent owner has given up the right to exclude
concerning a patented article that the owner sells. Here, where the

articles sold were corner keys, which are not themselves patented (they

295) Glass Equipment, 174 F.3d at 1339-1340 {“This case involves the fabrication of
“spacer frames” that are used in the manufacture of thermally insulating glass
windows. Spacer frames are generally composed of hollow aluminum bars that are
joined at their ends with “corner keys” and both are coated with sealant/adhesive so
that, when the spacer frame is sandwiched between two sheets of glass, an air- and
moisture-tight seal is formed between the frame and the glass and an insulating space
is formed between the glass sheets.

GED is the assignee of U.S. Patent No. 4,530,195 (the "195 apparatus patent), which
claims spacer frame assemblies. Hinged corner keys that lock in position when
completely folded (folding, locking corner keys) are elements of the apparatus patent
combination claims but are not claimed independently. GED licensed Allmetal, Inc.
(Allmetal) under this patent to manufacture various spacer frame components,
including folding, locking corner keys.

GED is also the assignee of the U.S. patent No. 4,628,582 (the '582 method patent)
method patent in suit, which claims methods for making spacer frame assemblies *1340
using a linear extruding machine (herein referred to as the claimed linear method).
...(Omitted)...

Simonton, a manufacturer of insulated glass windows, bought folding, locking corner
keys from Allmetal for a period of time before 1988 and used the keys to make spacer
frames by a method that did not infringe the ’582 method patent. In 1988, Simonton
purchased a linear extruding machine from Besten and began using it to make spacer
frames, still using folding, locking corner keys purchased from Allmetal. GED is a
competitor of Besten in the sale of linear extruding machines. In 1993, GED brought
suit against Simonton, alleging infringement of several of the method patent claims,
and against Besten for allegedly actively inducing Simonton to infringe. See 35 U.S.C. §
271(b).”}.
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are merely embodiments of an unpatented element of the 195 patent
claims), and the license issue concerns GED’s right to exclude
concerning the method patent, not the apparatus patent, the first sale
doctrine is inapplicable to the analysis of the facts. See Bandag, Inc. v.
Al Bolser’'s Tire Stores, Inc., 750 FE.2d 903, 924, 223 USPQ 982, 997
(Fed.Cir.1984) (holding first sale doctrine inapplicable where equipment
was sold and license/infringement issue concerned patent claiming
method of using equipment)”}2%) A4 gto]4ll 29] Q1o tisl Hchs}
& T} 297)
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296) Glass Equipment, 174 F.3d at 1342 FNI1.

297) ARQEolAM = FU7)(corner keys) HIFSEEIE JAAHA dede olfFE Au
Besten®l] th3k FHA]ZA gloldlA~E FAHSHEA 53 FEF 8 (inducing infringement)d ¢
= U3k, I3 Besten®] ZHT A REOIH T(antitrust counterclaim)S I A 3T
Glass Equipment, 174 F.3d at 1341-1343 (“Here, two aspects of the district court’s
noninfringing use analysis were in error and led to an incorrect conclusion that there
were no noninfringing uses of the corner keys.”, “For the foregoing reasons, we
reverse the district court’s grant of summary judgment on Besten’s implied license
defense. We hold that GED is entitled to a judgment as a matter of law that Simonton
did not have an implied license to practice the invention claimed in the 582 method
patent. We affirm the dismissal of Besten’s antitrust counterclaim.”).

298) & AdelA A" LGAAY] 37 53 v 2k 1) 5,077,733 (a method that
controls the access of a device to a bus shared by multiple devices) 2) 4,939,641 (a
system for ensuring that outdated data is not retrieved from memory) 3) 5,379,379 (a
system and method for ensuring that outdated data is not retrieved from memory)
(Quanta. 533 US. at 621-623 @ Bizcom, 453 F.3d at 1368).
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299) Asustek, 65 USPQ2d at 1593-1595, 1602 (“the Court concluded: We think that all
the considerations which support these results lead to the conclusion that where one
has sold an uncompleted article which, because it embodies essential features of his
patented invention, is within the protection of his patent, and has destined the article
to be finished by the purchaser in conformity to the patent, he has sold his invention
so far as it is or may be embodied in that particular article.”, “..under the patent
exhaustion doctrine as articulated in Univis Lens, LGE may not enforce its patents
against purchasers of Intel microprocessor and chipsets who use those devices for their
intended and sole purpose.”).

300) Asustek, 248 F.Supp.2d. at 918 {“Neither the Patent Exhaustion Doctrine nor the
Implied License Doctrine Precludes LGE from Pursuing its Method Claims

[4] LGE argues that the patent exhaustion doctrine does not preclude it from alleging
infringement of its method claims. In this, LGE is correct, as the Court stated in its
August 20 Order. August 20 Order at 18 - 20 (noting that Bandag, Inc. v. Al Bolser’s
Tire Stores, Inc., 750 F.2d 903 (Fed.Cir.1984) and Glass Equip. Dev., Inc. v. Besten, Inc.,
174 F3d 1337 (Fed.Cir.1999) hold that the sale of a device cannot exhaust the
patentee’s rights under a separate patent teaching a method of accomplishing a specific
function).”,“Finally, the Court grants LGE’s motion for summary adjudication of its
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claim that neither the patent exhaustion doctrine nor the implied license doctrine
provides Defendants with a defense to LGE’s claim that they infringed LGE's method
patents.”}.

301) Bizcom, 453 F.3d at 1369-1370 {“The trial court, nevertheless, found that the system
claims in all patents except the '509 patent were exhausted, but that the exhaustion
doctrine did not apply to the method claims. We reverse the trial court’s holding with
respect to the system claims and affirm with respect to the method claims.”, “the sale
of a device does not exhaust a patentee’s rights in its method claims.”,“the trial court
declined to find LGE’s asserted method claims exhausted. Several defendants contest
this ruling on cross-appeal, and we reject their challenge. Based on the above
reasoning, even if the exhaustion doctrine were applicable to method claims, it would
not apply here because there was no unconditional sale. However, the sale of a device
does not exhaust a patentee’s rights in its method claims. Glass Equip. Dev., Inc. v.
Besten, Inc., 174 F.3d 1337, 1341 n. 1 (Fed.Cir.1999) (citing Bandag, Inc. v. Al Bolser’s
Tire Stores, Inc., 750 F.2d 903, 924 (Fed.Cir.1984)). The court was correct.”}.

302) Quanta, 553 US. at 628 (“LGE argues that the exhaustion doctrine is inapplicable
here because it does not apply to method claims, which are contained in each of the
LGE Patents. LGE reasons that, because method patents are linked not to a tangible
article but to a process, they can never be exhausted through a sale. Rather, practicing
the patent—which occurs upon each use of an article embodying a method patent—is
permissible only to the extent rights are transferred in an assignment contract.”).

303) Ethyl Gasoline, 309 U.S. 436 (1940).

304) Univis, 316 U.S. 241 (1942).

305) Quanta, 553 U.S. at 628-629 {“It is true that a patented method may not be sold
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in the same way as an article or device, but methods nonetheless may be “embodied”
in a product, the sale of which exhausts patent rights. Our precedents do not
differentiate transactions involving embodiments of patented methods or processes from
those involving patented apparatuses or materials. To the contrary, this Court has
repeatedly held that method patents were exhausted by the sale of an item that
embodied the method. In Ethyl Gasoline Corp. v. United States, 309 U.S. 436, 446, 457,
60 S.Ct. 618, 84 L.Ed. 852 (1940), for example, the Court held that the sale of a motor
fuel produced under one patent also exhausted the patent for a method of using the
fuel in combustion motors. Similarly, as previously described, Univis held that the sale
of optical lens blanks that partially practiced a patent exhausted the method patents
that were not completely practiced until the blanks were ground into lenses. 316 US,,
at 248 - 251, 62 S.Ct. 1088.”}.

306) Quanta, 553 U.S. at 629-630 {“These cases rest on solid footing. Eliminating
exhaustion for method patents would seriously undermine the exhaustion doctrine.
Patentees seeking to avoid patent exhaustion could simply draft their patent claims to
describe a method rather than an apparatus.FN5 Apparatus and method**2118 claims
“may approach each other so nearly that it will be difficult to distinguish the process
from the function of the apparatus.” United States ex rel. Steinmetz v. Allen, 192 US.
543, 559, 24 S.Ct. 416, 48 L.Ed. 555 (1904). By characterizing their claims as method
instead of apparatus claims, or including a method claim for the machine’s*630
patented method of performing its task, a patent drafter could shield practically any
patented item from exhaustion.”}.

307) Quanta, 553 U.S. at 631-632 {“As the Court there explained, exhaustion was
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incorporating them into computer systems that practice the LGE
Patents”). webA A€e] Mo thdt #Awje Fdstr HHg 32
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& AASHAl st ZAo]th(“the only apparent object of Intel’s sales to
Quanta was to permit Quanta to incorporate the Intel Products into
computers that would practice the patents.”). 2= £ ARt B3l 53
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(“their only reasonable and intended use was to practice the patent”, &
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triggered by the sale of the lens blanks because their only reasonable and intended use
was to practice the patent and because they “embodie[d] essential features of [the]
patented invention.” 316 U.S., at 249 - 251, 62 S.Ct. 1088. Each of those attributes is
shared by the microprocessors and chipsets Intel sold to Quanta under the License
Agreement. First, Univis held that “the authorized sale of an article which is capable
of use only in practicing the patent is a relinquishment of the patent monopoly with
respect to the article sold.” Id. at 249, 62 S.Ct. 1088.The lens blanks in Univis met
*632 this standard because they were “without utility until [they were] ground and
polished as the finished lens of the patent.” Ibid. Accordingly, “the only object of the
sale [was] to enable the [finishing retailer] to grind and polish it for use as a lens by
the prospective wearer.”Ibid”,”Second, the lens blanks in Univis “embodie[d] essential
features of [the] patented invention.” Id., at 250 - 251, 62 S.Ct. 1088. The essential, or
inventive, feature of the Univis lens patents was the fusing together of different lens
segments to create bi- and trifocal lenses. The finishing process performed by the
finishing and prescription retailers after the fusing was not unique. As the United
States explained”}.

308) Quanta, 553 U.S. at 632 (“Here, LGE has suggested no reasonable use for the Intel
Products other than incorporating them into computer systems that practice the LGE
Patents. Nor can we discern one: A microprocessor or chipset cannot function until it
is connected to buses and memory. And here, as in Univis, the only apparent object of
Intel's sales to Quanta was to permit Quanta to incorporate the Intel Products into
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O™ (“the Intel Products constitute a material part of the patented
invention and all but completely practice the patent.”), 53] HAIE 3l
283 A 252 & BFS AW 4] S A Est=
E#3slth(“the incomplete article substantially embodies the patent
because the only step necessary to practice the patent is the application
of common processes or the addition of standard parts.”). & 53¢ &
148 e 84w oln] A" AFo FdH Qloj(“Everything inventive
about each patent is embodied in the Intel Products.”), &3l &&F- o3l
5w A4d EAES 7S Ao siEdETH(“they embodie[d]
essential features of [the] patented invention”, 871 2).309)

535 AdAc=2 FAU3} EX(“an article that substantially
embodies a patent”)o] FFHE FAujE EFHL AIAT(“The
authorized sale of an article that substantially embodies a patent
exhausts the patent holder’s rights and prevents the patent holder from
invoking patent law to control postsale use of the article.”). L& H ©]
A QIR wlolF® Z2A|M S HJAL2 LG AR o] AR (M) E
AAshs &= ol9e] e FEHA BFSEEE A ¥3("no
resonable non-infringing use”), S3'& ¢ H42 EHS T4 (“included
all the inventive aspects of the patented methods”, “embodied essential
features of the patented invention”)3}3l o], LG A A+e] o] AR ()
53 & AHdHOoE F3(“substantially embodied the LGE Patents”)3}al

ATt JAFH(“Intel's microprocessors and chipsets substantially

computers that would practice the patents.”).

309) Quanta, 553. US. at 633 (“Like the Univis lens blanks, the Intel Products
constitute a material part of the patented invention and all but completely practice the
patent. Here, as in Univis, the incomplete article substantially embodies the patent
because the only step necessary to practice the patent is the application of common
processes or the addition of standard parts. Everything inventive about each patent is
embodied in the Intel Products.”).
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embodied the LGE Patents because they had no reasonable
noninfringing use and included all the inventive aspects of the patented
methods.”). TEZF ARRFA Al o]l 22 AlCkollA A= ] AF HAujdAES AT
3t= W&o gl 2= Q=9 Quantacl] W3 o] A wmlo]mE T Z A A
s} Ao sPwe Bz Azt LGAR (PH)EHDS szdn
(“Nothing in the License Agreement limited Intel’s ability to sell its
products practicing the LGE Patents. Intel’s authorized sale to Quanta
thus took its products outside the scope of the patent monopoly, and as

a result, LGE can no longer assert its patent rights against Quanta.”).310)
2 T <4 34, B 4R
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310) Quanta, 553 US. at 632 (“The authorized sale of an article that substantially
embodies a patent exhausts the patent holder’s rights and prevents the patent holder
from invoking patent law to control postsale use of the article. Here, LGE licensed
Intel to practice any of its patents and to sell products practicing those patents. Intel’s
microprocessors and chipsets substantially embodied the LGE Patents because they had
no reasonable noninfringing use and included all the inventive aspects of the patented
methods. Nothing in the License Agreement limited Intel’s ability to sell its products
practicing the LGE Patents. Intel's authorized sale to Quanta thus took its products
outside the scope of the patent monopoly, and as a result, LGE can no longer assert
its patent rights against Quanta.”).

311) F R FRI8HFEIA31H F17(F)10021 (KB, ) 2 RO,

312) i T8I A3 F17(4)10021.
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370) United States patent law, 35 U.S.C. §154 (2012)

§154. Contents and term of patent; provisional rights

(@) In General. —

(1) Contents.— Every patent shall contain a short title of the invention and a grant to
the patentee, his heirs or assigns, of the right to exclude others from making, using,
offering for sale, or selling the invention throughout the United States or importing the
invention into the United States, and, if the invention is a process, of the right to
exclude others from using, offering for sale or selling throughout the United States, or
importing into the United States, products made by that process, referring to the
specification for the particulars thereof.

371) 35 US.C. §154 (2012)

§271. Infringement of patent

(@) Except as otherwise provided in this title, whoever without authority makes, uses,
offers to sell, or sells any patented invention, within the United States or imports into

the United States any patented invention during the term of the patent therefor,
infringes the patent.
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WA= FUAATH FUHAG H3 AF8A(prior user)d74) 1A Z¢-ES F3
HU o Az - FojAs 88T AT 28d F 9art 49 A3 =
LIAZRE HUES TFYst mlmor FAstal, dart Aile] AT
E5d HalE FAsH HJao A AAE Tt &5 AV

ARQbell A ARt H-& S AV BHFstal e Sl Al
Z - BjE S S ot Fo Ao, =Y IJAERH AFS TH

L=
Aot A w=olA Bujd AIe dALES F= JSH(“The right
which Hecht had to make and sell the burners in Germany was
allowed him under the laws of that country, and purchasers from him
could not be thereby authorized to sell the articles in the United States

in defiance of the rights or patentees under a United States patent.”), |

2 E8jo] WE v]= YoM AF Bzl =Wl ofa)N 9P S

372) A Z(7E368 i), 487 (BAFYHA FEAe] FA hal); BN, midE L, 439,
HHE A (519 G ), 203-204H.
373) Boesch v. Graff, 133 US. 697 (1890).

374) Boesch, 133 U.S. at 701 (“Hecht had made preparations to manufacture the burners
prior to the application for the German patent.”).
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M TH“The sale of articles in the United States under a United States
patent cannot be controlled by foreign laws.”)al 2 A|8H375) 535 X 3|
E QAN A FY AZVFE QA A 2L JAS FH 3T}

o) F AEIAFLUA HY AAA HFHEL FEALS AD
g dames AW At olFoloe
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A= g AEAE 2NN 539 A &23s dASFAW) FAs)

375) Boesch, 133 U.S at 703.
376) 1yt ol FE= SSAATVE obd SdWAd d) =F(AAAEAN Ol o A
Z - fojde A5 SUAANRFEH Tt 53 AFe vi=mel AR Aol W&
l, sfefoll A Fujtate} vl W S AT AR FUI} A9 obolA =Ala
dojut waglel] gk ARRke]l ofygte A3 E Harold C. Wegner, “International
Patent Exhaustion : Whither The Supreme Court?”, p. 4 {*To be sure, the case of
Boesch v. Graff, 133 U.S. 697 (1890), is sometimes mistakenly cited for the proposition
that there is no international exhaustion, but the case has absolutely nothing to do
with a first sale by the patentee. Thus, international patent exhaustion would involve
the patentee selling his Framus in Country “A” (Germany) after which the patentee’s
purchaser would resell the Framus in Country “B” (the United States). In Boesch v.
Graff it is true that the patentee owned patents in both countries “A” and “B”, but
the patentee did not sell the Framus in Country “A”. Rather, the seller in Country
“A” was an independent competitor of the patentee who was able to lawfully sell the
Framus in Country “A” because he had defeated a patent infringement lawsuit in
Germany on the basis that he had independently invented the Framus prior to the
critical date for establishment of a prior user right. Thus, the independent competitor
sold his Framus without permission or reward from the patentee based upon the
German national prior user right statute.”}.
<http:/ /www.grayonclaims.com/storage/ InternationalExhaustionMay27.pdf> (2013. 10. 12.
07:00 ¥&); "HRI7HAR & FAL S31azlo] obd S3|de FAdel thak wdolgh=
As| 2 AN, i L, 879,
377) a4 BEAE FAA FALNE B YA AHHEEE PCI Parfums Et Cosmetiques
Int'l v. Perfumania, Inc, 1995 WL 121298 (S.D.N.Y. Mar.21, 1995); Holiday v.
Mattheson, 24 F. 185 (C.C.S.D.N.Y. 1885); Curtiss Aeroplanc & Motor Corp. v. United
Aircraft Engineering Corp., 266 F. 71 (2d Cir. 1920); Kabushiki Kaisha Hattori Seiko v.
Refac Technology Development Corp., 690 F. Supp. 1339 (S.D.N.Y. 1988) S°| Utt.
Michele L. Vockrodt, “Patent Exhaustion and Foreign First Sales : An Analysis and
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Rothchild, “Exhausting Extrateritoriality” 51 Santa Clara L. Rev. ] 187 (2011), pp.
1196-1209 =
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379) Jazz Photo, 264 F.3d 1094 (C.A.Fed. 2001).

380) Boesch, 133 U.S. 697 (1890).

381) Jazz Photo, 264 F.3d at 1105.

382) Quanta, 533 U.S. 617 (2008).
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o9 g @7} ks ¥E AFSAh Fuji Photo, 394 F.3d at 1376.

384) Fujifilm, 605 F.3d. 1366 (Fed. Cir. 2010).
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27 HjAE 8t HE=rE A4t

AA vl= FeEo e O SEAE 53 AFS Ax - Aot
HA Fufzte] A8 A g(post-sale conditions on use)©] TAEH ARE
(Mallinkrodt 2 ARRh3 @ hol]AAIZE 53] AFS Az - AvlstH A
TFujAke] ARE-H A gH(post-sale conditions on use)®] FAEH AFRHQuanta
o] B4 ARRHe At WA= LA Quanta HA H|Fo E& AL
of o3 =& holAlAel o3 du] F AR A 2= 713 &3 A
g FAstE HEE JAR st Jua B AATE e W45 3
HrjHo] thak A gH(condition restricting the right to sell)©]
}¢H(General Talking Picture AR Z-¢- Mallinkrodt ¥4 E7k
olyg} Quanta HZNAE A2 AAS Ytk Aol v]Fo] FujAT
A g fdtete] AujE 53] ATl dalMs S &

T A0e HESR] ZoE HRITH)

A= 9 @, @ ZF9 @< 7Este HEs AT R F4ol
wret o] & ARS-o g Algt kA4 (postsale conditions on use)S ¢
75} dujdago] thk A7 2k (condition restricting the right to sell)
< AW BE FESHY, I AAY Ae= AF A AA = golAl
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2 W8 WelA o] Fofzl Aololi Holx Ao

i)
o
£
>,
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2
i

>

oz Az Bl AAE
AW o7l Aol wHel, T AL AF Bl AAE B
A solfze] WHE Fol o] T2 olgks W =Y TRE /2=

S Qe Yol ¥ £ k.
ol

FujAte] AHEAL AdEE s T P33 A=

454) McCammon, Hi#haf 3, pp. 792-793; Dufresne, Hif&ifi X, pp. 41-43; ¥t Quanta
AL A 23 AR V|Eer 535 F3o Ao FYAJAE T2z AT A
ozt YAl e A/ME McCammon, AiEHL, pp. 793-796; olE¥ EE| o} Aol
HeelA] gth= A3 E Rinehart, Hiifam L, p. 503.

455) ©]¢t 2] Quanta VAL @A £ QAR V|Fow 53 3ol Ao dHH
A5 71E2 2 = YA (a reasonableness approach to patent exhaustion)g ®gF o
3 sk Aol tlsl A= McCammon, [ L, pp793-796.
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ok glsh gol ol A Y #ujd AT ZHste] o Fojd B
M Zxlo] A@H ool i B 53 AF FuAL T ASAH

A AP 2ol i) okelAL otol® 248 £ 9= Aol Bl 5§

456) AW HY LY Quanta AR FZ o] Fo o]} T2 HAZ FA|F Static Control
Components, 615 F.Supp.2d 575 (E.D.Ky., 2009) &4 L.

457) General Talking Pictures, 305 U.S. at 126 (“Pictures Corporation ordered the
amplifiers and purchased them knowing that Transformer Company had not been
licensed to make or sell them for such use in theatres...And as Pictures Corporation
ordered, purchased and leased them knowing the facts, it also was an infringer.”).

458) old] disl] WEM(RE9 i), 172-173H-2 ZF AdAd 588 7HA B Aleko] oEA
SUAY A3AANA FEFE v A=l hE w59 =2 TS A AN &
ol Al oldd AL AAZ 1 ofd Aol A FHom A3 xFo] A3AA wA
© 58L& =osks Zo] ofyzhol At vSelME Frre o) AHAEL] &
Kol 1) Aok =7l os AHAA o] aapdgelt I oL} AljkE L
2AM e wet vl S5AATE B8 A Ade vhetal duH B FEIF A
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Asf49)7 e W, W2 xdA g9S 7hE 8 SsdAe g
ol Abole] Aloko] (53 AEol ErHATHE AfToR) g ET} U=
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RAAW B39 277 AF $20| BAHE 48 FolA 5357
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Qg A2 s Aol ool A daiE A 23 A
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T} 461)
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2 AAsFgE S sk, B AR Sed &3 o8] dAolgta Be Ao B
stth= Asil = ARl e, 567, oleh FAFSHAl =lle] B2 w=olEe] ol 5354
272 ARG AP oR trREI vk BelY, iR, 49-80W, A%, U3 &
53] AFel Agsd dgax - dBEH vxo dd {Hee vuaZ o, FAtstw
et A51E A1s, FA S (2010. 2), 778-810M & T
468) 53y A2z ().
3. "dAet &2 te 4= 19 sidsts AN E *f&t}

7h &3 B Afole 1 2dE AR dE U EmE FdsAY 1 =39

Fe Ex o HKFE e HAES AT ZM—% Z3I. olst Zohe she=

Aoaz(E3de 59) E5AA o724 I EFEES AN AgE SHIH

469) A27zH2 Be d9) Zts9] 19 Pl FHE Ao2A = A9
E5d =& A84AAAE Ao Aoz Bt </|A 1995.12.29, 2001.2.3>

1. E37} B2 2l I B Aol Agste EHS AREYE-Ud

= #?40}741% = >4l «1 U= BEE HJOM Aok sk A4S

470) il G BLSCEE (2012), 396-400E; ¥FA (519 ), 181-182H.
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Aol 7z A g3t go| PN +ElE H e YFe A

235 AE 71EH B3 Aol U Fa vF BAS UFL
ek ARy gew p,

@ Simpson #2472

471) Amber Hatfield Rovner, "Practical Guide to Application of (or Defense Against)
Product-Based Infringement Immunities Under the Doctrines of Patent Exhaustion and
Implied License", 12 Tex. Intell. Prop. L.J. 227 (2004), p269 (“Distinction between
‘Permissible Repair’ and ‘Infringing Reconstruction’”); 87%, “E35d 1t s iy
A 1996.11.27. 7 9%6v365 AA”, RALRE AT XXI, B FAF (1999), 5659,

472) Wilson v. Simpson, 50 U.S. 109 (1850).
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¥ 1 (Simpson)= =AM A g EAS Hista A
WoodworthAlZ 5B &3] A|Z20 ZAAG7 A=
3, Y3 (Wilson)= WoodworthAF25E &g E3AS St 19
b 54 £d 5 AT e FAADAE AHsEE 3A
3 (Simpson)7} 60 WA 90 ot wA|Z7F Hagk Z1A e A4 FEl A
o oA R OFe RESL mASA, A Wilson)7t I x
2

Z a9 22 BF uAE 7IAY AxEA ESH HE
A

2 429} Al (repair and replace)= A A4k construction)©
mfzpo Al 1A= d FHE HTE H 2 (restoration for original use) W
o] PYE 3 &HTH“When the wearing or injury is partial, then repair
is restoration, and not reconstruction.”)il ATSHA, HAx=E FE et A

Aakel Rl #all AFsATH7)

@ Aro 1 F7475)

473) Simpson, 50 U.S. at 111-112.

474) Simpson, 50 U.S. at 122-123 (“But it does not follow, when one of the elements of
the combination has become so much worn as to be inoperative, or has been broken,
that the machine no longer exists, for restoration to its original use, by the owner who
has bought its use. When the wearing or injury is partial, then repair is restoration,
and not reconstruction.”); W&o & TANAE ‘A EH7F FEA A9 Y=
A FEFO (@) FEol &S AJAA AR, (i) WAA AAA AF, (i) EHAS}E T
T34 7Y 5 A Z1FEES AASAS. Simpson, 50 U.S. at 124-126.

475) Aro Mfg. Co. v. Convertible Top Replacement Co., 365 U.S. 336 (1961); ¥, ¥l
o AAs e 91 d AFAAZAHCM) 25 AEsaE AT LuAEddA A2
(Aro)7F AlFS 8T Ae &4 Add B AR 2o, 5d A3 Atolo] fael A
AlEEe R 0111 e Z}Ei}ﬂlzml% 7. 21. 79| Ford)2%H A4S 7Y
2R AEANAl I (Aro)7t AlEFS 3R Ae A AUE ©E Aro Mfg. Co. wv.
Convertible Top Replacement Co., 377 U.S. 476, 141 USPQ 681 (1964) 2 (Aro 11 ¥+74)
o glof B4 ol& Aro | BAR T3] Y@t
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477) Aro Mfg. Co. v. Convertible Top Replacement Co., 270 F.2d 200 (1st Cir. 1959).
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478) Aro, 365 U.S. at 343-345 {“The Court of Appeals found that the fabric ‘is not a
minor or relatively inexpensive component’ of the patented combination, or an element
that would expectedly wear out after a very short period of use—although its
‘expectable life span’ is shorter than that of the other components—and, for these
reasons, concluded that ‘an owner would (not) rationally believe that * * * he was
making only a minor repair’ in replacing the worn-out fabric, but that, instead, the
replacement ‘would be counted a major reconstruction.” 270 F.2d at page 205. We think
that test was erroneous.

Respondent has strenuously urged, as an additional relevant factor, the ‘essentialness’ of
the fabric element to the combination constituting the invention. It argues that the
particular shape of the fabric was the advance in the art—the very ‘heart’ of the
invention —which brought the combination up to the inventive level, and, therefore,
concludes that its patent should be held to grant it a monopoly on the fabric. The rule
for which respondent contends is: That when an element of a patented machine or
combination is relatively durable —even though not so durable as the entire patented
device which the owner purchased —relatively expensive, relatively difficult to replace,
and is an ‘essential’ or ‘distinguishing’” part of the patented combination, any
replacement of that element, when it wears out or is otherwise spent, constitutes
infringing ‘reconstruction,” and, therefore, a new license must be obtained from, and
another royalty paid to, the patentee for that privilege.

[6] We cannot agree. For if anything is settled in the patent law, it is that the
combination patent covers only the totality of the elements in the claim and that no
element, separately viewed, is within the grant. See the Mercoid cases, supra, 320 U.S.
at page 667, 64 S.Ct. at page 272; 320 US. at page 684, 64 S.Ct. at page 280.FN10 The
basic fallacy in respondent’s position is that it requires the ascribing to one element of
the patented combination the status of patented invention in itself. Yet this Court has
made it clear in the two Mercoid cases that there is no legally recognizable or
protected ‘essential’ element, ‘gist’ or ‘heart’ of the invention in a combination

patent.”}.
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479) Aro, 365 US. at 346 {“We hold that maintenance of the ‘use of the whole’ of the
patented combination through replacement of a spent, unpatented element does not
constitute reconstruction.

[9][10] The decisions of this Court require the conclusion that reconstruction of a
patented entity, comprised of unpatented elements, is limited to such a true
reconstruction of the entity as to ‘in fact make a new article” United States v.
Aluminum Co. of America, supra, 148 F.2d at page 425, after the entity, viewed as a
whole, has become spent. In order to call the monopoly, conferred by the patent grant,
into play for a second time, it must, indeed, be a second creation of the patented
entity, as, for example, in American Cotton Tie Co. v. Simmons, supra. Mere
replacement of individual unpatented parts, one at a time, whether of the same part
repeatedly or different parts successively, is no more than the lawful right of the
owner to repair his property. Measured by this test, the replacement of the fabric
involved in this case must be characterized as permissible ‘repair, not
‘reconstruction.””}.

480) o]t HH3A Aro I 01—?" BAEo] ‘HA| ALE(spentness)’ 71ES A EsHHEA o
§ Axste I L4ES AR oY, 1 o= AE AAAHAE gfen,
od H=E FHsitd= ﬁﬂl A (spentness) 71E& HES ol FHHoE 318H
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ol¢} THANA FEH= VIEFS HUZE WA JdAHS F2 F ot
A5 A A o] Hewlett-Packard #2480t} & FHAA= E5 A

Fo] Argolh ANES AR Ao| ofUet S8 AFS A% 45HE A9
RES wHAE WYAA Felol AhSaking YR HERE AL
2

ARQEe] A A= o 2t Wil (Hewlett-Packard)= PCE Y=
A e et O wg FFES A AT v 5SS HAstHA, A4

F4 Fol EAZF Y JheAe] V] WEel JIT AREHW Qs
4 9= FHZ PCE Y=A ZIE 1 w3 FFEYAE A% - Do)
I U 9, I3l (Repeat - O - Type Stencil Manufacturing Company,
ol3t ‘ROT )= Hire] mALE Al = 7LEZAE FYalA, 3 FiEs 7}
T YIE ASTHAE F JYES HAT o, Ailo] A THE J=2
of NER ARASONA Bujshs AFYS AT

I3 A i (Hewlett-Packard)« I (ROT)E A2 FU% =
ZFEE A Y] A B2 7HEe dfiek vhEet JtEYAE Buld Pl o

g B Ae Ade Fest Ayzyol HF AAUH YU (The United
States District Court for the Northern District of California)ol| 4~& A|7]
SF5ATh482)

oldl 142 IAROT)S EsFs Ade FAs= FAEA
(summary judgement)S WX 11,483 91l (Hewlett-Packard)7} 343}t

= 7Y BAE v §@A st Aok A os AYS, il g, 609,

481) Hewlett-Packard Co. v. Repeat-O-Type Stencil Manufacturing Corp., 123 F.3d 1445
(Fed. Cir. 1997).

482) Hewlett-Packard, 123 F.3d at 1451-1452.

483) Hewlett - Packard Co. v. Repeat - O - Type, Inc.,, No. 92 - CV - 3330 (N.D.Cal. Apr.

17, 1996).
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W 2 A, B E 339 P27} ‘FFe] H(conventional repair) ol 3 3H T}
1 B FEAR () die &ARE AFS AN AL oflg mAE
AFES AREZE Aolgbs A, (i) dae] A7 Ao S 74
gt Aws A2 Jafrt gloke A, Qi) 2o = (improve) W =
o] aANA ‘EsiE g FHo] b3l o]Fd Y JLEZAE T
AR AV E TheA S FAdE Ao AUA s A Tl HiFo
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AR eletr| Hete dEHE FElo 7Hithakin) . #
A TH“ROT’s modification of the caps of HP’s cartridges is more akin

_Oll’;

i,
N,
&
rr

to permissible “repair” than to impermissible “reconstruction.””).484)

484) Hewlett-Packard, 123 FJ3d at 1452-1454 ({“HP correctly states that ROT’s
modification is not conventional repair. The caps on the purchased cartridges are not
broken or defective. On the other hand, neither is ROT’s modification a
“reconstruction” of the patented combination. A reconstruction occurs after the patented
combination, as a whole, has been spent, when “the material of the combination ceases
to exist.” Wilson v. Simpson, 50 U.S. (9 How.) 109, 123, 13 L.Ed. 66 (1850). While
there is no bright-line test for determining whether a modification is a “reconstruction”
sufficient to infringe a patent owned by the seller of the product, on the undisputed
facts in this case, we agree with the district court that ROT has not reconstructed the
cartridges. ROT’s modification of the caps of HP’s cartridges is more akin to
permissible “repair” than to impermissible “reconstruction.” See Kendall Co. v.
Progressive Med. Tech. Inc., 85 F.3d 1570, 1575, 38 USPQ2d 1917, 1921 (Fed.Cir.1996)
(stating that “as long as reconstruction does not occur or a contract is not violated,
nothing in the law prevents a purchaser of a device from prematurely repairing it”).
While HP had the right to be free from competition from those who would reconstruct
spent products, ROT did not do that. Even accepting that ROT’s actions constitute a
“making” of the accused cartridges, they were made from new and unused HP
cartridges purchased from a legitimate source, and the property of ROT; the HP
cartridges were certainly not spent. Furthermore, ROT does not replace any of the
elements recited in the claims; the housing, printhead, standpipe, ink reservoir, and
flexible strip are all original components of the purchased cartridges. Using the original
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housing, ROT only changes the way in which the cap of an unused, new cartridge is
connected to the remainder of the cartridge. This modification allows ROT’s customers
to use the cartridges for the duration of the life of the patented combination, rather
than be limited by the duration of the ink supply in the cartridge.”}.

485) Husky Injection Molding Sys., Ltd. v R&D Tool & Eng'g Co. 291 F.3d 780, 787
(Fed. Cir. 2002).

486) Jazz Photo, 264 F.3d 1094 (C.A.Fed 2001).
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Z4% H, ® A Fol AW AN WAoT HBE 134 AvetE
BE B, u)3e] EFEAT

=

Trade Commission, ITC)ol EF N E ol FZ FUFAE ?8}9513}.48% =+
AT A (ITC)E T AA A 9] gehAle] A 7T
Fota AAle) 551 Hejdota Ba, dnkE

A WHE WHi(“a general exclusion order and an order to cease

and desist from further infringement of Fuji's patents.”)488) 3417 <l

(Jazz Photo)°] ool E&3lo, AW<e3|giamido &5 A7

g, ¥al7gR1(Jazz Photo)o] 7HE 9 E ALz AP A
F9L1AIITC) 9t g, dA¥e3dade 257 AAE 7 24
o Mm-S v FHo] Fa o EiAes ALT F e AHEge A, T
AR 7hgol F&2 AHS(Fuji Film )O] E5AS 7HAL A &
¥ FES wAste g9 sigdte A, ¥ Sl olyuA &
BFo sigstes 253 wiEHYE JLZﬂO} Umz REES WA W
AN AAEsE AL FE A 7T Bop A S5 Hels 74
S}5A TF.489)

487) In the Matter of Certain Lens-Fitted Film Packages, Inv. No. 337-TA-406.

488) “The ITC administrative judge determined that those eight steps constituted
impermissible reconstruction.” In the Matter of Certain Lens-Fitted Film Packages, Inv.
No. 337-TA-406, IRD at 86 (Int'l Trade Comm'n. Feb. 24, 1999). “The ITC subsequently
adopted the administrative judge’s findings.” In the Matter of Certain Lens-Fitted
Packages, Inv. No. 337-TA-406, n. 4 (Int'l Trade Comm. June 28, 1999). “Accordingly,
the ITC issued a general exclusion order and an order to cease and desist from further
infringement of Fuji’s patents.”.
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489) Jazz Photo, 264 F.3d at 1105-1106 (“Although the Commission’s conclusion is
supported by its reasoning and reflects concern for the public interest, for there was
evidence of imperfections and failures of some refurbished cameras, precedent requires
that these cameras be viewed as repaired, not reconstructed. In Dana Corp., for
example, the truck clutches had *1106 lived their intended lives as originally produced,
yet the court ruled that the “rebuilding” of the used clutches was more akin to repair
than to reconstruction. The activities of disassembly and rebuilding of the gun mounts
of General Electric were similarly extensive, yet were deemed to be repair. Aro
Manufacturing and the other Supreme Court decisions which underlie precedent
require that infringing reconstruction be a “second creation” of the patented article.
Although the Commission deemed this requirement met by the “remanufactured”
LFFPs, precedent places the acts of inserting new film and film container, resetting the
film counter, and resealing the broken case—the principal steps performed by the
remanufacturers —as more akin to repair.”).

490) FEBE—, “VHA T A 7 AP ) v igEERPIPIz oW, BNk & & FERED
(FHE 562 LR AL a8, A SCRE (2008), 406EG BELLAT, “HidiBhm o BRI & i e
i, AR 5645 11+ (2006), 1680 AFFIEA, “HFrFiit o ) ¥4 7L L iHaEPIGR", 7
E i BGRE 2875 (2009), 145 .
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UM HAEZ 2 B A 55 &3lo] A" oFd &3

& A el =2F = A0 AT,

SREES
= REW Ao, B8 AF ASAL s P9It BHAS A FheA
ARE SHWY SR ANF F ANENY Aoz, A2z A3E
AT A BACH, A3 EH AF AEFE AT PE A=
#) P9i7k ARG R AN oA RE EWY 5 A
AMEHN A272 A1E) FA AN AL B Flo] st

olo] el 53 AE ASA shE Aol e Wl DA
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FAe BEE Aol ta) %A AWE 6, dE 5o HEE 3

539) bk, TERHE HFRTL (8RR, AZER (2009), 95-96 .
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A3 082580 BACIA W=} Awe] Hgoh B g W A
E AAZE e He A dFeA &S A TFAY SSH Arz
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B H4387 gol= 2R 498 5+ Ao gEel 9aw

o] m
AN odd 247 k)

a8y 2 By A1rE Ao Ay () dRdAEs S84
o &Y WEYS Bu) A FHY HolA SHd £ WS
a7 9@ Aol ol A FHe AW AR AR, @) A7

AAZ AT Bofo} Frhse)

goph RE 5 FELE AYF FELES RFL o8N 5o

ocrE AR YA AFE VIR HITue ,

@ HAol oA 71A LAE TSt Aoele ZoE HHsta o] ZAMEAES 9
TA Aol QFF A Hghr|Fo] =

547) tHHY 9671365 ZAA 9| ole} e FAH | thalA=
548) AZ (1471 L), 556-561H.
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2. A% WY FRHGMS) 539 53H &3

7t EAA

A AELAA 27) FNelA(FL o) FrARE s TE(A
T ad) AF oA w39 ASAE Do) AEFL Ssdo o
At o] AfEA AHE - 5o - AR 5 AEHE AFH S

a2 telM = 2220 Fort o] FoH Uk

X

A< =3 719% MonsantoZ} 53¢} ZholdlAd A2ks &8st A
MANA EA-T A2 HE FAH(Genetically Modified Plant, ‘GMS’) Al
Aol 24E ANEstHA FHe 55 &2F5S Ast Utk

Monsanto= &4 Aol B35 53 @o] #+dH GMSE A4t -
g = = golAdlAE A JAENA Fosta, FAIJAERE o=
ALk GMSE EF-S°lAl BujstHA sRSA & FA9 AadF =
A, ARF EE=2 3R Buj 54, AHEE AT o S FIL Us
HE 9] 7]<A ¢F(Technology Agreement)= Mosanto®} A ZA3t=5 & gttt

9" GMSE Tl sR7F O e fpitete] Tl GMSE ¥
FTAA & 3 FAE AgdFAAY AAGFT EEZ AB3ANA Bujst=
797 EAEAT. oo tid] Monsantor} 27 #IRFSH
=

HANE FS 28 AVISL, FRE 5HY 208

-

i

_—

L

off
oot o
i
oy
2
ut

FORL
b
r
o

i
e

2 3] A Eo| ghth549)
mEt T AF5HQA 55 AF A H&=HA
37 vAE A g AAY AR GMS 559 &

@
1

(i

B>

2

Lo

o] ZA ¥ o

549) Monsanto v. McFarling, 302 F.3d 1291, 1293-1294 (Fed. Cir. 2002).
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ojgloll Al AT HET AHolA% FHI7} A& S3d L3S
AWs|= 27 A= F2ET. AAM = Monsanttt AAF - Fufjol] ti gk 2ho]Al
25 e FAIAE T Fuld GMS AAlC thd S A% 3ol
g 534 &

1, %ﬂﬂt— Tl GMSE #Fote &3 24 GMSe]
R ol

2 F 7HA B & dHe &7 AAA BAEHE AFHo] tE

Z12 Monsanto®} & F-Alo]ol| A A3t 7]

ol A 2 AHEMA 44 IIL 1. FEoAA AES S5 £33
Aty S #dd EA &+ Yok

W, g 24l GMSsell tie 53 &2 AT|EAE
(Self-Replicating Invention)oll W3t A= HAEFZU =
Al A &3] == AH ol OJD]OJX]OU o HE7F Hesit

9

oo"
0

ool WAL IV2Th2) FEAA A4S AED dlFolth. Tt U
W o AR e THEE B Ade JUss 5sW st it
Tastn @ Zolr, 238 AV BA JgF A2 53 AT F7
WAV o] I eolils Aoy A o] hF FAGL B
o] epgahetss0)

ot e GMS B89t S8ld 4o EANAD tEA AES
< AvWny, mFe] 94 B FF IO Hel WPl s HEa)
R} 551)

550) Hrilifs L ("1470 ), 396-40011 3 vHEA(GE9 ), 181182 A E E3A|F] 71
Aol 559 £ A HEdgE HE AL U

551) €, GMSel widt ¥AH HE Fdoz wxe 2EEFFHIY(Plant Variety
Protection Act, PVPA)Z S35|Hol o3 Bl fajuete] SAAAET SR 2%
B35 7beA, A8 B39Y Aol T A Aol tHElAE Marcella Downing-Howk,

NI
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1}, GMSS} E3514 s d@ Fa v Qs

HZ t=4 71942l MonsantoZ} 53]} oAl Mk o
AA 58 GMS A&el ZH3E AxstHA TR 53 &% A7ls
AT AFAR] WEolle 5 Aol7t o, olstoA HE
ARRFE A 712 A Q1 A A= B3t &

Monsantot Roundup®3¥} & HI;ME O] =2 ZA| o] E(glyphosate) A
= AlzA e WA (herbicide-resistance) <
A, wRAAe}E A Wy AEe 4P H(method of producing  the
genetically modified plants)°l]l tg S35 (7= 53 7156334355 2 A
53526055 5)& HAET ITHs)

Monsanto= 2] 3ALSOAl 535 thdd GMSE AitslA 55
| FuE o A= 2ol A2E FEAT Mosanto= o] AlAIQl 3] A}
o] FF=°A GMSE #uld w] FHEE T Mosantool Al Eof &
28] 7lerE A&, 1 A& A3 Tl 73k GMSE A}
g3tH, 73 GMSE #FalA T3 FAE AFFTS s EHsA
i, BaAg TAE AoFTS Sl A3ANA F=HA Fete 2AS
1< A 9k(Technology Agreement)59) < A Ast =5 3} 5] T}.55)

=
=

X
=2

il

o &
=
%
rr
N

"The Horms Of A Dilemma : The Application Of The Doctrine Of Patent Exhaustion
On And Licensing Of Patented Seed”, 14 San Joaquin Agric Rev. 39 (2004), pp.
41-50; A5=(FE215 %), 71-76%8; A<, HiiEa L, 74778 S

552) A&&(7l215 &), 80-84F.

553) McFarling, 302 F.3d at 1293 (“Monsanto’s United States Patents Nos. 5,633,435 and
5,352,605 claim the glyphosate-tolerant plants, the genetically modified seeds for such
plants, the specific modified genes, and the method of producing the genetically
modified plants.”).

554) McFarling, 302 F.3d at 1293 (“The agreements include the requirement that the
seeds are to be used “for planting a commercial crop only in a single season” and
direct the licensee not to “save any crop produced from this seed for replanting, or
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d FAE AFGFstAYt AT + A
A}, Monsanto”7} °lE & 2.

_I_?l_
terel 24 AV 1 %

=2

rr

=
@ McFarling Akd &4

2 AR AMd A= B 2o

Mosanto= %A AW Bie} o] 535 HFs)
Readyet= HI:;MES GM F FA(soybean seeds)E A
Monsanto®}9] 7|EASF AAS 2002 AT F e gold=E T
SAENA FAsA T 199733 1998 wAAlT O] AFEH FH
McFarling GM F FAE  Spo]AlA] FAIAZRE  FujstrA,
Mosanto®t A AWE =2HdE&E F e 71EA %(Technology
Agreement)& A ZA3}aL,55%6) 509 = Wt $6509] ol g 7t A
FHAT

29 H McFarlingS 1998\ d0l] Fuigk GM FFAE #Fsto] &3
2t GM FFAE BAs Johrt 19999 A aF3s L, 2000 o =
ol& HHESI T o] HAHA McFarling Monsanto| Al 57} gko]All 2~
Has AFeA &skt

oo Mosanto’} McFarling< JtE v 58 S5 A% APHAUS.
District Court for the Eastern District of Missouri)ol| 7]&AeF ¥ty &

AN E olfE HMFAVIAEES Tohe &F  A7ISHA A (“charging

supply saved seeds to anyone for replanting.””).

555) McFarling, 302 F.3d at 1293-1294.

556) McFarling, 302 F.3d at 1293 (“The signature line is immediately below the
following statement: “I acknowledge that I have read and understand the terms and
conditions of this Agreement and that I agree to them.””).
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patent infringement and breach of contract, and seeking a preliminary
injunction”), ©]°l| th3} McFarling @, SHSFAH G, S5 AL, 4
sETHIHeE TIF I FHEe SAT(“Mr.  McFarling
challenged the Missouri court’s jurisdiction, and raised various
counterclaims and defenses including charges of antitrust violation,
patent misuse, and violation of the Plant Variety Protection Act, 7
US.C. § 2321 et seq.”).

14 HYL 7HAHE A S 1839 3,55) McFarling©o] 43} T

McFarling&  &+4=4] ol 4] E}%Jﬂr 2ol FA&AH. (1) 7IeAdS Fal
FHAA WA Az FAE FUFES e A
(tying arrangement)® A ™ (Sherman Act) #qro]
ol TAD TAE ol &MA AT AT TAE FUIR AatEtA

= A 559 £33 Hz@u) Helel AuiEa, dAAE
A A3E HANTIE FES A AAL 7 JTH5) (i) 71sA 2ol

557) Monsanto Co. v. Homan McFarling, No. 4:00CV84 CDP (E.D.Mo. Apr. 13, 2000)
(“order denying motion to dismiss for lack of personal jurisdiction”); (Mar. 21, 2001)
(“order granting motion to stay”); (April 18, 2001) (“opinion and order granting
preliminary injunction”).

558) McFarling, 302 F.3d at 1297-1298 (“First, Mr. McFarling argues that the Technology
Agreements create an illegal tying arrangement by requiring farmers to buy new
Roundup Ready® seed each year instead of allowing them to produce their own
Roundup Ready® seed from the prior year’s crop.”).

559) McFarling, 302 F.3d at 1298-1299 (“As a second ground for challenging the
agreements, Mr. McFarling states that the contractual prohibition against using the
patented soybeans to produce additional seeds for planting by the farmer violates the
doctrines of patent exhaustion and first sale, and that the parties could not enter into
an enforceable contract that has this effect. In support, McFarling cites the statement in
United States v. Univis Lens Co., 316 U.S. 241, 249, 62 S.Ct. 1088, 86 L.Ed. 1408, 53
USPQ 404, 407 (1942), that when a patented product has been sold the purchaser
acquires “the right to use and sell it, and ... the authorized sale of an article which is

capable of use only in practicing the patent is a relinquishment of the patent
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AaFe sl &3} FAE AEste A Fote AL HAEFTEIY
(PVPA) A|2543%(section 2543)2] WA (crop exemption)Z&tol] £uj€
T} 560)

e AASATSY) (1) AuFes AT FAE TSt 2HoE FA
]t AL oly™ McFarlinge AR & SASARFEH FA

AT = 9Jorz HH(Sherman Act) ¥ F4E& T UTH562) (i)
=7 °f(Technology Agreement)’d A|gH 53] AEg W ol
o FuiArE A= deS SEAZREH Fod AR Ee THAIREE
sk, o T4 BulE AR FAE THEojd goldlatA] Fo
Ae Fon, HE2L FA= Esdztel s A== k7] wEol

A% dHo] HEEHA Btk (i) AEFFTEIH(PVPA) 4 5

monopoly with respect to the article sold.” It follows, McFarling argues, that once
Monsanto sold the patented seeds to McFarling, its patent rights on the seeds and
their products were exhausted and could not be restricted by agreement.”).

560) McFarling, 302 F.3d at 1299 (“McFarling argues that the contractual prohibition
against using the patented seed to produce new seed for planting, when he produced
only enough new seed for his own use the following season, violates section 2543 of
the PVPA, which permits farmers to save seeds of plants registered under the PVPA.”)
561) McFarling, 302 F.3d at 1299-1300 (“The district court found that Monsanto had a
reasonable likelihood of success on the issues of infringement and breach of contract,
and that it was unlikely that an antitrust violation would be found. We do not discern
error in these findings, and the other factors relevant to grant of an injunction
pendente lite are not contested. We conclude that the district court did not abuse its
discretion in granting the injunction.”).

562) McFarling, 302 F.3d at 1297-1298 (“The district court’s finding is not challenged,
that there was no obligation upon Mr. McFarling to buy future seed as a condition of
buying seed in the present. The court found that there were no impediments
preventing Mr. McFarling from switching to other soybean seeds, the court recognizing
that there are over two hundred commercial sources of soybean seed, including several
herbicide-resistant soybeans.”).

563) McFarling, 302 F.3d at 1298-1299 (“The restrictions in the Technology Agreement
are within the scope of the patent grant, for the patents cover the seeds as well as the
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=9 4B FA4F BEY A7} SHPY 538 4B A4S BED
=

A2)717 Rl AL ohrhsey

o)
T
<

onsanto®} McFarling AbololX & &3 22 9 9] 71 &

Aol A

iy

(o2
-

nFg] 5 AW AWHY(US. District Court for the Eastern
District of Missouri)O] Z1eAk Y EldERTe FaEAHdE JdASH
$780,000.002] 9 F= Aw9 A2 (summary judgement)ES ZFHS
Z 77 (final judgement)s W2]#},565 McFarling®] d43ste], 4] 7

Ul
7] < (Affirmed in part, vacated in part and
A

£ Flsta, UHAE
remanded.)sh= AW aH Ao F HA IE o] Ylw H .56

plants. The “first sale” doctrine of exhaustion of the patent right is not implicated,

as the new seeds grown from the original batch had never been sold. The price paid

by the purchaser “reflects only the value of the “use’ rights conferred by the patentee.”
B. Braun Medical Inc. v. Abbott Labs., 124 F.3d 1419, 1426, 43 USPQ2d 1896, 1901
(Fed.Cir.1997). The original sale of the seeds did not confer a licemse to construct
new seeds, and since the new seeds were not sold by the patentee they entailed no

principle of patent exhaustion.).
564) McFarling, 302 F. 3d at 1299 (“The PVPA and the Patent Act are complementary
forms of statutory protection of plant “breeders’ rights.” Utility patents under Title 35

provide rights and privileges that differ from those provided by Plant Variety
Protection certificates.”, “It is thus established that the right to save seed of plants
registered under the PVPA does not impart the right to save seed of plants patented
under the Patent Act.”).

565) Monsanto Co. v. McFarling, No. 4:00CV84 CDP, 2002 WL 32069634 (E.D.Mo. Nov.
5, 2002) (“granting final judgment under Rule 54(b)”); (E.D.Mo. Nov. 15, 2002)
(“granting Monsanto’s motions for summary judgment”).

566) Monsanto v. McFarling, 363 F.3d 1336, 1352 (Fed. Cir. 2004) (“In conclusion, we
affirm the district court’'s entry of summary judgment against McFarling on Monsanto’s
breach-of-contract claim on liability only. McFarling does not contest the prima facie
case made by Monsanto that he breached the Technology Agreement, and he has not
presented a genuine issue of material fact concerning his defenses as argued in the
court below. We also affirm the district court’s dismissal of McFarling’s antitrust
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T vy 5 AW AHANA damages trialS A A
g S e ® AR FA 1 W & $40($340 per bag of
saved seed), =% ¢F $375,000(approximately $375,000)2] <=3jjuld-& w3}
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McFarling from future unauthorized use of the patented technology”) &
A BAE WRH567)

counterclaim. However, we vacate the district court’s damages award because we hold
that under Missouri law the provision in the Technology Agreement applying a 120
multiplier to the technology fee is an unenforceable and invalid penalty clause. We
therefore remand to the district court for determination of actual damages, and for any
other proceedings not inconsistent with this opinion.”).

567) Monsanto Co. v. McFarling, 2005 WL 1490051 (E.D.Mo. 2005).

568) Monsanto v. McFarling, 488 F.3d 973, 974 (Fed. Cir. 2007) (“The Court of Appeals,
Bryson, Circuit Judge, held that:

(1) owner’s withdrawal of its claim for infringement of one patent did not revive
farmer’s patent misuse defense or antitrust counterclaim;

(2) technology fee of $6.50 per 50 - pound bag of patented soybean seed was not the
established royalty for a license comparable to farmer’s infringing conduct;

(3) jury’s award of approximately $375,000 in damages to owner was supported by
evidence and was not grossly excessive;

(4) certified valuation analyst was qualified to address the issue of valuation; and

(5) permanent injunction did not compel owner to license its technology to farmer if it
chose not to.

Affirmed.”)

569) McFarling, 488 F.3d at 975 (4% McFarling II)°| 41+ Monsanto®} McFarling A}©]
o A W F e dAeddad 32e £AWE McFarling, 302 F3d 1291
(Fed.Cir. 2002) #4-& McFarling I, McFarling, 363 F.3d 1336 (Fed.Cir. 2004) #4&
McFarling 12 &3t Ut
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570) ©] ArdelAl= Monsanto®] Pl 53 A5352,605&(“which is directed toward
insertion of a synthetic gene consisting of a 355 cauliflower mosaic virus (“CaMV”)
promoter, a protein sequence of interest, and a stop signal, into plant DNA to create
herbicide resistance.”}2} #5,164,316%, #15,196,525%, #15,322,938% E3]{"which are
directed toward insect resistant traits. The McPherson patents expand upon the 605
patent in several ways, including disclosure of an enhanced CaMV 35S promoter.”}7}
A=t Monsanto Co. v. Scruggs, 459 F.3d 1328, 1332-1333 (Fed. Cir. 2006).
571) Scruggs, 459 F.3d at 1332 {“Mitchell Scruggs; Eddie Scruggs; Scruggs Farm &
Supplies, LLC; Scruggs Farm Joint Venture; HES Farms, Inc.; MES Farms, Inc; and
MHS Farms, Inc. (collectively “Scruggs”)”}.
572) Scruggs, 459 F.3d at 1333 {“Monsanto’s restrictions on seed growers include: (1)
requiring growers to use only seed containing Monsanto’s biotechnology for planting a
single crop (“exclusivity provision”); (2) prohibiting transfer or re-use of seed
containing the biotechnology for replanting (“no replant policy”); (3) prohibiting
research or experimentation (“no research policy”); and (4) requiring payment of a
“technology fee.””}.
573) Scruggs, 459 F.3d at 1332-1333.
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574) Monsanto Co. v. Scruggs, 249 F.Supp.2d 746, 754 (N.D.Miss., 2001).

575) Scruggs, 249 F.Supp.2d at 753 (“In this case, the single use restriction does fall
within the patent grant. Given the fact that the gene technology at issue is passed on
to subsequent generations of seed, Monsanto’s restriction to the production of a single
commercial crop is logically intended to protect its patent monopoly and to thereby
permit it to capture revenue in the form of future sales of technology. Without the
prohibition against the saving of seed for replanting or resale, Monsanto’s patent
would soon be rendered wuseless by virtue of the potential for exponential
multiplication of the seed containing its patented technology. Given the risk of
Monsanto’s thus losing control of its technology, the limited license of its technology
was the only reasonable alternative available to it if it hoped to garner a reasonable
return on its sizeable investment while making the technology available for commercial
use at a reasonable price to consumers.”).

576) Scruggs, 249 F.Supp.2d at 754 (“The defendants go one step further in this
charade, arguing that they are not bound by the licensing conditions imposed by
Monsanto inasmuch as they never agreed to such a term. Instead, they argue that they
obtained Roundup Ready® and Bollgard® seed from authorized Monsanto dealers
without executing a license. Accordingly, they wurge, they are not subject to the
licensing restrictions imposed on other buyers.”).

577) Uniform Commercial Code §2-207 (Additional Terms in Acceptance or
Confirmation), codified wunder Mississippi statutory law as Miss.Code Ann.
§75-2-207(2)(c)).

(2) The additional terms are to be construed as proposals for addition to the contract.
Between merchants such terms become part of the contract unless:

(a) the offer expressly limits acceptance to the terms of the offer;

(b) they materially alter it; or

(c) notification of objection to them has already been given or is given within a
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reasonable time after notice of them is received.

578) Scruggs, 249 F.Supp.2d at 754 {“The Mallinckrodt case specifically notes: “In
accordance with the Uniform Commercial Code a license notice may become a term of
sale, even if not part of the original transaction, if not objected to within a reasonable
time.” Id. (citing U.C.C. § 2 -207(2)(c))(codified under Mississippi statutory law as
Miss.Code Ann. § 75-2-207(2)(c)). Mitchell Scruggs and the other defendants were
aware of the conditions under which Monsanto and its seed partners made its
technology available to consumers. Their failure to contest the terms of the conditional
license within a reasonable time after sale suggests that Monsanto’s licensing conditions
became an enforceable term of sale.”}.

579) Scruggs, 249 F.Supp.2d at 761-763.

580) Monsanto Co. v. Scruggs, 342 F.Supp.2d 584 (N.D.Miss., 2004).

581) Scruggs, 342 F.Supp.2d at 598-599 {“the defendants presuppose an unrestricted sale
of the patented technology. As previously noted by the Court, Monsanto never made
an unrestricted sale of its seed technology. The Federal Circuit recognized some time
ago that where a patentee imposes restrictive terms of sale, there is no right to
unrestricted use of the patented product. Mallinckrodt Inc. v. Medipart, Inc., 976 F.2d
700 (Fed.Cir.1992). Application of these legal principles to the present case produces a
clear result.

Monsanto licensed its technology to seed companies with a proviso: subsequent sales of
seed containing Monsanto’s transgenic trait must be limited to growers who obtain a
license from Monsanto and for only a single growing season. Absent a showing that
Monsanto’s licensing provisions violate some other law or policy, they are enforceable.
Since Monsanto never made an unrestricted sale of its technology, the doctrine of first
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582) ¥t WHAL o]t} e U Zdiol VIAEA UAvE HE TAE Scruggs]
EAA 2ol S a A3 Scruggs, 342 F.Supp.2d at 588-589, 597-598.

* Roundup Ready ¥ F#H¢] Zdjoll= a3 22 &77F 7145 AATH

<“THESE SEEDS ARE COVERED UNDER US. PATENTS .. 5,352,605, THE
PURCHASE OF THESE SEEDS CONVEYS NO LICENSE UNDER SAID PATENTS TO
USE THESE SEEDS. A LICENSE FIRST MUST BE OBTAINED FROM MONSANTO
COMPANY BEFORE THESE SEEDS CAN BE USED IN ANY WAY.

This Asgrow variety is protected by the Plant Variety Protection Act (7 United States
Code §§ 2321 et seq.) and/or the Patent Act (35 United States Code §§ 1 et seq.). The
purchaser is authorized by Asgrow to plant this variety and use the resulting crop for
food or sell the crop as grain. Asgrow does not authorize the use or sale of the crop
as seed.

UNAUTHORIZED PROPAGATION PROHIBITED">.

* Bollgard/Roundup Ready ¥ FA-¢| Ztjol= th&3 22 771 714 Ay
<“PROPRIETARY GENE INFORMATION-READ BEFORE OPENING THIS BAG.

The cottonseed contained in this bag contains the Bollgard gene from the common soil
bacterium Bacillus thuringiensis var. kurstak (B.tk.) which is effective in controlling
certain lepidopteran cotton insect pests. This seed also contains the Roundup Ready
gene which provides tolerance to Roundup herbicide when applied according to
Monsanto instructions.

You are required to carefully read the Grower Guide prior to planting this seed.

You must plant and grow this seed in accordance with the Grower guide. Copies of
the Grower Guide are available from your seed retailer, seed salesperson or Monsanto
Company N3K, 800 North Lindbergh Blvd., St. Louis, MO 63167 1 - 800 - 523 - 2333.

IT IS A VIOLATION UNDER FEDERAL PATENT LAW TO USE THIS SEED FOR
ANY PURPOSE WITHOUT OBTAINING A LICENSE FROM MONSANTO CO.

The Bollgard gene in this seed is protected under U.S. Patents 5,164,316, 5,196,525,
5,322,938, 5,352,605 and 5,500,365. The Roundup Ready gene in this seed is protected
under U.S. Patents.... This variety is protected under the U.S. Plant Variety Protection
Act. The Monsanto license does not authorize the grower to save or resell cottonseed
produced from the seed in this bag for replanting. NOTE: Read the Limit of Warranty
and Liability Statement in the Grower Guide before opening this bag. Opening this
bag constitutes acceptance of those terms and conditions.

WARNING; READ BEFORE OPENING. The seed in this bag contains patented
technology. The user is NOT LICENSED to save any seed produced from this seed for
replanting. If you are unwilling to comply with these terms, promptly return the
unopened bag to the Seller.”>.
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583) 976 F.2d 700, 701 (Fed.Cir.1992).

584) Scruggs, 459 F.3d at 1335-1336 {“The first sale/patent exhaustion doctrine*1336
establishes that the unrestricted first sale by a patentee of his patented article exhausts
his patent rights in the article. See Mallinckrodt, Inc. v. Medipart, Inc., 976 F.2d 700,
701 (Fed.Cir.1992); see also LG Elecs, Inc. v. Bizcom Elecs.,, Inc, 453 F.3d 1364
(Fed.Cir.2006). The doctrine of patent exhaustion is inapplicable in this case. There was
no unrestricted sale because the use of the seeds by seed growers was conditioned on
obtaining a license from Monsanto.”}.

585) 302 F.3d 1291, 1299 (Fed.Cir.2002).

586) Scruggs, 459 F.3d at 1336 {“Furthermore, the “first sale’ doctrine of exhaustion of
the patent right is not implicated, as the new seeds grown from the original batch had
never been sold.” See Monsanto v. McFarling, 302 F.3d 1291, 1299 (Fed.Cir.2002).
Without the actual sale of the second generation seed to Scruggs, there can be no
patent exhaustion. The fact that a patented technology can replicate itself does not give
a purchaser the right to use replicated copies of the technology. Applying the first sale
doctrine to subsequent generations of self-replicating technology would eviscerate the
rights of the patent holder.”}.

587) eBay Inc. v. MercExchange, L.L.C., 547 U.S. 388, 126 S.Ct. 1837, 164 L.Ed.2d 641
(2006).

588) Scruggs, 459 F.3d at 1342.

589) Scruggs v. Monsanto Co., 549 U.S. 1342 (2007).
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590) Quanta, 533 U.S. 617 (2008).

591) Monsanto Co. v. Scruggs, 2009 WL 536833 (N.D.Miss) {“Defendants seek
reconsideration of this Court’s July 6, 2004 Order denying Scruggs’ Motion for
Summary Judgment in light of the United States Supreme Court’s June 9, 2008 decision
in Quanta Computer, Inc. v. LG Electronics, Inc., 170 L.Ed.2d 996, 128 S.Ct. 2109 (2008
). Defendants urge that the Court's opinion on the issue of patent exhaustion
represents a subsequent contrary decision by controlling authority which necessarily
excuses the application of the law of the case doctrine and warrants a reexamination
of certain issues presented in Scruggs’ dispositive motion.”}.

592) Scruggs, 2009 WL 536833 (N.D.Miss.) {“the Quanta decision in no way undermines
the basis for the Federal Circuit’s holding on the issue of patent exhaustion. The
Federal Circuit expressly noted:

The doctrine of patent exhaustion is inapplicable in this case. There was no unrestricted
sale because the use of the seeds by seed growers was conditioned on obtaining a
license from Monsanto. Furthermore, the “ ‘first sale’ doctrine of exhaustion of the
patent right is not implicated, as the new seeds grown from the original batch had
never been sold.” Monsanto v. McFarling, 302 F.3d 1291, 1299 (Fed.Cir.2002). Without
the actual sale of the second generation seed to Scruggs, there can be no patent
exhaustion. The fact that a patented technology can replicate itself does not give a
purchaser the right to use replicated copies of the technology. Applying the first sale
doctrine to subsequent generations of self-replicating technology would eviscerate the
rights of the patent holder.

Monsanto Co. v. Scruggs, 459 F.3d 1328, 1336 (Fed.Cir.2006). Based on the foregoing,
the Court concludes that the defendant’s Motion to Reconsider is not well-taken and
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should be denied.”}.

593) Monsanto Co. v. Scruggs, 2009 WL 1228318 (C.A.Fed(Miss.)) (“Scruggs may raise
these issue on appeal from the final judgement of injunction.”,“The petition for
permission to appeal is denied”).

594) Monsanto Co. v. Bowman, 686 F.Supp.2d 834, 835-836 (S.D.Ind.,2009).
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595) Bowman, 686 F.Supp.2d at 836 (“In defense, Bowman claims that when the
soybeans from a licensed Roundup Ready® crop are harvested and sold to a grain
elevator or dealer, they are sold without restriction, mixed with all other soybean
crops in from the area and, therefore, when purchased and used by farmers to plant
as seed (commodity soybeans) for another crop, they are not protected by patent.
Bowman has primarily argued that the doctrine of patent exhaustion applies to strip
such commodity soybeans from any patent restrictions,...”).

596) Bowman, 686 F.Supp.2d at 839 {“[tlhe “first sale” doctrine of exhaustion of the
patent right is not implicated, as the new seeds grown from the original batch had
never been sold. The price paid by the purchaser “reflects only the value of the ‘use’
rights conferred by the patentee.” B. Braun Medical Inc. v. Abbott Labs., 124 F.3d 1419,
1426, 43 USPQ2d 1896, 1901 (Fed.Cir.1997). The original sale of the seeds did not
confer a license to construct new seeds, and since the new seeds were not sold by the
patentee they entailed no principle of patent exhaustion.”}.

597) Bowman, 686 F.Supp.2d at 839 {“The distinction found by the Federal Circuit in
McFarling, and which exists here as well, is that the Monsanto licenses (and the
agreements its licensees required from farmers) for Roundup Ready® soybeans
specifically excluded saving seed or otherwise providing anyone progeny soybeans for
purposes of planting. Scruggs, 459 F.3d at 1335-36. No unconditional sale of the
Roundup Ready® trait occurred because the farmers could not convey to the grain
dealers what they did not possess themselves. Id. at 1336. It is no different in the case
at bar. The grain elevator/dealer from whom Bowman bought the soybeans had no
right to plant the soybeans and could not confer such a right on Bowman.
Consequently, Bowman has infringed on Monsanto’s patent rights by planting the
commodity soybeans, which contained the patented trait, and then applying a
glyphosate-based herbicide to that planted crop.”}.
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598) Monsanto Co. v. Bowman, 657 F.3d 1341 (Fed. Cir. 2011).

599) Bowman v. Monsanto Co., 133 S.Ct. 1761, 1766 (2013)AE & © FAHo =2 o]}
9} Zo] RAste #AAGT {““[Tlhe purchaser of the [patented] machine ... does not
acquire any right to construct another machine either for his own use or to be vended
to another.” Mitchell v. Hawley, 16 Wall. 544, 548, 21 L.Ed. 322 (1873); see Wilbur -
Ellis Co. v. Kuther, 377 U.S. 422, 424, 84 S.Ct. 1561, 12 LEd.2d 419 (1964) (holding
that a purchaser’'s “reconstruction” of a patented machine “would impinge on the
patentee’s right ‘to exclude others from making’ ... the article” (quoting 35 U.S.C. § 154
(1964 ed.))). Rather, “a second creation” of the patented item “call[s] the monopoly,
conferred by the patent grant, into play for a second time.” Aro Mfg. Co. v.
Convertible Top Replacement Co., 365 U.S. 336, 346, 81 S.Ct. 599, 5 L.Ed.2d 592 (1961).
That is because the patent holder has “received his reward” only for the actual article
sold, and not for subsequent recreations of it. Univis, 316 U.S., at 251, 62 S.Ct. 1088. If
the purchaser of that article could make and sell endless copies, the patent would
effectively protect the invention for just a single sale. Bowman himself disputes none
of this analysis as a general matter: He forthrightly acknowledges the “well settled”
principle “that the exhaustion doctrine does not extend to the right to ‘make’ a new
product.” Brief for Petitioner 37 (citing Aro, 365 U.S., at 346, 81 S.Ct. 599).”}.

— 245 —



Fe UE ZAolth mebAd ARkl S5d &3 HEHA FoH,
o

2 Monsanto®] £35S 33} gkt}.600)

o F9 u=9 JF 8 FF A=A A WIde] dig A
=

@ "= AR i HE

A A vk} o] FAlE ARRFEolA Mosantor A3 AFE
A AAel E3517F #+8E GMSE A4tsli Al Monsanto®t 759 7]<=0|
A AEdSE 2Ho® FHEAA A4 GMSE AT &+ e ¢
& TAFAENA ol AT. FRES TAIAERE GMSE T
St A, Mosanto$} A AW Ags Tl e 7lsol&A e A4t
I Mosantool| Al geldl2~ theS AFstd. I1-¥H 750 FE
GMSE FHFallo Fg3 24 GMSTAe] dFE R¥sta dort
Mosanto©ll T+ Ztoldlz~ tia A g flo] v A& AuFstda, ol
£ WHESIATH

oje} L 71E ARkl tis T eI dayEeS O =21 R

rr

600) Bowman, 133 S.Ct. at 1766-1767 {“the exhaustion doctrine does not enable Bowman
to make additional patented soybeans without Monsanto’s permission (either express or
implied). And that is precisely what Bowman did. He took the soybeans; he purchased
home; planted them in his fields at the time he thought best; applied glyphosate to
kill weeds (as well as any soy plants lacking the Roundup Ready trait); and finally
harvested more (many more) beans than he started with. That is how “to ‘make’ a
new product,” to use Bowman’s words, when the original product is a seed. Brief for
Petitioner 37; see Webster's Third New International Dictionary 1363 (1961) (“make”
means “cause to exist, occur, or appear,” or more specifically, “plant and raise (a
crop)”). Because Bowman thus reproduced Monsanto’s patented invention, the
exhaustion doctrine does not protect him.”}.
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601) Bowman, 133 S.Ct. 1761 (2013).

602) Bowman, 133 S.Ct. at 1765-1768.
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603) McFarling, 302 F.3d at 1293-1294.
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= O 7AHCE AEHEA AA v=m #dHY A4S O E5dA
7F 58 AFS Az - dujstas Fulae] AR Al g (post-sale
conditions on use)®] TAIE A (Mallinkrodt #2 AN @ gFo]AlA|
7 58 AFES AX- dustdaA Fuiake] AREd Al g (post-sale
conditions on use)®] wAE AFRHQuanta®] A ARQRHel ¢ WF3}A|
© ZAT AYNHYY Quanta HZAE Tl S AHA g == ol

= A4 AR 23 1@ =59 27 A
91

A\

BN

.

Al A

r
;
o
rok
o g
=

ol A A
AT B7Ed A7 lem, T19} o) sjMste UA
o] EB}gsirtal AzpRited) wkHol, Q) E‘r‘”]ﬁ Aol Aujde] g AFH

wafjof she FAlOlER @A " AHAM o7 FRE nslE o FausE 5 e Y
b T stu= HEsh= Ade ofv] AW whep 2

619) Static Control Components, 615 F.Supp.2d at 582 {AH i HY2] E3d A3 He o
A= A= A3 YHEAS daEHA SSAATE 55 AFol @ A ¥ AR
o tigh AV (“restrictions on the post-sale use”)2] ZAE 3 S3HS & & ¢l
e 44S AMLSH(“In sum, the Supreme Court's overview of its history of
statements on the law of patent exhaustion reveals that the Court has consistently held
that patent holders may not invoke patent law to enforce restrictions on the post-sale
use of their patented products.”)}; Static Control Components, 615 F.Supp.2d at 588-189
(A HHELL Quanta AHd #HAE &3 FAHSE(sub silentio) A3 FAH A
Mallinkrodt Al #2E& #7183t AERATH“After reviewing Quanta, Mallinckrodt,
and the parties’ arguments, this Court is persuaded that Quanta overruled Mallinckrodt
sub silentio.”)}; Hovenkamp, fif#afiC, p. 103 FN 35 {JWdIH Y2 Quanta T2 o] F
A3 g Ae Mallinkrodt AR B4 ©] o F&SHA &th (“[FN35]. Quanta
Computer, Inc. v. LG Elecs,, Inc, 128 S. Ct. 2109 (2008). ...(Omitted)..The Supreme
Court held that the first sale rule barred the suit, overruling the Federal Circuit's
decision in Mallinckrodt, Inc. v. Medipart, Inc., 976 F.2d 700, 709 (Fed. Cir. 1992),
which had exempted “conditional” sales such as this one from the first sale doctrine.
The Court concluded: This case illustrates the danger of allowing such an end-run
around exhaustion. On LGE’s theory, although Intel is authorized to sell a completed
computer system that practices the LGE Patents, any downstream purchasers of the
system could nonetheless be liable for patent infringement. Such a result would violate
the longstanding principle that, when a patented item is “once lawfully made and
sold, there is no restriction on [its] use to be implied for the benefit of the patentee.”
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Quanta Computer, 128 S. Ct. at 2118 (quoting Adams v. Burke, 84 U.S. (17 Wall.) 453,
457 (1873) (alteration in original).”)}; McCammon, Hif#:3L, pp. 792-793; Dufresne, Hij#%
i, pp. 41-43; W] Quanta WAL @A &3 IR0 Y|Fow 535 F3o| Aol
FeHAIAE 7IEe2 AN Aolgks YAl Uik &/lE McCammon, i, pp.
793-79; °lE&3 ] obd YAe] WEetA W¥vh= HS|E Rinehart, HidEai L, p. 503,
AW H Y Quanta AHA HAL EAI s ALABA ] FeMT L= dAolat
= A E Siegal - Ecker, Wit#au L, p. 2 ("However, despite the expectations of many
observers, and the many amici curiae, Quanta did not discuss the extent to which a
party can contractually restrict downstream application of the patent exhaustion
doctrine.”).

620) Dufresne, Hi#®afi 3L, pp. 39, 41.

621) o9} 22 Quanta HAL2 ©A &7 AF 9 7|Fo 2 E3F HH Ao FE A<
A g 7102 4= Y% (a reasonableness approach to patent exhaustion)= E 3%+ Zlo]2}
3 sk Aol tisl A= McCammon, #if#ai L, pp. 793-79.
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ol¢} #HANA HIF slgA BAC|AT A 4JH3 Static Control
Components, Inc. v. Lexmark International, Inc., 615 F.Supp.2d 575
(E.DKy., 2009) #4242 guetolA =afol & Hd3 A 7|Fog2 A
NBE WET B Ao polahs WARA, F il A At
3} a9 270 25 AT BAY B4 92 BHelA =¥ Lve
WA ZpEvksto),

5 HHoH= FH Mallinkrodt AHd & T3l YEld d¥e3| g
299 HEe 2 AWHAY Quanta A BAL A AAE

Z7(condition restr1ct1ng the rlght to sell) v F ALE-S A

Ir

= %
S &xlo] ARHAT FAE NG ool S5Y 230 9
B melgd Fel AwiMAs 9ol ids fFEsts ML

]3(“In sum, the Supreme Court’s overview of its history of

il

statements on the law of patent exhaustion reveals that the Court has
consistently held that patent holders may not invoke patent law to

enforce restrictions on the post-sale use of their patented products.”),622)

622) Static Control Components, 615 F.Supp.2d at 582 {AHH A E3d &7 HE
o #ASe] AE Axs W] dAHA SIAAVE 53 AFol B ) F ARl
oj gk A& (“restrictions on the post-sale use”)2] ZAE 3] E3HS 48T & e
A&E HMYth= AolF(“In sum, the Supreme Court’'s overview of its history of
statements on the law of patent exhaustion reveals that the Court has consistently held
that patent holders may not invoke patent law to enforce restrictions on the post-sale
use of their patented products.”). ‘AL HH AL Quanta AT 2 AAE old AHIE
oA At de] S53d &4 ol&d td FHsid dFe AU} Aol =3ttt
Ty 53 &3 o2& FA siMske Al dayde] Rl Awiste], Y
Helol 53d 23e WA sidsks dFS oAl ERlskr] diEel, Aduidde
Quanta AP FHA2 Yol WH3lo] S FATH(“Quanta itself reaffirms the Supreme Court’s
articulation of the doctrine of patent exhaustion as set forth in the cases discussed in
the previous section. It represents a change in the law, however, because the Court
reasserted a broad understanding of patent exhaustion in the face of Federal Circuit
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(“After reviewing Quanta, Mallinckrodt, and the parties’ arguments, this
Court is persuaded that Quanta overruled Mallinckrodt sub silentio.”)623)

= A& "AEAT

g, 919} Zo] 53 4&Xo] AFE 4 A= ol e dvjd
A S A dsteE X (condition restricting the right to sell)o] wA|H 74
FHEEA AT @ Ae) a9 2 21S Holila A FaiA
23 AR B97F okdel BEo Aofoly AlF FHY AR 7)A,
B Al A o) T Fo WA ow RIlstaa 3k Ao ARt A
stAl A9 =

o)
s A By gstel Bad ado] AT & e olalA
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Uobb 9ok 2ol oldlAle] @ujd AL E:dte] o] Tolu W
]

2 &zle] AE 535d AL Thssittal I H= A 535 AF
Tl A o]F HEAE A3 HEws § lEvbt EAEd olo s
= s 53 AE A ASATE olH e A ddt A 3
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28 4 Arie URe FHshua, Mol Ao delAE AFeA 21
ke A A #3to|A 2ol ATl B AL o 3
= Qla) EsAAte] Aoke gutalA 7o) A

FI

case law that had narrowed the scope of the doctrine.”)}.

623) Static Control Components, 615 F.Supp.2d at 588-589..

624) General Talking Pictures, 305 U.S. at 126 (“Pictures Corporation ordered the
amplifiers and purchased them knowing that Transformer Company had not been
licensed to make or sell them for such use in theatres...And as Pictures Corporation
ordered, purchased and leased them knowing the facts, it also was an infringer.”).
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b= AHe 29 HI o240 gyt dd-e Aesiith
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701) Bowman, 133 S.Ct. at 1765-1768.

- 291 —



548 Zolth
Ake] eholAlz ASfel A F7b A (FEIF SHAFAY F
Aol WE AwE WA o8 HAFshm YA FomE EHA Ao

WE =olgh R £ FA ARFe TurE 53 At He
7 o] T} 702)

CMSE sEs14 24T F4E Faste 2 At A2 F7h 53 3
gEo} wof golMlzolA WER b

S A A A () 3
gata A etk whE 53 Ak "ok et ‘AW(FEHF 3t
3 FAFAN FHEe AsFe] PHOR ol gstE A A e

W@ M=ol golMaE WA R FAs 53 Fsirt Ak

702) ol¢} Zo] AugE 1A FTA ©dt ARgo] olyE NZE GM FTAke] A4k
AMEA A" GM FAke] ‘A8 slFeles A9 E Hol EFASE AASE o274
o] B}gsltte A=E AT E(H215 #X), 86-87H %bz_, 2V M, 874 4 1065
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<Abstract>

A Study on the Doctrine of Patent Exhaustion

Junghwan (Justin) Maeng
Graduate School of Law

Seoul National University

The purpose of this paper is to provide a comprehensive review of
the issues on the limitations to the patent exhaustion doctrine, which
have been discussed separately so far. This paper seeks to shine a
fresh spotlight in terms of requirement, effect and relevance to the
patent exhaustion, and also, present new and integrated standards for
the requirement, effects and limitation of the patent exhaustion doctrine
by considering all of the results together.

The doctrine of patent exhaustion and the doctrine of equivalents
are typical law principles in patent system which has been formed over
time through case precedents and doctrines to solve the problems
caused by mechanically applying the patent law. Conceptually, the
doctrine of patent exhaustion may be a problem in most cases where
patented products are distributed by the patentees. Thus, the applicable
scope is very wide and a variety of issues related to the limitation of
doctrine of patent exhaustion have been discussed for a long period of

time. Furthermore, with the rapid development of science and
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technology, patented products of various types are emerging and their
transactions are increasingly becoming more complex. Therefore, areas
are rapidly expanding in which patent exhaustion doctrine is discussed
in the context of the patent system.

Nevertheless, many countries have not yet to establish a unified
position for the basis of the doctrine of exhaustion. Several issues in
limitations are fragmented and have been discussed independently.
Moreover, unified standards in each issue have not been established.
As a result, contradictory judgments in many cases related to patent
exhaustion are being made in courts around the world. Since the
doctrine of patent exhaustion is a serious threat to the legal stability of
patent system, a holistic review and discussion of entire doctrine of
exhaustion is practically very important and necessary.

Accordingly, Chapter I introduces the traditional concept of the
patent exhaustion doctrine as a starting point for discussion and its
nature, purpose and basis are reviewed. Chapter II shines a fresh
spotlight on issues which have been discussed in the area of limitation
to the traditional doctrine of patent exhaustion, and also, its
requirement, effect and relevance within the system of traditional
doctrine of patent exhaustion. Chapter III presents the requirement of
patent exhaustion and issues in terms of its related limitations as
follows: (D issues of patent exhaustion and conflict with contract (in
relation to requirements of ‘subject’ and ‘trade offer’); @ issues on
method patent and patent on partially implemented products and patent
exhaustion (in relation to requirements of ‘object’); and @ issues of
parallel import and patent exhaustion (in relation to requirements of

‘place’).  Chapter IV introduces a fresh perspective and reviews the
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effects of patent exhaustion and issues of related issues such as: D
issues of repair and reconstruction of patented products and patent
exhaustion: @ issues of genetically modified seeds patent and patent
exhaustion (in relation to ‘object/ which is target of exhaustion); and ©
issues of exhaustion of manufacturing right (in relation to ‘right, which
is target of exhaustion) in terms of the requirement, effect and relevance
with limitation system. Chapter V presents integrated standards of
requirements, effects and limitations of the patent exhaustion doctrine
by comprehensively reflecting on the results of the reviews.

In this paper, issues in limitations which have been individually
discussed in relation to patent exhaustion were actively re-spotlighted
and holistically reviewed in terms of requirements, effects and relevance
with systems of the doctrine of patent exhaustion. Reasonable standards
for requirement, effects, and limitation of doctrine of patent exhaustion
were presented as the results of this paper in order to cope with
potential issues by considering all of the results together. We hope that
my study can become a clue to present the standards for reasonable
and stable resolution for issues related to patent exhaustion and

contribute to the development of patent laws.
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